Using Trademarked Products in
Entertainment Programming
BY KAI FALKENBERG AND ELIZABETH MCNAMARA

In the first episode of NBC’s new hit series, Heroes, one of the show’s characters,
a cheerleader with powers of indestructibility, has her hand mangled in a garbage
disposal. The disposal’s brand name, the
InSinkErator, is clearly visible in the shot.
Seconds later, her hand is miraculously
healed. Displeased with the unauthorized
depiction of its product pulverizing the
hand of a young cheerleader, Emerson,
maker of the InSinkErator, sued NBC for
using Emerson’s trademark without the
company’s consent and for implying that
its product was “an incorrect and dangerous design for a food waste disposer.” Following the suit’s filing, NBC agreed to edit
out the InSinkErator brand name in future
airings of the episode. But Emerson is still
not satisfied and the suit remains pending.1
In past decades, NBC might have removed the brand name of the InSinkErator
or used a fictitious name. But in recent
years, the use of real products in entertainment programming, with and without the
consent of the product owner, has increased exponentially. Industry experts
predict the market for product placements
will grow at a compound rate of 27.9 percent from 2005 to 2010, reaching a projected $7.55 billion.2
More than Commercials
The primary reason for the explosion in
product placements is that marketers, facing increasing competition from new
media formats such as DVRs and the Internet, are looking for inventive ways to
engage with consumers. In addition, product placements typically cost less than traditional advertising but can have tremendous impact. Sales of Reese’s Pieces, for
example, reportedly increased by over 65
percent after E.T. was shown eating them
in E.T., The Extra-Terrestrial.3 More recently, sales of Pinot Noir increased over
22 percent after a character in last year’s
movie Sideways declared it his favorite
type of wine.4 Content producers, mean-

while, are in search of novel means of financing their ever-increasing production
costs. Using real products also lends
authenticity, an increasingly essential element in this age of demanding consumers
and competition from new media.
It is not uncommon for the product
to be used with the consent of the owner,
and, often, the owner not only consents
but pays for the use whether in cash or
free products. Other times, as with the
InSinkErator, the product is used without
any authorization. A product also may be
intentionally mocked. The legal implications of such uses, both with and without
consent, have become a recent matter of
interest to media lawyers. When should
such consent be obtained? What are the
risks of proceeding without consent?
This article examines these and other
related questions.
Authorized Use
After the E.T. incident, product marketing managers sought out other opportunities to place products in entertainment
programming, hoping to generate similar
outcomes at minimal expense.5 Producers were also interested in cultivating such
partnerships. Generally, the producers approached the product manufacturers and
asked for permission to use their product in
a film or television program. Early on,
product placements typically involved bartering deals, with producers receiving free
products in lieu of cash payments. Today,
paid placements are the norm. Manufacturers employ agents to find and negotiate
placement deals and bidding wars for influential placements are routine.
Releases and Permissions
Often when a product is featured in entertainment programming, the manufacturer of the product has agreed to the use.
Where products are featured in a flattering or neutral manner, owners of the products typically approve of the use. Manu-

facturers will sign a release approving of
the use so long as the product is not
shown in a disparaging manner. If a
manufacturer disallows the use, producers can substitute a fictitious product or
obscure the brand name through editing.
Although manufacturers will occasionally seek restrictions on use, most do not
and are pleased to have the low cost exposure for their product. In fact, some
manufacturers are having their product
digitally inserted into a scene that has
already taped through a process known
as virtual product placement.6
Producers, when negotiating product
placement agreements, should make sure
they do not conflict with other agreements
related to the film or program. Certain actors, Robin Williams, for example, refuse
to participate in product placement deals
because they do not want to be seen as endorsing any particular product.7 In addition, the producer and manufacturer
should have a clear understanding as to
what uses are permissible.
Unauthorized Use
Given the prevalence of trademarked
products in our everyday lives and,
therefore, in our entertainment programming, it is not practical for producers to
seek approval for the use of each individual product. To get permission for
every fleeting mention or appearance of a
trademarked item would require production teams to expend enormous amounts
of additional time and effort. But proceeding without such permission exposes TV
and filmmakers to potential claims for tarnishment, dilution, unfair competition,
product disparagement, and false endorsement under the Lanham Act, among
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others. There are, however, surprisingly
few cases involving disputes over the
unauthorized use of trademarked products
in entertainment programming because
many of them are settled out of court. Although early case law tended to provide
almost absolute protection to the plaintiff
mark owners for reputational harm, the
outcomes of recent cases have been far
more favorable to defendants.
Statutory Framework
Those objecting to the unauthorized use of
a branded product in entertainment programming often assert claims of trademark
infringement, unfair competition, and
trademark dilution in violation of the Lanham Act. In this context, the central inquiry
in both trademark infringement and unfair
competition claims is whether there is a
“likelihood of confusion” that consumers
will be misled or confused as to the source
of the program or its affiliation or sponsorship by the trademark owner.8 Plaintiffs asserting such claims typically contend that
the unauthorized appearance of their mark
in the program will confuse consumers into
believing that the program is sponsored by
or affiliated with their product.
The focus in federal trademark dilution claims, by contrast, is not on consumer confusion. Rather, dilution occurs
where use of a trademark “whittle[s]
away . . . the value of a trademark” by
“blurring [its] uniqueness and singularity” or by “tarnishing [it] with negative
associations.”9 To prove dilution, the
trademark owner must show that (1) it
possesses a famous trademark, and
(2) the defendant has caused dilution of
the distinctive quality of the trademark.10
Unauthorized use of branded products
in entertainment programming also can
lead to a host of other claims. Although
the focus of this article is limited to
trademark-related claims, the use of
branded products in an unauthorized
manner can lead to claims for copyright
infringement,11 right of publicity,12
breach of contract,13 and violations of
FCC regulations.14 Because films and
television programs at issue are often
distributed internationally, producers
also must be concerned with the legal
implications of such unauthorized uses
in foreign jurisdictions [see page 16].

Increasing Tolerance
Early decisions tackling the question of
unauthorized trademark uses in expressive works analogized the trademarks
to private real property.15 Following
Supreme Court precedent that permitted
brick-and-mortar shopping centers to
restrict expressive activities so long as
alternative avenues were available to the
speaker, these early cases resulted in
near-blanket protection for trademark
owners.16 Gradually, courts began to realize the misguided approach of placing
too much emphasis on trademarks as
real property, recognizing that “when the
ideas expressed by an unauthorized use
cause the injury to plaintiff’s mark, the
spatial rationale of the ‘shopping center’
cases is wholly inapplicable.”17 Indeed,
unlike a shopping center, trademarks
have seeped into the communicative
culture, evoking commentary independent of the mere identification of goods.
As Judge Alex Kozinski noted, “some
trademarks enter our public discourse
and become an integral part of our vocabulary. . . Trademarks often fill in gaps
in our vocabulary and add a contemporary flavor to our expressions.”18
Rogers v. Grimaldi
The turning point arrived with the Second
Circuit’s ruling in Rogers v. Grimaldi.19
Ginger Rogers filed suit over a film titled
Ginger and Fred about the reunion of a
pair of aging dancers who made their living pretending to be Ginger Rogers and
Fred Astaire. Asserting claims for violation of her right of publicity and the Lanham Act, Rogers argued that the film’s
title created the false impression that she
sponsored or was otherwise involved
with the film.20 The Second Circuit rejected her claims, holding that the Lanham Act “should be construed to apply to
artistic works only where the public interest in avoiding consumer confusion outweighs the public interest in free expression.”21 Pursuant to this new standard, the
Lanham Act would not apply to titles of
artistic works “unless the title has no artistic relevance to the underlying work
whatsoever, or, if it has some artistic relevance, unless the title explicitly misleads
as to the source or the content of the
work.”22 The decision, although limited to

the title of a work, was the first to recognize that trademark laws should be interpreted differently in the context of expressive works given the relevant First
Amendment concerns.23
WCVB-TV and New Kids on the Block
The next major shift occurred with the
First Circuit’s decision in WCVB-TV v.
Boston Athletic Association24 and the
Ninth Circuit’s decision in New Kids on
the Block v. News America Publishing.25
In WCVB-TV, the holder of the trademark
“Boston Marathon” tried to stop a television station from using the words “Boston
Marathon” during their broadcast of that
event. The First Circuit refused to enjoin
the defendant’s broadcast, reasoning that
the words were used for descriptive purposes and thus constituted a fair use that
was not subject to trademark protection.26
As the court explained:
[T]he words “Boston Marathon” . . .
do more than call attention to
Channel 5’s program; they also
describe the event that Channel 5 will
broadcast. Common sense suggests
. . . that a viewer who sees those
words flash upon the screen will
believe simply that Channel 5 will
show, or is showing, or has shown, the
marathon, not that Channel 5 has
some special approval from the [trademark holder] to do so. In technical
trademark jargon, the use of words for
descriptive purposes is called “fair
use,” and the law usually permits it
even if the words themselves also constitute a trademark.27

Similarly, the Ninth Circuit, in New
Kids on the Block, held that using another
person’s trademark to identify goods or
services was not actionable so long as
there was no likelihood of confusion.28 In
that case, the two newspaper defendants
conducted polls asking readers to call up a
900 number and vote on which member of
the New Kids on the Block band was their
favorite. After the results were published
in defendants’ newspapers, the band sued,
asserting various trademark-related claims,
for what they contended was the unapproved commercial use of their trademark.
The Ninth Circuit rejected their claims,
reasoning that the defendants’ use of the
New Kids mark qualified as a noninfringing nominative fair use. The Ninth Circuit
held the nominative fair use defense was
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available when the following requirements
are met:
First, the product or service in question
must be one not readily identifiable
without use of the trademark; second,
only so much of the mark or marks
may be used as is reasonably necessary
to identify the product or service; and
third, the user must do nothing that
would, in conjunction with the mark,
suggest sponsorship or endorsement by
the trademark holder.29

As the court recognized, it is almost
impossible to avoid referring to certain
things—like the Chicago Bulls, Volkswagens, or the Boston Marathon—by
their trademarked names.30 Finding that
the newspapers had satisfied all three requirements of the nominative fair use defense, the court granted them summary
judgment on all of the trademark and
related claims.31
Hormel Foods Corp. v. Jim Henson
Productions, Inc.
In the Second Circuit, the question of the
unauthorized use of a trademark in an
entertainment program next arose in
Hormel Foods Corp. v. Jim Henson Productions, Inc.32 The case involved the
film Muppet Treasure Island, which featured a puppet character named Spa’am
as “the high priest of a tribe of wild boars
that worships Miss Piggy as its Queen.”33
Although the character’s name is mentioned only once in the film, it was intended to “poke a little fun at Hormel’s
famous luncheon meat by associating
its processed, gelatinous block with a
humorously wild beast.”34 Not amused
by the character’s name and concerned
that sales of its product would drop if it
was linked with “evil in porcine form,”
Hormel sued for trademark infringement
and dilution. Among other things, Hormel
claimed that “even comic association
with an unclean ‘grotesque’ boar
w[ould] call into question the purity and
high quality of its meat product.”35 The
Second Circuit rejected both claims,
finding no likelihood of confusion given
the obvious parodic intent and no evidence that the Spa’am character, which
the court said was neither evil nor unhygienic, would cause negative associations with the SPAM mark.36

Films of Distinction
In Films of Distinction, Inc. v. Allegro Film
Productions, Inc., a California district court
considered comparable claims of trademark
infringement and dilution arising out of the
unauthorized use of a network’s “Crime
Channel” mark in a movie.37 The plaintiff,
owner of a television network entitled
“The Crime Channel,” claimed its service
mark was used in the film Relative Fear.
The film concerns a young boy who, after
obsessively watching a television channel
called the “Crime Channel,” is led to commit a series of criminal acts including murder.38 Plaintiff’s main contention was that
“defendants’ use of the ‘Crime Channel’ in
the Film [wa]s confusingly similar to the
alleged Mark, and that [such] confusion
[would] create the erroneous impression
that the ‘Crime Channel’ in the Film ‘ha[d]
been created, approved, sponsored, endorsed, or [] in some way affiliated with,
Plaintiff.’”39 Among other things, the plaintiff alleged, that although the film portrayed the “Crime Channel” as a fictional
network, the film’s credits included a credit
for the Crime Channel and individual credits for the Crime Channel’s director, camera and editing, and coordinator.40
In contrast to the outcomes of other recent cases, the plaintiff’s claims in Films of
Distinction largely survived defendant’s
motion to dismiss. The court rejected defendant’s nominative fair use defense,
finding, at least for purposes of a motion
to dismiss, that defendants “did not use
the Mark ‘otherwise than as a mark.’”41
Rather, the court found that “defendants
used the Mark to identify plaintiff as the
source or create confusion as to the source
of the fictional channel in the Film.”42
As for dilution, plaintiff argued that the
“defendant’s use of the term ‘Crime Channel’ dilute[d] the value of plaintiff’s mark
by suggesting that plaintiff’s product causes violent behavior in children.”43 The defendants moved to dismiss the dilution
claim on the grounds that the mark was not
famous, an issue the court held could not
be resolved on a motion to dismiss provided it was adequately pled.44
Comedy III Productions
Not long after the Films of Distinction
case, the Ninth Circuit considered a law-

suit also arising out of a character in a
movie watching television. Comedy III
Productions, Inc. v. New Line Cinema45
concerned the movie The Long Kiss
Goodnight, in which a clip from the
Three Stooges movie Disorder in the
Court is playing on a television set in
the background of a scene.46 Comedy III
Productions sued New Line, alleging
that the unauthorized use of the film clip
constituted unfair competition under federal and state law.47 The plaintiff failed to
persuade either the district court or the
Ninth Circuit that the short clip from the
film could be a trademark, leading to the
dismissal of all of its claims.48
Wham-O, Caterpillar, and Mattel
Building on Rogers v. Grimaldi’s recognition that expressive works are a fundamentally distinct category, in 2003, three
key cases were decided that signaled an
increasing judicial tolerance for the
unauthorized use of branded products in
creative works. In both Wham-O, Inc. v.
Paramount Pictures Corporation49and
Caterpillar Inc. v. Walt Disney
Company,50 the plaintiffs sought to enjoin the release of films that featured unflattering uses of their products, while in
Mattel Inc. v. Walking Mountain Productions,51 the product at issue was featured in artistic photographs.
Wham-O concerned the unauthorized
use of a children’s toy known as the
“Slip ‘N Slide” in the movie Dickie
Roberts: Former Child Star. In the film,
a former child star, played by David
Spade, hires a family to adopt him in an
effort to reclaim his childhood. In the
scene featuring the “Slip ‘N Slide,”
which lasts only seventy seconds, Spade
unsuccessfully attempts to slide on the
toy, misusing it each time (i.e., sliding
without lubricating the slide with water,
then overlubricating the slide with cooking oil, and slamming into a fence).52 The
slide scene played a prominent role in
the film’s advertisement and promotional campaigns and inspired an interactive
game on the film’s website.53
Wham-O sued for trademark infringement, dilution, and unfair competition.
The court denied Wham-O’s motion for
a temporary restraining order, finding it
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unlikely to prevail on any of its claims.54
As to Wham-O’s claims for trademark
infringement and unfair competition, the
court held it unlikely that the film’s use
of the Slip ‘N Slide toy would lead to
consumer confusion:
There is nothing in the record to suggest
that defendant’s use of plaintiff’s marks
“creates a likelihood that the consuming public will be confused as to who
makes what product.” . . . Consumers
and viewers will not mistake plaintiff
for a movie production house, and consumers and viewers will not mistake
defendants for a purveyor of toys.55

Wham-O’s dilution claim concerned
the misuse of the slide in the movie. Because the slide was not used correctly,
Wham-O argued that consumers would
perceive the company’s marks in a negative light.56 The court rejected this contention, reasoning that the misuse of the
slide in the film is “ham-fisted and exaggerated”—“an unmistakable misuse . . .
recognizable by even the youngest or
most credulous film viewer, and one expressly described as a misuse in the film
itself.”57 Accordingly, the court found it
unlikely that the “comedic” and “obvious” misuse of the Slip ‘N Slide would
lessen the distinctiveness of the mark.58
Further, the court found Paramount
absolved from trademark liability because the use of the Slip ‘N Side amounted to nominative fair use.59 Relying on
the Ninth Circuit’s three-part test for
nominative use, the court determined
that (1) Paramount used the plaintiff’s
mark to identify a product that was not
otherwise identifiable; (2) Paramount
used only so much of the mark as was
reasonably necessary to identify the
product or service; and (3) Paramount’s
use did nothing that would suggest sponsorship or endorsement by Wham-O.60
As the court explained:
Nothing in the record suggests defendants used plaintiff’s marks to imply
that plaintiff placed its imprimatur on
the film; nowhere in defendants’ publicity efforts is plaintiff’s mark unreasonably displayed or abused. . . Defendants, instead, use the marks and
product in a specific and unique descriptive sense: to evoke associations
with an iconic child’s toy.61

Having satisfied the three facets of
the nominative use test, the court refused

to enjoin the release of the movie on this
independent ground as well.62
Similarly, in Caterpillar, an Illinois
district court refused to enjoin the release
of the Disney film George of the Jungle 2,
which featured the villain’s henchmen
driving Caterpillar bulldozers for about
eight minutes in the film.63 The Caterpillar
bulldozers appear in several scenes and
Caterpillar’s marks are clearly visible in at
least one scene during which the narrator
describes them as “deleterious dozers” and
“maniacal machines.”64 Seeking to enjoin
release of the film, Caterpillar brought suit
for trademark infringement, unfair competition, trademark dilution, and deceptive
trade practices. The court rejected Caterpillar’s motion for a TRO, ruling that
Caterpillar had only a negligible chance of
prevailing on the infringement and unfair
competition claims and was unlikely to
prevail on the dilution claim.65
Given the early stage of the proceedings, the court was reluctant to rule on
the trademark infringement and unfair
competition claims. The court did say,
however, that it did not appear that “the
Defendants somehow took advantage of
the fame of Caterpillar’s trademark to
drive awareness or sales of George 2.”66
Accordingly, it found Caterpillar’s likelihood of success on those claims to be
“slightly more than negligible.”67
As for its dilution claim, Caterpillar
alleged that the use of its products and
trademarks in George 2 would tarnish
the reputation of its business and products. Specifically, Caterpillar argued that
the portrayal of their products in the film
cast them in “an unwholesome and unsavory light,” an argument the court ultimately found unpersuasive.68 The movie,
the court pointed out, was a children’s
comedy, a live action cartoon, and full
of clichés “that clearly establish the fantastic nature of the movie.”69 As with
Wham-O, the court credited the discerning intelligence of the movie viewer,
finding it “clear to even the most credulous viewer or child that the bulldozers
in the movie are operated by humans and
are merely inanimate implements of [the
villain’s] unfriendly schemes.”70 Caterpillar’s dilution claim was, the court
held, unlikely to succeed.
In Mattel Inc. v. Walking Mountain

Productions, the Ninth Circuit addressed
a satiric commentary on a mark and likewise showed tolerance for a defendant’s
unauthorized and unflattering use of the
plaintiff’s branded product.71 In that case,
Mattel sued Thomas Forsythe over a
series of photographs that portrayed
Mattel’s iconic “Barbie” doll in various
absurd and sexualized positions. Forsy
the also used the word Barbie in some
of the titles of his works.72 Mattel argued
that Forsythe’s photographs, among
other things, infringed Mattel’s trademarks
and trade dress and diluted its marks.73 The
district court granted summary judgment
to the photographer as to all of the claims
and the Ninth Circuit affirmed.
Applying the Rogers balancing test, the
court held that Forsythe’s use of the word
Barbie in the titles of some of his photographs did not amount to trademark infringement. “Forsythe’s use of the Barbie
mark,” the court explained, “is clearly relevant to his work. . . . The Barbie mark in
the titles of Forsythe’s works . . . accurately describe the subject of the photographs,
which in turn, depict Barbie and target the
doll with Forsythe’s parodic message.”74
Given this relevance and the fact that it
could not reasonably be understood that
Mattel sponsored the work, the court held
that the public interest in free and artistic
expression greatly outweighed its interest
in any potential confusion and therefore
affirmed dismissal of the trademark infringement claim.
On the dilution claim, the district
court found that “Forsythe was entitled
to summary judgment because his use of
the Barbie mark and trade dress was parody and thus his expression [wa]s a noncommercial use.”75 The Ninth Circuit
agreed, recognizing that “[t]arnishment
caused merely by an editorial or artistic
parody which satirizes plaintiff’s product
or its image is not actionable under an
anti-dilution statute because of the free
speech protections of the First Amendment. . . .”76 Forsythe’s artistic and parodic work, the court ruled, was noncommercial speech and therefore not subject
to a trademark dilution claim.77
E.S.S. Entertainment
Most recently, in E.S.S. Entertainment v.
Rock Star Videos, the owner of a Los
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Angeles strip club called the “Play Pen”
brought suit against a video game creator
that featured a club called the “Pig Pen”
in the background of one of its video
games.78 The plaintiff alleged that the defendants used the Play Pen’s distinctive
logo and trade dress in its video game
without its authorization and created a
likelihood of confusion among consumers
as to whether the plaintiff endorsed or was
associated with the video game.79
The video game, called “Grand Theft
Auto: San Andreas,” features three virtual cities. One of those cities, Los Santos,
is intended to mimic the look and feel of
actual Los Angeles locations.80 Among
the businesses located in the virtual city
of Los Santos is a cartoon-style strip club
known as the “Pig Pen.” The artists who
drew the Pig Pen said they used photographs of the Play Pen and various other
locations to design aspects of the Pig Pen
but changed the overall look and feel to
make it fit the virtual, cartoon-style
world of San Andreas and the video
game’s irreverent tone. the plaintiff conceded that the Play Pen and Pig Pen
buildings differed in certain respects but
claimed that they both had similar
awnings and logos.
The defendants argued that to the extent they used the plaintiff’s trade dress
or trademark, it was a nominative fair
use. But as the court explained, the nominative fair use analysis only applies
where a defendant’s work clearly identifies and intentionally refers to the plaintiff’s product or service. The evidence in
E.S.S., the court held, established that the
artists who created the Pig Pen did not
design the virtual strip club to identify or
refer specifically to the Play Pen.81 Although they drew inspiration from the
real photographs of the Play Pen, they
“purposely twisted, altered, and distorted
the look of the Play Pen logo” to fit with
the game’s cartoon-style world.82 Because defendants’ intention in creating
the Pig Pen was not to identify plaintiff’s
strip club but only to describe their own
product, the court rejected their nominative fair use defense.
The court next considered the defendants’ argument that the First Amendment
protected their use of the plaintiff’s trade
dress and trademark. Although not involv-

ing the title of their work, the defendants
nevertheless argued that the Rogers balancing test applied, noting that other
courts had expanded that test to all expressive uses of a trademark or trade dress in
artistic works, whether titular or not.83 Persuaded by this argument, the court held
that “the Rogers balancing approach is
generally applicable to Lanham Act
claims against all works of artistic expression.”84 The court then determined that the
video game qualified as an artistic work
and that the Pig Pen had artistic relevance
to defendants’ “twisted, irreverent image
of urban Los Angeles.”85
It also found that the defendants’ use
of plaintiff’s trade dress did not explicitly mislead consumers as to the content of
the game or the source of the defendants’
work. Neither the game nor any promotional materials contained any explicit
indication that the Play Pen’s owners endorsed the game or had a role in producing it. The defendants’ expert commissioned a survey of video game players
that determined that only four percent of
those surveyed believed the Pig Pen was
endorsed or sponsored by the Play Pen.86
The survey, the court found, supported
the defendants’ contention that the Pig
Pen did not explicitly mislead consumers
into believing that the plaintiff approved
or participated in the making of the video
game. Having therefore satisfied both
elements of the Rogers test, the court
granted defendants motion for summary
judgment on the trademark and trade
dress infringement claims.87
To Obtain Permission or Not?
In the face of what appears to be increasing tolerance among judges to the unauthorized use of branded products in entertainment programming, should
producers nevertheless seek to obtain
such permission? The answer, as expected, depends upon the use. There is increasing support for the conclusion that
where the product is shown in a flattering or even neutral manner, the use is not
likely to precipitate any objection. Further, incidental uses or mere references
to products, such as a teenager listening
to an iPod or a reference to someone
watching a particular television program,
are likely to be viewed as nominative

uses that should not give rise to a viable
claim.
As to false implied endorsement, courts
are unlikely to be receptive to such
claims absent some explicit indication
that the product manufacturer is affiliated with or endorsed the program in
which the product is featured. A mere
display of the product or reference to the
product (particularly if not unduly featured) is unlikely to be sufficient. Given
the increasingly common use of product
placement in programming on shows
like The Apprentice and Extreme Home
Makeover, one might expect more frequent claims of false implied endorsement to be made by manufacturers
whose products are featured without permission on such shows. The argument
would be that audiences expect the use to
be with the owner’s permission so endorsement is necessarily implied. Yet,
we have not seen any rise in false implied endorsement claims, most likely
because product owners are unlikely to
complain unless their product is portrayed in a negative manner or featured
on a show with which they do not want
to be associated. In negative contexts,
however, courts have recognized that
any consumer expectations regarding
endorsement or association are significantly diminished.88
Risky Uses
Despite the evolution of the law toward
permitting unauthorized uses of trademarks in films and television, situations
remain where the risk of suit is more likely and the result more unpredictable.
Where products are portrayed as shoddy
or low quality, producers may face not
only trademark claims but also claims of
false advertising and product disparagement. As the Wham-O case demonstrates,
if a product is misused, the misuse should
be readily apparent and not entirely credible. Wham-O and Caterpillar both involved light-hearted films directed at
families. The result might have been
more unpredictable if the uses occurred
in arguably offensive, violent, or sexually explicit films or shows. Even when a
product is displayed in an unflattering
manner, as with the Barbie dolls in Mattel
v. Walking Mountain, liability is reduced
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where the plain intent is to parody the
product or to use it for social commentary. Absent commentary on the product
itself to preserve the nominative fair use
defense, any use should be for no more
time than necessary and it should not feel
like gratuitous exploitation.89
Altering Trademarks
The nominative uses, to some degree,
have been bolstered by the recognition
that actual products, versus blurred or
anonymous products, add to the verisimilitude of a creative work. E.S.S. highlighted a common question raised in the
creative process: do you use a product or
service’s exact trademark or do you alter
it slightly? One lesson from E.S.S. is that
by altering a trademark, you may be precluded from arguing nominative fair use.
As the court there explained, the nominative fair use defense only applies
where a defendant’s work clearly identifies and intentionally refers to the plaintiff’s product. Thus, if the mark is to be
altered, but still be identifiable, to buttress a First Amendment defense, the revisions to the mark or trade dress should
constitute a form of commentary on the
product.90
Potential Consequences
Producers faced with the choice of seeking or not seeking permission to use a
branded product in a program should
consider not only the potential liability
but the real-life implications of a resulting lawsuit.
Injunction
Critical to any risk analysis is the reality
that trademark and related claims carry
the possibility of an injunction. Although
trademark owners have not had much recent success with temporary orders, as
seen with Wham-O and Caterpillar, their
arsenal has recently been enhanced. This
year, obtaining injunction relief on dilution claims became easier upon enactment of the Trademark Dilution Revision Act of 2006. The revision was in
response to the Supreme Court’s decision in Moseley v. Victoria Secret Catalogue, Inc., in which the Court held that
actual dilution, and not mere likelihood

of dilution, had to be proved to obtain an
injunction against dilution of a mark.91
Reacting to the Moseley decision, Congress enacted the Act to explicitly allow
an injunction when a likelihood of dilution is demonstrated. Accordingly, the
standard for obtaining such relief has
been lessened, an issue that producers
and their advisors would be wise to keep
in mind.
Expense
In addition to injunctions, litigation of
disputes of this type can be particularly
fact intensive and very expensive. It is
not uncommon for defendants to retain
experts to conduct costly consumer surveys on issues such as whether the unauthorized use of a product caused confusion as to sponsorship or endorsement.92
Where products are used as a means of
parody or social commentary, experts
also have been retained in support of
defendants’ First Amendment-based defense.93 Such questions of fact often preclude early resolution of claims by motions to dismiss, requiring defendants to
complete the discovery process and incur
the high cost of consumer surveys before
pursuing dispositive motions.94
All of this should caution producers
to think seriously before using branded
products in entertainment programming
without permission. Although the courts
have shown increasing tolerance to such
uses in recent years, defending such suits
may be disruptive and an expensive
proposition. As product placements become more and more common, disputes
as to the portrayal of products, both authorized and unauthorized, are likely to
become more frequent. The impact of the
latest explosion of product placements
and sponsored programming on the current judicial trend remains to be seen.
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