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Using Trademarked Products in
Entertainment Programming
BY KAI FALKENBERG AND ELIZABETH MCNAMARA

In the first episode of NBC’s new hit series, Heroes, one of the show’s characters,
a cheerleader with powers of indestructibility, has her hand mangled in a garbage
disposal. The disposal’s brand name, the
InSinkErator, is clearly visible in the shot.
Seconds later, her hand is miraculously
healed. Displeased with the unauthorized
depiction of its product pulverizing the
hand of a young cheerleader, Emerson,
maker of the InSinkErator, sued NBC for
using Emerson’s trademark without the
company’s consent and for implying that
its product was “an incorrect and dangerous design for a food waste disposer.” Following the suit’s filing, NBC agreed to edit
out the InSinkErator brand name in future
airings of the episode. But Emerson is still
not satisfied and the suit remains pending.1
In past decades, NBC might have removed the brand name of the InSinkErator
or used a fictitious name. But in recent
years, the use of real products in entertainment programming, with and without the
consent of the product owner, has increased exponentially. Industry experts
predict the market for product placements
will grow at a compound rate of 27.9 percent from 2005 to 2010, reaching a projected $7.55 billion.2
More than Commercials
The primary reason for the explosion in
product placements is that marketers, facing increasing competition from new
media formats such as DVRs and the Internet, are looking for inventive ways to
engage with consumers. In addition, product placements typically cost less than traditional advertising but can have tremendous impact. Sales of Reese’s Pieces, for

example, reportedly increased by over 65
percent after E.T. was shown eating them
in E.T., The Extra-Terrestrial.3 More recently, sales of Pinot Noir increased over
22 percent after a character in last year’s
movie Sideways declared it his favorite
type of wine.4 Content producers, meanwhile, are in search of novel means of financing their ever-increasing production
costs. Using real products also lends
authenticity, an increasingly essential element in this age of demanding consumers
and competition from new media.
It is not uncommon for the product
to be used with the consent of the owner,
and, often, the owner not only consents
but pays for the use whether in cash or
free products. Other times, as with the
InSinkErator, the product is used without
any authorization. A product also may be
intentionally mocked. The legal implications of such uses, both with and without
consent, have become a recent matter of
interest to media lawyers. When should
such consent be obtained? What are the
risks of proceeding without consent?
This article examines these and other
related questions.
Authorized Use
After the E.T. incident, product marketing managers sought out other opportunities to place products in entertainment
programming, hoping to generate similar
(Continued on page 14)
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FROM THE CHAIR
RICHARD M. GOEHLER

Life is good—especially
program moderated by Comwhen you are spending a
mittee Co-Chair Stephanie
few days of it in Key Largo
Abrutyn. The WIC business
in February.
meeting consisted of a panel
By all accounts, our 12th
discussion on building successAnnual Conference in Key
ful professional relationships.
Largo, and the 10th Annual
The panelists included Barbara
Media Advocacy Workshop
Wall, Sherrese Smith, Katherthat preceded it, turned out
ine Bolger, Carol LoCicero,
to be a big success.
and Laura Prather. Thanks to
The program began on
Stephanie and her panel for an
Richard M. Goehler
Thursday, February 10,
outstanding program.
with the Media Advocacy Workshop.
Keeping with the theme that our
Kudos to Laurie Michelson and her
members should “work hard and play
Training & Development Committee for
hard” at these annual conferences, Jerry
another outstanding workshop. I would
Birenz was able to pull off a big hit in
strongly urge all of you to think about rec- Key Largo with the first-ever Forum
ommending next year’s workshop to all
snorkeling and diving trip. The Saturday
of our junior colleagues and associates.
afternoon outing turned out to be so popThis one-day workshop continues to be
ular that we ended up chartering a seca great opportunity for our junior colond boat to accommodate the seventyleagues to get “on your feet” training and
nine members and their guests who were
feedback from our faculty—the deans of
interested in snorkeling and diving.
our media and communications bar.
The Forum’s annual business meeting
Consistent with our prior years’ annual
for the membership resulted in overconferences, this year’s plenary sessions
whelming support for the report of the
and “hot topics” workshops in Key Largo
Nominating Committee and the election
were simply outstanding. All three of our
of Guylyn Cummins, a partner at Shepplenary sessions were packed to capacity,
pard Mullin in San Diego, to the position
and the feedback from the facilitators for
of Chair-Elect. Guylyn will take over as
the hot topics workshops reflected strong
Chair of the Forum in August of 2008.
and interested participation by the attenElected to three-year terms on our Govdees. Our annual conference planning
erning Committee were Kurt Wimmer,
committee of Jerry Birenz, Barbara Wall,
general counsel at Gannett; Pilar Johnson,
Kelli Sager, George Freeman, and Teresa
in-house counsel for Turner’s Cartoon
Ucok clearly did an outstanding job again
Network; and Maya Windholz, in-house
this year. Those attending the conference
counsel at NBC Universal–West Coast.
also commented very favorably on the acWe are looking forward to Guylyn’s concommodations, facilities, food, and servtinued good works on behalf of the Forum
ice—and the February Florida weather—
and to welcoming Kurt, Pilar, and Maya to
provided by the management and staff of
the Forum Governing Board.
the Ocean Reef Club.
On Friday evening, our Women in
Coming Events
Communications Law Committee hosted Personally, I was very pleased with the
another excellent reception and meeting
Governing Committee and Division
Chairs’ meeting which we conducted at
Richard M. Goehler (rgoehler@fbtlaw.
com) is a partner in the Cincinnati office the Ocean Reef Club on February 8. As I
reported in my last Chair’s Column, our
of Frost Brown Todd LLC representing
Forum programs and publications conclients in all aspects of media law,
advertising, promotions and sweepstakes tinue to provide excellent member value.
law, and litigation of trademark and
Our upcoming programs should prove to
copyright matters.
be no exception.
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On March 22, we presented our 2nd
Annual Data Privacy Conference in
Washington, D.C. Jenell Trigg and Jon
Avilla planned another very informative
program again this year. See page 12 for
details on how to order DVDs.
Our 26th Annual “Representing Your
Local Broadcaster” program, which the
Forum jointly presents with the National
Association of Broadcasters and the Federal Communications Bar Association,
will be held in Las Vegas at The Bellagio
on April 15, 2007. This year’s program
theme is “Journey to the Legal Center of
the New Media World.” Our planning
committee, led by Guylyn Cummins, has
worked hard to put together a practical
seminar of daily issues facing broadcast
lawyers. This year we will look at the
major issues facing our communications
industry from a unique perspective. We
have staffed panels on regulatory compliance, advertising, privacy, newsgathering,
and intellectual property. The luncheon
program features timely discussion of the
ongoing battle over indecency, the FCC,
and the courts. See page 23 for details.
Please make your plans now to join us.
Cori Ulrich and Chuck Tobin gave an
excellent presentation to the Board on
the status and development of our new
teleseminar initiative. We anticipate that
we will launch this new initiative with
two to three “hot topic” teleseminars in
(Continued on page 22)
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The Bare Corporate Receipt Doctrine
LEE S. BRENNER AND ALLISON S. ROHRER

Is it ever legitimate for a company that
has received a plaintiff’s work (and even
still possesses it) to claim that it never
had access to the plaintiff’s work and
avoid liability for copyright infringement
on that basis? In a word—yes.
Take, for instance, Jones v. Blige, a
2006 case of the U.S. District Court for
the Eastern District of Michigan involving the hit song “Family Affair,” which
was performed by Grammy Award-winning singer, songwriter, producer, and
actress Mary J. Blige.1 In that case, the
plaintiffs claimed Ms. Blige, UMG
Records, Inc., and others copied the
music and lyrics from the plaintiffs’
song “Party Ain’t Crunk.” Performing
a traditional copyright infringement
analysis, the court considered whether
there was substantial similarity between
the songs and whether the defendants
had access to the plaintiffs’ song.
Turning to the issue of access, the
court employed a principle of law
known as the bare corporate receipt
doctrine.2 Specifically, the court considered the undisputed facts that (1) one of
the plaintiffs, at the request of one of
the defendants and before the release of
“Family Affair,” had delivered a CD of
“Party Ain’t Crunk” to UMG’s corporate offices; and (2) the plaintiff later
confirmed with an assistant of a UMG
executive that the executive would listen to the CD, which was then sitting on
the executive’s desk.3 The court explained that, under such circumstances,
access could not be established merely
because the plaintiffs’ work had been
left with the company that released the
allegedly infringing song.4 Rather, such
“bare corporate receipt” of the plaintiffs’ work is insufficient where there is
no evidence of a nexus between the reLee S. Brenner is a partner and Allison S.
Rohrer is an associate at White O’Connor
Curry LLP in Los Angeles. Any opinions
expressed in this article are those of the
authors and are not intended to reflect
the views of the firm or its clients.

cipients at the company and the alleged
infringers.5 There must be some evidence that the plaintiffs’ work was conveyed to someone with creative input
into the allegedly infringing work.6
The court found no such nexus.
There was no link between the executive/his assistant and the team that created the allegedly infringing song.7 Both
the executive and his assistant worked
in UMG’s catalog division and thus
were not “in a position to provide suggestions or comments with respect to
Defendants’ work.”8 Moreover, no supervisory employee or any employee
within the unit from which the defendants’ work was developed had the opportunity to hear the plaintiffs’work.9
Accordingly, the court determined that
access was not even “reasonably possible” under the circumstances.10
The bare corporate receipt doctrine
holds that a company’s mere receipt of
a plaintiff’s work fails as a matter of
law to establish access. Instead, the
plaintiff must prove something more
than that someone at the company received his or her work. Courts use different terms to characterize that “something more.” For instance, courts have
required the plaintiff to show a “nexus,”
a “connection,” a “relationship,” or
“crossed paths” between the recipient of
the plaintiff’s work and the creators of
the allegedly offending work. Other
courts have required the plaintiff to
show that the recipient had “creative
control” or “oversight” over the offending work.
These standards are not as pliant as
the words themselves otherwise suggest.
As explained below, under the bare corporate receipt doctrine, to establish access, a plaintiff must come forward with
evidence of some meaningful link between a corporate employee who received the plaintiff’s work and the persons who actually created an allegedly
infringing work. Thus, the fact that the
person who received the plaintiff’s work
and the person who created the allegedly

infringing work share the same employer
falls short of overcoming summary judgment on the issue of access.
The survey of cases set forth below
confirms that the bare corporate receipt
doctrine has become a powerful tool for
corporate defendants. Courts are quite
willing to grant summary judgment to
defendants on the issue of access where
the plaintiff proves nothing more than
bare corporate receipt of his or her
work. Indeed, because the burden of
proving access lies squarely on the
plaintiff’s shoulders,11 it can be a significant obstacle for a plaintiff seeking to
establish a case of copyright infringement against a corporation.
Copyright Infringement Claims
To establish copyright infringement,
a plaintiff must plead and prove that
(1) he or she is the owner of a valid
copyright and (2) the defendant copied
elements of his or her copyrighted work
that are both original and subject to
copyright protection.12 Under normal
circumstances, it is not possible to
present direct evidence of copying to
satisfy the second element of the test;
as a result, the plaintiff generally establishes copying “circumstantially, by
demonstrating that the person who composed the defendant’s work had access
to the copyrighted material and that
there is substantial similarity between
the two works.”13
A copyright infringement plaintiff is
not required to prove that anyone actually saw his or her work.14 Rather, to
prove access, the plaintiff is required to
show only that the alleged infringer had
an opportunity to view the plaintiff’s
work.15 In order to make such a showing,
a plaintiff must establish that the defendant had a “reasonable possibility” to observe the plaintiff’s work—a “bare possibility” of access will not suffice.16 Put
differently, to show access, it must be
reasonably possible that the paths of the
creator of the allegedly infringing work
and the infringed work itself intersected.17
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Identifying this intersection poses unique
issues in the context of establishing corporate receipt of, or arguably access to,
a plaintiff’s work.
Emergence of the Doctrine
In 1945, a lawsuit against Universal
Pictures showed that courts will not necessarily find that a corporate defendant
had access to a plaintiff’s work even
where the company expressly admits that
it received the work. In that case, Schwarz
v. Universal Pictures Co.,18 plaintiff Jack
Schwarz sued Universal Pictures Co. and
others for allegedly plagiarizing his manuscript in the process of creating a movie.19
In its answer to the complaint, Universal
admitted that it had received the plaintiff’s
work but the court noted that only “one
writer connected with the company had
read” the plaintiff’s work.20

The plaintiff is required to
show only that the alleged
infringer had an opportunity
to view the plaintiff’s work.
In granting judgment to the defendants, the U.S. District Court for the
Central District of California held that it
was “quite evident . . . that there is no
access here.”21 The court found that the
person associated with Universal who
actually read the plaintiff’s work had
no part in developing the allegedly infringing motion picture.22 The court reasoned that an admission of access, like
Universal’s, “in itself, does not mean
anything if the access was that of a person who had nothing to do with the creation of the ‘accused’ story.”23
Approximately twenty years later, the
notion of bare corporate receipt took a
turn in favor of plaintiffs in courts within
the First and Second Circuits and appeared to require a much lesser showing
of access than that enunciated in Schwarz.
First, in Morrissey v. Procter & Gamble
Co.,24 the plaintiff, the copyright owner of
a set of rules for a sales promotion contest, alleged that defendant Procter &
Gamble copied his rules in creating its

own contest. In the face of a motion for
summary judgment, the plaintiff offered
evidence that he had mailed his rules to
the defendant company at its principal office.25 Reasoning that “[t]here is at least an
inference that the letter reached its proper
destination,” the First Circuit held in
Morrissey that the plaintiff had offered
sufficient evidence on the access issue to
survive summary judgment.26 The court
further explained that it would have been
error to require the plaintiff, on summary
judgment, to show that “the particular responsible employees of the defendant had
received his communication.”27 The
Morrissey court also stated that it would
be error to grant summary judgment to the
defendant even where all of the pertinent
employees (i.e., those who were responsible for creating the allegedly infringing
work) denied seeing plaintiff’s work.28
Similarly, the U.S. District Court for
the Southern District of New York in
1971 indicated that access could be implied based upon the bare corporate receipt of the plaintiff’s work. In Bevan v.
Columbia Broadcasting System, Inc., the
plaintiffs claimed that the CBS television
series Hogan’s Heroes infringed their
works, including an “unpublished presentation” they had mailed to CBS.29 The
Bevan court stated that it expected the
Second Circuit to follow the view of
“bare corporate receipt” enunciated in
Morrissey, which the Bevan court interpreted as meaning that the receipt of the
plaintiff’s work at the defendant’s principal corporate office was sufficient to
raise a triable issue of access.30 The court
reasoned that it was unfair to “saddle a
plaintiff with disproving non-access
within a corporate structure foreign to
him and by witnesses not his own.”31
The Bevan court’s prediction turned
out to be wrong. Not only did the Second
Circuit not follow the Morrissey view (or
the Bevan view, for that matter), but it and
other federal courts later followed an opposite rule of corporate access, not unlike
that enunciated decades earlier in Schwarz.
“Something More” Necessary
In 1984, the Central District of California
marked the boundaries of the bare corporate receipt doctrine in Meta-Film
Associates, Inc. v. MCA, Inc.32 The
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plaintiff in Meta-Film claimed that the
defendants’ motion picture, Animal
House, and their television series, Delta
House, which was based on the film, infringed his unpublished screenplay,
Frat Rats.33 The author of Frat Rats had
submitted a copy of his work directly to
director John Badham, who was under
contract with the defendant Universal
and had an office on the Universal lot.34
Badham also met with an executive of
Universal who was responsible for
Animal House.35
Attempting to mark the line between
access and absence of access in the context of a substantial entertainment company,36 the court in Meta-Film explained
that there might be access where the
person who had viewed the plaintiff’s
work was either “a supervisor with responsibility for the defendant’s project,”
“part of the same work unit as the
copier,” or “contributed creative ideas
or materials to the defendant’s work.”37
There also could be access where “[a]n
individual in a position to provide suggestions or comments with respect to
defendant’s work—a supervisory employee or an employee within the unit
from which the defendant’s work was
developed—had an opportunity to view
the plaintiff’s work.”38
By contrast, the Meta-Film court
explained that “where . . . there is little,
if any, nexus between the individual who
possesses knowledge of a plaintiff’s
work and the creator of the allegedly infringing work, and where the defendant
presents uncontroverted evidence negating transmission of the plaintiff’s work,”
the plaintiff will have to show “something more” to survive summary judgment on the issue of access.39 The plaintiff in Meta-Film failed to make such a
showing. Applying the bare corporate
receipt doctrine, the court concluded
that there was no “nexus between the defendant and the individual possessing
knowledge of the plaintiff’s work” that
was “sufficiently strong to raise a reasonable possibility of access by the defendant to the plaintiff’s work.”40
Underlying this holding was testimony establishing that the director who
actually received the plaintiff’s work
had no recollection of speaking with

any executive at Universal about plaintiff’s screenplay or of giving it to anyone.41 He did not oversee the development of the company’s films, he did not
work in a unit with Universal employees who were working on Animal
House, and he had no involvement with
the film. According to the court, his sole
connection with Universal was that he
was under contract to the studio with respect to other projects and that he had
an office on the Universal lot.42 Moreover, the Animal House executive with
whom the director had met similarly had
made no creative contribution to Animal
House.43 On these facts, the court determined that the “[b]are corporate receipt” of the plaintiff’s work was insufficient as a matter of law to preclude a
finding of nonaccess.44
The following year, in Kornfeld v.
CBS, Inc., the Central District of
California again followed this same
view of the bare corporate receipt doctrine.45 The court explained that the
question of access is not whether someone at the defendant company had been
exposed to the plaintiff’s work, but
rather whether “the person who put the
[allegedly infringing work] together . . .
had a reasonable opportunity to view or
copy plaintiff’s work.”46
The plaintiff in Kornfeld claimed two
modes of access. First, the plaintiff’s
work had been described (albeit in a cursory fashion) to a CBS employee who
was involved in the development of a
miniseries for CBS. This was insufficient
to show access. The court emphasized
that this CBS employee worked in a different department from the one that developed dramatic series such as the infringing work at issue in the case,47 and
that the employee was not involved in
the development of the allegedly infringing work in any way.48 Second, even
though an employee of a co-defendant,
Lorimar, actually had a copy of plaintiff’s work (and even though Lorimar
was involved in the creation of the allegedly infringing series), the court still
found no access.49 The court reasoned
that the Lorimar employee was not involved in any way with the development
of the alleging infringing series.50 The
court concluded that there was “no evi-

dence . . . that anyone connected with the
creation and filming of the [allegedly infringing series] had ever heard of the”
plaintiff’s work.51
OTHER CIRCUITS
Plaintiffs Must Show a Relationship
Between the Recipient and the
Creator of the Offending Work
In 1998, the U.S. District Court for the
Eastern District of Michigan applied
the bare corporate receipt doctrine in
Glanzmann v. King.52 Plaintiff Edward
Glanzmann sued author Stephen King
and Columbia Pictures, Inc., among
others, alleging that the book and motion picture Christine infringed his tenpage story.53 The plaintiff had sent his
story to Columbia, and it was undisputed that a secretary at Columbia received his work.54 There was no relationship between Columbia and King,
however, until the making of the motion
picture, long after King had written the
book.55 The court further explained that
“with the multitude of unsolicited
scripts Columbia receives it would be
unreasonable to presume Columbia
was aware of plaintiff’s work.”56 Calling
the reasoning of the Meta-Film case a
“realistic view,” the court in Glanzmann
concluded that the bare corporate receipt of a plaintiff’s submission is not
sufficient to establish access and
granted summary judgment for the
defendants.57
Plaintiffs Must Prove Access by the
Actual Creators of an Offending Work
One year following Glanzmann, the U.S.
District Court for the Eastern District
of Virginia applied the bare corporate
receipt doctrine in Eaton v. National
Broadcasting Co. Plaintiff Wendy Eaton,
author of a pilot script and treatment
package for a weekly television series,
claimed that NBC’s Brotherly Love series was an infringement of her work.58
She submitted her work to an executive
at NBC, and the executive’s assistant received and reviewed plaintiff’s work.59
The assistant put the plaintiff’s work in a
cabinet behind his own desk, neither discussed it nor showed it to anyone else,
and ultimately threw it away.60 However,

the plaintiff offered evidence that the assistant told her that he had transmitted
plaintiff’s submission to more senior
executives at NBC.61
Less than a year after NBC actually
received the plaintiff’s submission, the
creators of Brotherly Love pitched their
idea to “NBC personnel.”62 In turn, NBC
made suggestions to the series as part of
the development process.63 A few months
later, the same assistant who obtained the
plaintiff’s work also was given a copy
of the Brotherly Love pilot script and
viewed the pilot.64 However, even though
he was asked his opinion, the assistant
never offered any suggestions and
“played no role whatever” in the development of Brotherly Love.65
The court granted summary judgment for the defendants, finding insufficient evidence of access to create a material question of fact. First, the court
stressed that it is “access by the creators
of the allegedly infringing work that
must be shown,” not just that the net-

The bare corporate receipt of
a plaintiff’s submission is not
sufficient to establish access.

works that aired the show had access.66
While acknowledging that “NBC personnel” met with the creators of
Brotherly Love and helped them develop the series, the court nevertheless
stated that the record “unequivocally
reflect[ed]” that NBC did not create
Brotherly Love.67
In addition, the court rejected the
plaintiff’s argument that the assistant
was lying when he now testified that he
did not forward the plaintiff’s work to
the creators. Rather, the court held that a
plaintiff cannot base his or her opposition to a motion for summary judgment
entirely on the hope that a fact finder will
disbelieve the person who submitted an
affidavit on the issue of access.68 The
court also rejected the plaintiff’s claim
that the assistant told her that he had
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transmitted plaintiff’s submission to
more senior executives at NBC.69 Such
evidence, the court explained, fails to
establish that the creators of Brotherly
Love ever saw it and, indeed, there was
“no evidence” that the assistant “actually forwarded” the plaintiff’s work to
the NBC executives.70 Finally, focusing
on the language of Meta-Film, the court
noted that the assistant did not supervise
the alleged copier, work in the same
unit or department as the alleged copier,
or contribute creative ideas to the
alleged copier.71
Plaintiffs Must Show a Connection
Between the Recipient and the
Creator of an Offending Work
In 1999, the U.S. District Court for the
District of Maryland followed the bare
corporate receipt doctrine and granted
summary judgment to the defendants in
Robinson v. New Line Cinema Corp.72
Writer Christopher Robinson claimed
that New Line and others involved in
the production of the film Set it Off
infringed his screenplay about women
who commit various robberies.73 There
was no dispute that New Line obtained
and even assessed the plaintiff’s screenplay. The plaintiff submitted his screenplay to the manager of the Acquisitions
Department at New Line, who admittedly looked for scripts for New Line.74
New Line rejected the plaintiff’s screenplay and, several years later, released the
allegedly infringing film.75
The court in Robinson flatly rejected
the notion that the undisputed submission to New Line established access; to
the contrary, the court underscored that
“[t]he mere fact that a work is mailed
to a corporation which happens to be a
defendant is not sufficient by itself to
generate a dispute of fact” regarding
access.76 Rather, the plaintiff must establish “a reasonable possibility of access between the plaintiff’s work and
the defendant copier”—meaning the
person who actually created the infringing work (here, the writer of the initial
screenplay for Set it Off).77 The court
found that the New Line manager (who
had assessed plaintiff’s work) did not
work with the writers, did not work

in the production department, and did
not contribute any creative ideas to
the writers. In short, the New Line
manager “had no connection” to the
infringing work.78
The Recipient Must Have Had
“Creative Control” over the
Offending Work
In 2000, the Southern District of New
York granted summary judgment for
the defendants in Tisi v. Patrick on the
issue of access, even where several of
the corporate defendants had obtained
the plaintiff’s work.79 Plaintiff Michael
Tisi, a songwriter, alleged that the defendants (including EMI Records and
Warner Brothers Records) infringed his
unpublished song, “Sell Your Soul.”
There was no dispute that the senior
vice president of promotion at defendant EMI Records obtained, listened
to, and played the plaintiff’s song for
EMI’s Artists and Repertory Department.80 The plaintiff’s song also was
sent to defendant Warner Brothers
Records, with which the writer of the
allegedly infringing song had a recording contract.81 Nonetheless, the court
determined there was “no evidence”
that the plaintiff’s song was ever conveyed from the two corporate defendants (EMI Records and Warner
Brothers Records) to the writer of the
allegedly infringing song.82 While
paying lip service to the notion that
“[a]ccess means that the alleged infringer had an opportunity to view or
copy plaintiff’s work,” the court held
that the plaintiff failed to show that
someone involved with the creation of
the allegedly infringing work had access to plaintiff’s work.83
Plaintiffs Must Prove a Nexus
Between the Recipients and the
Alleged Infringers
In 2003, the Second Circuit in
Jorgensen v. Epic/Sony Records followed the bare corporate receipt doctrine and affirmed summary judgment
for the defendants.84 Plaintiff John
Jorgensen, a songwriter, claimed that
his song had been infringed by the
defendants’ song “Long Lost Lover,”
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among other things.85 The plaintiff
claimed that the defendants had access
to his song because two executives
of the defendant corporation actually
received the plaintiff’s unsolicited mass
mailing of his song.86 The court held
that the plaintiff failed “to show a
nexus” between the recipients of plaintiff’s work and the songwriters of the
allegedly infringing song.87 Consequently, the court ruled that a plaintiff
fails to raise a triable issue of access
absent evidence of a “connection
between the individual recipients of
the protected work and the alleged
infringers.”88
Showing a “Connection”—Scene II
One year later, the bare corporate receipt doctrine also played a role in
Silberstein v. Fox Entertainment Group,
Inc., where the plaintiff claimed that the
rodent-like creature of “Scrat” from the
defendants’ movie Ice Age was a rip-off
of her squirrel-rat hybrid character,
“Sqrat.”89 The Southern District of New
York accepted the plaintiff’s claim that
she gave her work to the director of
Field Publicity and Promotions for
Twentieth Century Fox (the film division of defendant).90 But her claim was
unavailing. The director’s job involved
publicizing a movie only after it has
been completed.91 The court held that
this amounted only to “bare corporate
receipt” of the plaintiff’s work by an individual with no alleged connection
with anyone involved with the creation
of Ice Age.92 Granting summary judgment for the defendants on the issue of
access, the court held that the plaintiff
failed to adduce evidence showing a
reasonable possibility that the creators
of Ice Age ever had access to plaintiff’s
“Sqrat” character.93
Creators of the Offending Work
Must Have Had “Knowledge” of
the Submitted Work
In 2005, the U.S. District Court for
the District of Oregon applied the bare
corporate receipt doctrine in dismissing
a plaintiff’s claim on summary judgment in Estate of Elkan v. Hasbro, Inc.94
The plaintiff, the Estate of Gunter

Elkan, sued Hasbro, Inc. (and its
wholly owned subsidiary, Milton
Bradley Co.), alleging that the Hasbro
game “Stratego” infringed plaintiff’s
game “Strategy.” The court accepted the
plaintiff’s evidence that the head of
Milton Bradley’s research committee received a copy of the “Strategy Game” in
1948.95
The plaintiff’s evidence, however,
failed to overcome summary judgment.
There was no evidence, the court explained, that the defendant company’s
“knowledge” of the plaintiff’s work
traveled beyond the company’s research committee “to the part of the
company that puts new games into production.”96 The court held that the
plaintiff failed to raise a triable issue of
fact on the basis that “[b]are corporate
receipt of a copyrighted work” (without
any allegation of a nexus between the
recipient and the alleged infringers) is
insufficient to avoid summary judgment
on the issue of access.97
“Something More”—Scene II
In keeping with the above summary
of cases, plaintiffs can raise a triable
issue of access only where there is
evidence that the corporate employee
who saw the plaintiff’s work is involved in some meaningful way in
the creation or development of the allegedly infringing work.
In 2003, the U.S. District Court for
the Northern District of Illinois, in JCW
Investments, Inc. v. Novelty, Inc., considered the bare corporate receipt doctrine.98 The plaintiff alleged that the defendants’ dolls infringed its copyright
on its “Pull My Finger Fred” doll. The
defendants’ president and owner admitted that he saw the plaintiff’s doll at a
showroom and based his idea for his
dolls on the plaintiff’s work.99 The defendant owner/president, in turn, described “his” idea to his company’s art
director, who did not see the plaintiff’s
doll.100 The owner/president also gave
input into the creation of dolls as a matter of general practice.101
The defendant corporation argued
that it did not have access to the plaintiff’s work because the art director did

not see the plaintiff’s doll, did not have
access to the doll, and therefore could
not have copied it.102 The court disagreed. Granting summary to the plaintiff, the court reasoned that the person
who viewed the plaintiff’s work (i.e.,
the defendant’s owner/president) exercised oversight over the art director’s
development of the infringing work and
was involved in the development of the
defendant’s doll.103
In 2005, the Southern District of
New York, in Bill Diodato Photography,
LLC v. Kate Spade, LLC, found a triable issue of fact on access.104 In that
case, an advertising campaign featuring
an image of a woman’s feet was the basis of a copyright claim. The plaintiff, a
photographer, sued defendant Kate
Spade LLC for allegedly infringing his
photograph.105
Kate Spade had requested the plaintiff’s portfolio, which included the photograph at issue, for an advertising campaign.106 The portfolio was actually sent
by messenger to Kate Spade twice.107 One
month after receiving the plaintiff’s photograph for a second time, Kate Spade
contacted a different photographer, who
ultimately created the allegedly infringing
work. Kate Spade claimed that it gave no
instruction to this new photographer other
than to specify which products were to
appear in the ad campaign.108
While acknowledging receipt of the
plaintiff’s work, Kate Spade denied
having access to it, on the grounds that
the actual creator of the allegedly infringing photograph did not have actual
access to the plaintiff’s photograph.109
The creative director denied that she
saw plaintiff’s photograph or ever requested it.110 The court rejected Kate
Spade’s argument, finding that a question of fact existed as to whether “Kate
Spade employees involved in the [allegedly infringing] advertising campaign had access to” the plaintiff’s
work.111 The court noted that there was
more shown here than the “bare corporate receipt” of the plaintiff’s work.112 In
this regard, the court found persuasive
that there was a relationship between
the photographer and the Kate Spade
employees who were “involved” in the

advertising campaign. Allegedly, those
very employees had access to the plaintiff’s work.113 These relationships, the
court held, create an issue of fact as to
the “reasonable possibility of access”
and the plaintiff need not establish
“actual access.”114
Strong Defense
The bare corporate receipt doctrine has
emerged as a powerful tool since the
Schwarz court first recognized the concept over sixty years ago. The doctrine
makes clear that a company’s access to a
plaintiff’s work is meaningless if the employee with access had nothing to do with
the creation of the infringing work. As a
result, corporate defendants can secure the

The bare corporate
receipt doctrine has
emerged as a powerful tool
since the Schwarz court first
recognized the concept over
sixty years ago.
dismissal of copyright infringement cases
at the summary judgment stage where the
access is founded on nothing more than
bare corporate receipt.
When a corporation actually has received the plaintiff’s work, the following factors should enable the parties to
a copyright infringement case to assess
the merits of their respective positions
realistically:
• Did the persons who were involved
in the actual creation of the allegedly
infringing work have a reasonable
opportunity to observe the plaintiff’s
work in some fashion?
• Is there a connection (i.e., nexus)
between the employee who saw the plaintiff’s work and the persons who actually
created an allegedly infringing work?
• Did an employee’s knowledge of
the plaintiff’s work travel to the department or unit of the company that created
an allegedly infringing work?
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• Can the plaintiff show some evidence of access beyond the fact that
someone who observed plaintiff’s work
shares an employer with the creator of
the allegedly infringing work?
• Does the evidence establish that the
persons who were involved in the actual
creation or development of the allegedly
infringing work had never heard of
plaintiff’s work?
• Is the person who observed the
plaintiff’s work part of the same work
unit as the person who allegedly did the
copying?
• Did the person who observed the
work contribute creative ideas, materials,
or even suggestions to the allegedly
infringing work?
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Are Computer-Generated
Movie Stars a Possibility?
SCHUYLER MOORE, DANIEL ROZANSKY, AND MICHAEL NIBORSKI

Arnold Schwarzenegger was recently
reelected as governor of California.
Busy with the affairs of the state, he has
put his movie career on hold. But consider the millions of hardcore Terminator
fans clamoring for yet another sequel.
Must they be made to wait until
Schwarzenegger’s political career ends?
There is also the fact that the role of the
Terminator requires a certain physique
and energy, and it cannot be denied that
the governor is not the Mr. Olympia he
once was. Does this mean that a studio
would have to pass on the project even if
the film promised a major return on the
studio’s investment? The answer to this
question is “no”—or, more precisely,
“not necessarily”—thanks to emerging
technology and the prospect of creating
digital celebrities who can be used in
place of their real world counterparts.
As imagery techniques are honed, the
prospect of a computer-generated Arnold
Schwarzenegger starring in Terminator 4
is increasingly possible. Somewhat surprisingly, courts have not foreclosed the
possibility of something like this occurring.1 In fact, the chances of seeing a
computer-generated celebrity clone headline a feature film arguably have been enhanced by the recent ruling handed down
by the California Court of Appeal in
Kirby v. Sega of America, Inc.2
Right of Publicity
Before addressing the possibility of a
computer-generated Terminator, it is
important to review the basic definition
and nature of the right of publicity.

Simply put, the right of publicity prevents the unauthorized exploitation of
a person’s name, voice, or likeness.3
Although the right exists for everyone,
it is particularly valuable to celebrities,
many of whom derive significant financial benefits from their personae, and
thus have a strong vested interest in reining in and controlling use of their names,
voices, or likenesses. Equally important
is the concern about the potential negative effects that nonpermitted use may
cause. For instance, an environmentally
conscious A-lister would likely consider
the unauthorized use of his or her face in
a Hummer ad unsavory.4
The right of publicity is not unqualified. It must, and often does, give way
to the First Amendment’s protection of
free expression. Celebrities have fought
losing battles in efforts to prevent certain kinds of uses of their personae. For
instance, Dustin Hoffman did not prevail against the publisher of Los Angeles
Magazine for a cover depicting the head
of Hoffman’s character from the film
Tootsie atop a male body wearing a
dress and high heels.5 Most recently, the
Kirby court found that, despite significant similarities between the plaintiff
singer and the main character in a video
game—similarities that caused the court
to conclude that there were triable issues of fact with respect to whether the
singer’s likeness had been misappropriated—the plaintiff’s right of publicity
claim failed because the video game
was protected as an expressive work under the First Amendment.6
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The Three Stooges
The California Supreme Court established a critical legal concept in right of
publicity law in Comedy III Productions,
Inc. v. Saderup.7 In that case, an artist
created a realistic charcoal drawing of the
trio, made and sold T-shirts bearing the
image, and was sued by the owners of the
Three Stooges’ right of publicity.8 The

court held that a defendant may raise the
First Amendment as an affirmative defense to an alleged right of publicity violation where the defendant’s work contains “significant transformative elements.”9 In effect, the court established a
complete defense for those who appropriate another’s name, voice, or likeness, as
long as the transformative elements test is
met.10 The court broadly defined transformative as artistic expression that “adds
something new, with a further purpose or
different character, altering the first with
new expression, meaning or message.”
However, the transformative test will not
vitiate a right of publicity claim if the
“artistic expression takes the form of a
literal depiction or imitation of a celebrity
for commercial gain.”11
The Comedy III court did not enumerate a finite set of factors to consider
in determining whether a work violates
the subject’s right of publicity or, alternatively, deserves First Amendment
protection. The court did, however,
state that such “transformative elements” may take many forms, including
parody, factual reporting, fictionalized
portrayal, “heavy-handed lampooning,”
and subtle social criticism.12 The question is whether the likeness is “one of
the ‘raw materials’ from which an original work is synthesized” (in which case
an expressive work is protected by the
First Amendment) or “whether the depiction or imitation of the celebrity is
the very sum and substance of the work
in question” (in which case the work violates the celebrity’s right of publicity).13
“The inquiry is in a sense more quantitative than qualitative, asking whether the
literal and imitative or the creative elements predominate in the work.”14
The court, after carefully defining and
explaining the transformative elements
test, decided that the drawing was not sufficiently transformative and held against
the artist.15 The court explained, “[the
artist’s] undeniable skill is manifestly
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subordinated to the overall goal of creating literal, conventional depictions
of The Three Stooges so as to exploit
their fame.”16
Perhaps because the artistic work at
issue in the case was nothing more than
a simple, literal portrayal of The Three
Stooges, Comedy III appears to have left
open the question of whether transformative elements must be found in the depiction of the celebrity to establish a First
Amendment defense or whether a defense
can be established by including such
transformative elements in the setting and
background in which the celebrity (or
celebrity-based character) is placed.17 The
Comedy III court did not have occasion to
discuss the possibility that a work’s back-

The Kirby court was
not concerned with
transformative elements
in the character alone.
ground could serve as the basis for First
Amendment protection because there was
no background on the T-shirts. In cataloging transformative elements in conjunction with the First Amendment defense,
courts in subsequent right of publicity
cases have recognized features in the expressive works at issue relating to both the
character and his or her surroundings.
The Winter Brothers and Tiger Woods
In Winter v. DC Comics,18 two wellknown musicians, Johnny and Edgar
Winter, challenged as a violation of their
right of publicity a comic book’s depiction of two half-human, half-worm, villainous characters. The comic book characters also were named Johnny and
Edgar (their last name being Autumn
rather than Winter), they shared similar
features with the musicians, and the one
named Johnny wore a tall, black top hat
similar to the one Johnny Winter often
wore. Nevertheless, the California
Supreme Court held the Winter brothers’
likenesses had been sufficiently altered
to merit First Amendment protection.19
Importantly, the court did not solely

focus on the transformation of the actual characters. The court also based its
holding on the transformative elements
of the comic book itself—that is, the
context in which the celebrity-based
characters were presented. The court
explained that the comic books “contain
significant expressive content other than
plaintiffs’ mere likenesses.”20 The court
further justified its holding by noting
that “the Autumn brothers are but cartoon characters—half-human, halfworm—in a larger story, which is itself
quite expressive.”21 The Winter case
demonstrates how broadly a court may
apply the “transformative test” when
additional artistic expression is added to
the depiction of a celebrity.
In another decision illustrating the
breadth of the transformative elements
test, the Sixth Circuit held that a painting, which realistically depicted Tiger
Woods on the golf course during his
historic victory at the Masters tournament in 1997, was protected by the First
Amendment and not subject to a right of
publicity claim. A publisher was reproducing and selling copies of the work.
In the painting, the scene surrounding
Woods included the visages of golf legends hovering in the sky above Woods
as he played, as though looking down
upon and watching over him.22
Despite the realistic portrayals of
Woods, the court in ETW Corp. v. Jireh
Publishing23 based its conclusion on
the “collage of images in addition to
Woods’ image.”24 The court found that
the images, combined with those of
Woods, “describe, in artistic form, a
historic event in sports history and . . .
convey a message about the significance of Woods’ achievement in [the
Masters].”25 The expansive interpretation of the transformative elements
analysis set forth in Winter and Jireh
has served to advance the legal argument in favor of computer-generated
celebrities, and opened the door for the
Kirby decision discussed below.
Does Kirby Allow ComputerGenerated Celebrities?
Both Comedy III and Jireh presented
precise portrayals of celebrities, and
the defendants in each case made no
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attempt to argue that the artwork was
meant to depict anyone other than the
celebrities involved in the case. Yet
Comedy III and Jireh had different outcomes. One possible reason for this is
that in Comedy III, the celebrities’ image was the entirety of the work, while
in Jireh there was both a celebrity image and images intended to convey a
sense of the history of the Masters, resulting in a transformation significant
enough to merit protection under the
First Amendment. Similarly, although
Winter did not deal with a realistic depiction of celebrities, its holding also
was based in part on the transformative
nature of the characters’ background.
Do Comedy III, Jireh, and Winter
thus raise and answer the question of
whether one can create a computer-generated celebrity replica as long as there
is an expressive element in the background? Because films, by their nature,
feature much more than a group of actors
(e.g., setting, time, story, background
sets, etc.), can a producer legally place
an actor’s computer-generated clone,
instead of the real thing, in a film?
The Kirby court had the chance to address these questions in the context of a
video game whose main character was
reminiscent of a celebrity. Kieran Kirby,
the lead singer of the musical group
Deee-Lite, sued Sega for misappropriation of her likeness and identity.26 Kirby
claimed that the company, which distributed the video game “Space Channel 5,”
appropriated her distinctive retro look,
dance moves, and catchphrase for the
game’s central character, Ulala.27
Kirby’s look consists of platform
shoes; knee socks; brightly colored
form-fitting clothes and unitards; short
pleated or cheerleader-type skirts; bare
midriffs; cropped tops with words or a
numeral written on the chest; space or
other helmets; a blue backpack; and
red/pink hair worn in a pageboy flip
held back by a headband, pigtails, and
other styles.28 The video game character
Ulala is tall and thin and wears a few
different costumes, but is primarily seen
in an “almost entirely orange outfit which
includes a midriff-exposing top bearing
the numeral ‘5,’ a mini-skirt, elbowlength gloves, and stiletto-heeled, knee-

high platform boots.”29 Ulala’s “hot
pink hair is always worn in short pigtails placed high on the back of her
head, and she wears a blue headset and
jet pack and a blue gun holster strapped
to her right thigh.”30 The name “Ulala”
is a phonetic variant of “ooh la la,”
which is a phrase “often used by Kirby
and associated with Kirby.”31 Both Kirby
and Ulala use the phrases “groove,”
“meow,” “dee-lish,” and “I won’t give
up.”32 “Space Channel 5” is set in Outer
Space in the twenty-fifth century.33
Kirby was once contacted to determine
whether she was interested in promoting the video game through the use of
Deee-Lite’s biggest hit, “Groove is in
the Heart,” but declined.34
Kirby lost on summary judgment,
and the California Court of Appeal affirmed, finding her claims foreclosed by
the First Amendment.35 In upholding the
trial court’s grant of summary judgment, the appellate court, despite finding that triable issues of fact existed as
to whether Kirby’s likeness had been
misappropriated, nevertheless upheld
summary judgment on First Amendment grounds.36 The court expressly
concluded that “Ulala resembles Kirby
in certain respects,” and noted that
Kirby had been contacted to endorse the
game.37 Even though the court felt that
“Ulala and Kirby also differ in significant respects,” the similarities between
the two gave rise to triable issues of
material fact.38
In granting summary judgment for
defendant, the court relied on the transformative elements test, as set forth by
the California Supreme Court in Comedy
III and Winter. It found transformative
elements in both the character at issue
and the broader work (the game). The
court held that “Ulala is more than a
mere likeness or literal depiction of
Kirby,” and that “Ulala contains sufficient expressive content to constitute a
‘transformative work.’”39 The court reasoned that, although Kirby and Ulala
share similarities, they also “differ quite
a bit: Ulala’s extremely tall, slender
computer-generated physique is dissimilar from Kirby’s . . . Ulala was based,
at least in part, on the Japanese style of
‘anime.’ Ulala’s typical hairstyle and

primary costume differ from those worn
by Kirby who varied her costumes and
outfits, and wore hair in several
styles.”40 The court also noted that “the
dance moves performed by Ulala—typically short, quick movements of the
arms, legs, and head—are unlike Kirby’s
movements in any of her music videos.
Taken together, these differences
demonstrate that Ulala is ‘transformative,’ and respondents added creative elements to create new expression.”41
The Kirby court was not concerned
with transformative elements in the
character alone. Like the Winter court,
the Kirby court found transformative elements in the character’s surroundings.
The court stated, “the setting for the
game that features Ulala—as a spaceage reporter in the 25th century—is unlike any public depiction of Kirby.”42
Kirby thus pushes the discussion surrounding computer-generated celebrities one step further. After all, if a video
game creator who offers some variance
from the celebrity’s general appearance
and milieu is protected from right of
publicity claims, even when the character is deliberately based upon a real
celebrity (without the celebrity’s permission), no significant leap is required
to recognize that film producers who
use computer-generated stars, but alter
the details of appearance and context,
also may be protected.
It is also possible to see in Kirby the
underpinnings of an argument against
computer-generated stars. The Kirby court
briefly addressed the fact that Ulala’s
“consistently short and choppy dance
movement and style differ markedly from
Kirby’s.”43 Implied in the finding that
Kirby and Ulala dance differently is the
notion that if their dance moves were
more similar, the similarity would weigh
in favor of a right of publicity violation.
This may present film producers with a
Catch-22: how do they vary a computergenerated Schwarzenegger enough to
transform him, without diluting or losing
the very elements that make him a star?
Unfortunately, the court offered no guidance as to when an artistic work features
enough transformative material to earn itself protection even when it clearly appropriates a celebrity’s likeness. Moreover,

even if Ulala danced exactly like Kirby,
the other factors noted by the court giving
rise to First Amendment protection in the
case would presumably suffice to protect
the game.
The Bottom Line
The result in Kirby is important because
it takes a major step past Comedy III,
Winter, and Jireh toward answering the
question of whether computer-generated
movie stars will receive First Amendment
protection when their real-life counterparts raise right of publicity claims. As
described above, Kirby evolves beyond
Comedy III and its progeny in that it
deals with a moving character on screen
who is placed in dynamic and fluid
background scenes. Films, like video
games, include things going on behind
the actors on screen—most directors
and production designers carefully
design and craft a film’s background
imagery. More generally, the producers
hone a story that includes the characters—but those characters live in a
broader world. To borrow a phrase from
the Winter court, a film’s characters are
part of “a larger story, which is itself
quite expressive.”44 Kirby’s holding thus
leaves the door open for an argument
that the inclusion of computer-generated stars in films could be considered
transformative enough to earn constitutional protection.45
If technology advances to the point
that a digitally rendered, walking, talking Arnold Schwarzenegger clone is
impossible to differentiate from the
original, the courts will be forced to
determine whether a film in which such
a replica is placed merits First Amendment protection against a right of publicity challenge from the actor. Only
time and technology will dictate how
the issue evolves.46
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10. Id. at 405.
11. Id.
12. Id. at 406.
13. Id.
14. Id. at 407.
15. Id. at 409.
16. Id.
17. In the context of Terminator 4, is a literal depiction of Schwarzenegger, in a variety of story lines with a variety of backgrounds, sufficiently transformative to be afforded a First Amendment defense?
18. 30 Cal. 4th 881 (2003).
19. Id. at 886.
20. Id. at 890.
21. Id.
22. ETW Corp. v. Jireh Publ’g, 323 F.3d
915 (6th Cir. 2003).
23. Id.
24. Id. at 938.
25. Id.
26. Kirby v. Sega of Am., Inc., 144 Cal.
App. 4th 47, 50 (Ct. App. 2006).

27. Id. at 50–53.
28. Id. at 51.
29. Id.
30. Id.
31. Id.
32. Id.
33. Id. at 52.
34. Id.
35. Id. at 50.
36. Id.
37. Id. at 56.
38. Id. at 56–57.
39. Id. at 59.
40. Id.
41. Id.
42. Id.
43. Id. at 57.
44. Winter v. DC Comics, 30 Cal. 4th 881,
890 (2003).
45. Although the transformative elements
test is the law in California, it is not the law

everywhere. There is another approach, the
predominant purpose test, under which computer-generated celebrities could not legally
survive. Under this test (as adopted by the
Supreme Court of Missouri), expressive
works are protected against right of publicity claims only if the predominant purpose
of the use of the celebrity’s persona is to
make an expressive comment about the
celebrity, such as a parody directly relating
to the celebrity, as opposed to a predominant
purpose of merely exploiting the commercial value of the celebrity’s persona. See
Doe v. TCI Cablevision, 110 S.W.3d 363
(Mo. 2003).
46. For an excellent discussion of this issue when this technology was in its infancy,
see Pamela Lynn Kunath, Lights, Camera,
Animate: The Right of Publicity’s Effect on
Computer-Animated Celebrities, 29 LOY.
L.A. L. REV. 863 (1996).

2nd Annual ABA/FCBA
Privacy & Data Security CLE
If you missed the 2nd Annual Privacy and Data Security CLE on
March 22, 2007, presented by the ABA Forum on Communications
Law and the Federal Communications Bar Association, and sponsored
by Covington & Burling LLP and PricewaterhouseCoopers LLP, you can
still have access to the program’s outstanding speakers and extensive written materials. DVDs of the entire CLE program are now
available through the FCBA.
This 3.5 hour seminar provided a comprehensive review of the fast
changing landscape of privacy and data security law, focusing on
the various local, state, and federal statutes, regulations, and guidelines that impact a communications or media company’s administration of employee personal information and business operations, and
sales and marketing efforts to consumers and advertisers via email,
text messaging, telephone, and FAX.
The program also presented an overview of various international
requirements that are often more stringent and carry more significant penalties than requirements in the U.S.
Any company with employees, a phone, computer, or fax machine
is impacted by the numerous laws, regulations, and enforcement
decisions presented at this CLE event.
TO ORDER: ABA Forum and FCBA members please send $175
(includes shipping & handling) to the Federal Communications Bar
Association, 1020 Nineteenth Street, N.W., Suite 325, Washington,
D.C. 20036-6101 (202/293-4000), or visit www.fcba.org. If you are a
nonmember of the Forum or FCBA, the cost is $300. The cost for student and government members of the Forum or the FCBA is $100.
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Remembering Ed Bradley
SUSANNA M. LOWY

Ed Bradley was a great client. Although
this wasn’t mentioned in any of his
eulogies and Ed would undoubtedly
laugh if he heard this, any lawyer who
had the privilege of working with him
and the honor of defending his broadcasts will attest to it. From the perspective of a prebroadcast lawyer, he was
careful, reasonable, and receptive to all
suggestions—even if they came from a
lawyer. Litigators knew him as a thorough journalist, a witness juries loved,
and a person whose strong ethics and
morals motivated him to take an active
role in helping his lawyers defend his
reports. He was compassionate, devoted
to doing the right thing, had a great
sense of humor, and was a lot of fun to
work with.
My colleague Rick Altabef’s
favorite Ed Bradley story involved a
report in which, at Ed’s behest, a social
worker got a job as an orderly at a psychiatric hospital and wore a hidden
camera to record the abuses we had
heard were taking place there. One such
abuse was the unnecessarily brutal
treatment sometimes meted out to
teenagers the staff decided needed to be
“restrained.” When Rick, Ed, and other
members of Ed’s team met with the
social worker, the producers emphasized that this brutality was something
that, if it occurred, should certainly be
taped. Ed jumped in and said: “But
don’t let them beat up the kid too
much. If brutality breaks out, tape it,
but at the same time do your best to
stop it. Try to get the others to back
off.” Ed anticipated the legal constraints, and then some. He was far too
decent to go for the best possible
footage. He cared more about the
patient than the footage.
My favorite Ed Bradley story took
place almost ten years ago. Summary
judgment had been denied in a defamation case pending in El Paso, Texas,
Susanna M. Lowy is Senior Vice
President and Deputy General Counsel,
East Coast, for CBS Broadcasting Inc.

and the judge had ordered that the trial
commence in August. It was July, 60
Minutes was on hiatus, and Ed was on
vacation at a cooking school in Italy. I
called him in Italy to tell him that he
had a choice between trying to settle
the case and spending August on trial
in El Paso. He asked me if we had done
anything wrong in the report. I told him
that we had not. Then he asked: “When
do I have to be in El Paso?”

Ed Bradley at the 2003 Emmys.

When Ed arrived in El Paso, he took
me and my colleague Naomi Waltman
aside and told us that he had put on a
few pounds at the cooking school in
Italy and that he was going to lose that
weight during the trial. He said that
he was on a diet of soup and bagels.
I was somewhat concerned about getting bagels in El Paso and shared my
concerns with Tom Leatherbury, the
Vinson & Elkins partner who had led
the team that prepared our case for
trial. A Vinson & Elkins associate
quickly volunteered his father’s restaurant. The next morning, the associate

showed up with the oddest-colored
bagels I had ever seen. They were sort
of a reddish greenish color. He proudly
put a plate of them in front of Ed. Ed
looked at them and politely asked what
they were. The associate responded,
“Jalapeno bagels, Mr. Bradley.” Ed
threw back his head laughing and said:
“I love it.”
Before the trial started, Ed was a bit
cranky. I don’t know if it was the diet,
the weather, or the fact that he was
spending August on trial in El Paso, but
he was not in a great mood. Then our
lead trial counsel, Harry Reasoner (no
relation to the former 60 Minutes correspondent and anchor), delivered his
opening statement. He won over the
whole courtroom, including Ed. During
a break in the trial after the openings,
we went into an empty jury room. Ed
took off his jacket, rolled up his
sleeves, pulled out his reporter’s notebook, and jumped in. He remained an
active part of the trial team until the
jury came back with a defense verdict.
After the verdict came in, our local
counsel told Ed that the court reporter
had drawn a picture of him and there
were a few people in the court house
who would like his autograph on their
copies. Somehow the request grew to
include all members of the defense team
and various others. Ed ended up autographing over fifty drawings. On many
of them, including mine, he wrote a
personal note.
The drawing has been hanging on
my wall for almost ten years in a place
where I can always see it. The sun
faded his note a few years ago. Naomi
and I kept saying to each other that we
needed to take our pictures and a
Sharpie back to Ed to ask him to sign
them again. We never did it. It never
occurred to us that he wouldn’t be there
to do it. I still consider that picture my
favorite memento of my career at CBS.
Nothing will ever replace it. And, more
importantly, no one will ever replace
Ed Bradley.
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Product Placement
(Continued from page 1)
outcomes at minimal expense.5 Producers were also interested in cultivating such
partnerships. Generally, the producers approached the product manufacturers and
asked for permission to use their product in
a film or television program. Early on,
product placements typically involved bartering deals, with producers receiving free
products in lieu of cash payments. Today,
paid placements are the norm. Manufacturers employ agents to find and negotiate
placement deals and bidding wars for influential placements are routine.
Releases and Permissions
Often when a product is featured in entertainment programming, the manufacturer of the product has agreed to the use.
Where products are featured in a flattering or neutral manner, owners of the products typically approve of the use. Manufacturers will sign a release approving of
the use so long as the product is not
shown in a disparaging manner. If a
manufacturer disallows the use, producers can substitute a fictitious product or
obscure the brand name through editing.
Although manufacturers will occasionally seek restrictions on use, most do not
and are pleased to have the low cost exposure for their product. In fact, some
manufacturers are having their product
digitally inserted into a scene that has
already taped through a process known
as virtual product placement.6
Producers, when negotiating product
placement agreements, should make sure
they do not conflict with other agreements
related to the film or program. Certain actors, Robin Williams, for example, refuse
to participate in product placement deals
because they do not want to be seen as endorsing any particular product.7 In addition, the producer and manufacturer
should have a clear understanding as to
what uses are permissible.
Unauthorized Use
Given the prevalence of trademarked
products in our everyday lives and,
therefore, in our entertainment programming, it is not practical for producers to

seek approval for the use of each individual product. To get permission for every
fleeting mention or appearance of a trademarked item would require production
teams to expend enormous amounts of additional time and effort. But proceeding
without such permission exposes TV and
filmmakers to potential claims for tarnishment, dilution, unfair competition, product disparagement, and false endorsement
under the Lanham Act, among others.
There are, however, surprisingly few
cases involving disputes over the unauthorized use of trademarked products in
entertainment programming because
many of them are settled out of court. Although early case law tended to provide
almost absolute protection to the plaintiff
mark owners for reputational harm, the
outcomes of recent cases have been far
more favorable to defendants.
Statutory Framework
Those objecting to the unauthorized use
of a branded product in entertainment
programming often assert claims of trademark infringement, unfair competition,
and trademark dilution in violation of the
Lanham Act. In this context, the central
inquiry in both trademark infringement
and unfair competition claims is whether
there is a “likelihood of confusion” that
consumers will be misled or confused as
to the source of the program or its affiliation or sponsorship by the trademark
owner.8 Plaintiffs asserting such claims
typically contend that the unauthorized
appearance of their mark in the program
will confuse consumers into believing
that the program is sponsored by or affiliated with their product.
The focus in federal trademark dilution claims, by contrast, is not on consumer confusion. Rather, dilution occurs
where use of a trademark “whittle[s]
away . . . the value of a trademark” by
“blurring [its] uniqueness and singularity” or by “tarnishing [it] with negative
associations.”9 To prove dilution, the
trademark owner must show that (1) it
possesses a famous trademark, and
(2) the defendant has caused dilution of
the distinctive quality of the trademark.10
Unauthorized use of branded products
in entertainment programming also can
lead to a host of other claims. Although
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the focus of this article is limited to
trademark-related claims, the use of
branded products in an unauthorized
manner can lead to claims for copyright
infringement,11 right of publicity,12
breach of contract,13 and violations of
FCC regulations.14 Because films and
television programs at issue are often
distributed internationally, producers
also must be concerned with the legal
implications of such unauthorized uses
in foreign jurisdictions [see page 16].
Increasing Tolerance
Early decisions tackling the question of
unauthorized trademark uses in expressive works analogized the trademarks
to private real property.15 Following
Supreme Court precedent that permitted
brick-and-mortar shopping centers to
restrict expressive activities so long as
alternative avenues were available to the
speaker, these early cases resulted in
near-blanket protection for trademark
owners.16 Gradually, courts began to realize the misguided approach of placing
too much emphasis on trademarks as
real property, recognizing that “when the
ideas expressed by an unauthorized use
cause the injury to plaintiff’s mark, the
spatial rationale of the ‘shopping center’
cases is wholly inapplicable.”17 Indeed,
unlike a shopping center, trademarks
have seeped into the communicative
culture, evoking commentary independent of the mere identification of goods.
As Judge Alex Kozinski noted, “some
trademarks enter our public discourse
and become an integral part of our vocabulary. . . Trademarks often fill in gaps
in our vocabulary and add a contemporary flavor to our expressions.”18
Rogers v. Grimaldi
The turning point arrived with the Second
Circuit’s ruling in Rogers v. Grimaldi.19
Ginger Rogers filed suit over a film titled
Ginger and Fred about the reunion of a
pair of aging dancers who made their living pretending to be Ginger Rogers and
Fred Astaire. Asserting claims for violation of her right of publicity and the Lanham Act, Rogers argued that the film’s
title created the false impression that she
sponsored or was otherwise involved
with the film.20 The Second Circuit re-

jected her claims, holding that the Lanham Act “should be construed to apply to
artistic works only where the public interest in avoiding consumer confusion outweighs the public interest in free expression.”21 Pursuant to this new standard, the
Lanham Act would not apply to titles of
artistic works “unless the title has no artistic relevance to the underlying work
whatsoever, or, if it has some artistic relevance, unless the title explicitly misleads
as to the source or the content of the
work.”22 The decision, although limited to
the title of a work, was the first to recognize that trademark laws should be interpreted differently in the context of expressive works given the relevant First
Amendment concerns.23
WCVB-TV and New Kids on the Block
The next major shift occurred with the
First Circuit’s decision in WCVB-TV v.
Boston Athletic Association24 and the
Ninth Circuit’s decision in New Kids on
the Block v. News America Publishing.25
In WCVB-TV, the holder of the trademark
“Boston Marathon” tried to stop a television station from using the words “Boston
Marathon” during their broadcast of that
event. The First Circuit refused to enjoin
the defendant’s broadcast, reasoning that
the words were used for descriptive purposes and thus constituted a fair use that
was not subject to trademark protection.26
As the court explained:
[T]he words “Boston Marathon” . . .
do more than call attention to Channel 5’s program; they also describe the
event that Channel 5 will broadcast.
Common sense suggests . . . that a
viewer who sees those words flash
upon the screen will believe simply that
Channel 5 will show, or is showing, or
has shown, the marathon, not that
Channel 5 has some special approval
from the [trademark holder] to do so. In
technical trademark jargon, the use of
words for descriptive purposes is called
“fair use,” and the law usually permits
it even if the words themselves also
constitute a trademark.27

Similarly, the Ninth Circuit, in New
Kids on the Block, held that using another
person’s trademark to identify goods or
services was not actionable so long as
there was no likelihood of confusion.28 In
that case, the two newspaper defendants
conducted polls asking readers to call up a

900 number and vote on which member of
the New Kids on the Block band was their
favorite. After the results were published
in defendants’ newspapers, the band sued,
asserting various trademark-related claims,
for what they contended was the unapproved commercial use of their trademark.
The Ninth Circuit rejected their claims,
reasoning that the defendants’ use of the
New Kids mark qualified as a noninfringing nominative fair use. The Ninth Circuit
held the nominative fair use defense was
available when the following requirements are met:
First, the product or service in question
must be one not readily identifiable
without use of the trademark; second,
only so much of the mark or marks
may be used as is reasonably necessary to identify the product or service;
and third, the user must do nothing that
would, in conjunction with the mark,
suggest sponsorship or endorsement
by the trademark holder.29

As the court recognized, it is almost
impossible to avoid referring to certain
things—like the Chicago Bulls, Volkswagens, or the Boston Marathon—by
their trademarked names.30 Finding that
the newspapers had satisfied all three requirements of the nominative fair use defense, the court granted them summary
judgment on all of the trademark and
related claims.31
Hormel Foods Corp. v. Jim Henson
Productions, Inc.
In the Second Circuit, the question of the
unauthorized use of a trademark in an
entertainment program next arose in
Hormel Foods Corp. v. Jim Henson Productions, Inc.32 The case involved the
film Muppet Treasure Island, which featured a puppet character named Spa’am
as “the high priest of a tribe of wild boars
that worships Miss Piggy as its Queen.”33
Although the character’s name is mentioned only once in the film, it was intended to “poke a little fun at Hormel’s
famous luncheon meat by associating
its processed, gelatinous block with a
humorously wild beast.”34 Not amused
by the character’s name and concerned
that sales of its product would drop if it
was linked with “evil in porcine form,”
Hormel sued for trademark infringement
and dilution. Among other things, Hormel

claimed that “even comic association
with an unclean ‘grotesque’ boar
w[ould] call into question the purity and
high quality of its meat product.”35 The
Second Circuit rejected both claims,
finding no likelihood of confusion given
the obvious parodic intent and no evidence that the Spa’am character, which
the court said was neither evil nor unhygienic, would cause negative associations with the SPAM mark.36
Films of Distinction
In Films of Distinction, Inc. v. Allegro
Film Productions, Inc., a California
district court considered comparable
claims of trademark infringement and dilution arising out of the unauthorized use
of a network’s “Crime Channel” mark in
a movie.37 The plaintiff, owner of a television network entitled “The Crime

Early decisions tackling the
question of unauthorized
uses in expressive works
analogized the trademarks
to private real property.
Channel,” claimed its service mark was
used in the film Relative Fear. The film
concerns a young boy who, after obsessively watching a television channel
called the “Crime Channel,” is led to
commit a series of criminal acts including murder.38 Plaintiff’s main contention
was that “defendants’ use of the ‘Crime
Channel’ in the Film [wa]s confusingly
similar to the alleged Mark, and that
[such] confusion [would] create the erroneous impression that the ‘Crime Channel’ in the Film ‘ha[d] been created, approved, sponsored, endorsed, or [] in
some way affiliated with, Plaintiff.’”39
Among other things, the plaintiff alleged, that although the film portrayed
the “Crime Channel” as a fictional network, the film’s credits included a credit
for the Crime Channel and individual
credits for the Crime Channel’s director,
camera and editing, and coordinator.40
In contrast to the outcomes of other recent cases, the plaintiff’s claims in Films
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of Distinction largely survived defendant’s
motion to dismiss. The court rejected defendant’s nominative fair use defense,
finding, at least for purposes of a motion
to dismiss, that defendants “did not use
the Mark ‘otherwise than as a mark.’”41
Rather, the court found that “defendants
used the Mark to identify plaintiff as the
source or create confusion as to the source
of the fictional channel in the Film.”42
As for dilution, plaintiff argued that
the “defendant’s use of the term ‘Crime
Channel’ dilute[d] the value of plaintiff’s
mark by suggesting that plaintiff’s product causes violent behavior in children.”43
The defendants moved to dismiss the dilution claim on the grounds that the mark
was not famous, an issue the court held
could not be resolved on a motion to dismiss provided it was adequately pled.44
Comedy III Productions
Not long after the Films of Distinction
case, the Ninth Circuit considered a lawsuit also arising out of a character in a
movie watching television. Comedy III
Productions, Inc. v. New Line Cinema45
concerned the movie The Long Kiss
Goodnight, in which a clip from the
Three Stooges movie Disorder in the
Court is playing on a television set in
the background of a scene.46 Comedy III
Productions sued New Line, alleging
that the unauthorized use of the film clip
constituted unfair competition under federal and state law.47 The plaintiff failed to
persuade either the district court or the
Ninth Circuit that the short clip from the
film could be a trademark, leading to the
dismissal of all of its claims.48
Wham-O, Caterpillar, and Mattel
Building on Rogers v. Grimaldi’s recognition that expressive works are a fundamentally distinct category, in 2003, three
key cases were decided that signaled an
increasing judicial tolerance for the
unauthorized use of branded products in
creative works. In both Wham-O, Inc. v.
Paramount Pictures Corporation49and
Caterpillar Inc. v. Walt Disney
Company,50 the plaintiffs sought to enjoin the release of films that featured unflattering uses of their products, while in
Mattel Inc. v. Walking Mountain Productions,51 the product at issue was featured in artistic photographs.

EC, Product Placement,
and the Web
BY CHUCK COSSON AND ANDREW M. MAR

A variety of concerns related to local
content and culture, media literacy, and
perceived competition between traditional broadcasting and online video
services have prompted Europe to rethink its television regulations. In particular, new rules governing product
placement may call into question the
ability for new media outlets to exhibit
programming incorporating these nontraditional sources of revenue. The
European Commission published its
initial proposal for the revision of the
Television Without Frontiers (TVwF)
Directive on December 13, 2005.1
After much consultation, the European
Parliament approved an amended version in December 2006; as of February
2007, the proposal rests for decision
with the European Council.
Known as the AudioVisual Media
Services (AVMS) Directive, the revised
Directive would extend the scope of the
TVwF, and its regulation of content and
advertising, to on-demand and online
services as well as traditional broadcasting. Although the rules may not be finalized until the end of 2007 or early

2008, the current proposals offer insight
into the European Community’s direction and the potential result.

Chuck Cosson is Policy Counsel and
Andy Mar is Attorney, MSN Media
Network, at the Microsoft Corporation.
The views expressed are those of the
authors and do not necessarily represent
those of the company.

Defining an “Audiovisual
Media Service”
The text proposed by the European
Council (as of December 2006)2 defines
an Audiovisual Media Service as a service under the editorial responsibility of
a media service provider, which arguably includes Internet portals, and
whose principal purpose is the provision
of programs, such as feature length
films, sports events, sitcoms, documentaries, children’s programs, and original
drama. Regulation of such, under the
AVMS, depends on whether the service
is a broadcast (linear) or on-demand
(nonlinear) service.
A television broadcast (aka a “linear”
audiovisual media service) is defined as
an audiovisual media service provided by
a media service provider for simultaneous
viewing of programs on the basis of a
program schedule. An on-demand service
(nonlinear) is defined as one enabling the
viewing of programs at the moment chosen by the user and at his or her individual request from a catalog of programs
selected by the media service provider.
User-generated content and private websites are excluded.
Although much of the video programming available on the Internet

Wham-O concerned the unauthorized
use of a children’s toy known as the
“Slip ‘N Slide” in the movie Dickie
Roberts: Former Child Star. In the film,
a former child star, played by David
Spade, hires a family to adopt him in an
effort to reclaim his childhood. In the
scene featuring the “Slip ‘N Slide,”
which lasts only seventy seconds, Spade
unsuccessfully attempts to slide on the
toy, misusing it each time (i.e., sliding
without lubricating the slide with water,

then overlubricating the slide with cooking oil, and slamming into a fence).52 The
slide scene played a prominent role in
the film’s advertisement and promotional campaigns and inspired an interactive
game on the film’s website.53
Wham-O sued for trademark infringement, dilution, and unfair competition.
The court denied Wham-O’s motion for
a temporary restraining order, finding it
unlikely to prevail on any of its claims.54
As to Wham-O’s claims for trademark
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today is streamed in an on-demand or
nonlinear manner, Internet portals in
the United States and elsewhere are
streaming events on a live or linear basis, such as entertainment programming
(e.g., AOL’s Live 8 concert event) or
sports events (e.g., CBS Sportsline’s
coverage of the NCAA Men’s basketball tournament).
The Marketplace
All of the major Internet portals, in the
United States at least, currently stream a
variety of video programming that is
typically free to the user, supported by
banner advertising on the webpage or in
stream advertising before the video
programming is exhibited. The Internet
video programming marketplace has
grown to include, among other things,
full-length, first-run television programming (e.g., Lost, Grey’s Anatomy on
ABC.com);3 directors cut, or uncensored, versions of first-run television
programming (e.g., NBC’s Saturday
Night Live);4 syndicated television programming originally broadcast on television (e.g., Arrested Development on
MSN);5 and television quality content
developed for initial showing on the
Internet (e.g., Gold Rush on AOL).6 This
business model is slowly expanding outside the United States to Europe and
Asia, as well as other markets. Among
(Continued on page 21)

infringement and unfair competition, the
court held it unlikely that the film’s use
of the Slip ‘N Slide toy would lead to
consumer confusion:
There is nothing in the record to suggest
that defendant’s use of plaintiff’s marks
“creates a likelihood that the consuming public will be confused as to who
makes what product.” . . . Consumers
and viewers will not mistake plaintiff
for a movie production house, and consumers and viewers will not mistake
defendants for a purveyor of toys.55

Wham-O’s dilution claim concerned
the misuse of the slide in the movie. Because the slide was not used correctly,
Wham-O argued that consumers would
perceive the company’s marks in a negative light.56 The court rejected this contention, reasoning that the misuse of the
slide in the film is “ham-fisted and exaggerated”—“an unmistakable misuse . . .
recognizable by even the youngest or
most credulous film viewer, and one expressly described as a misuse in the film
itself.”57 Accordingly, the court found it
unlikely that the “comedic” and “obvious” misuse of the Slip ‘N Slide would
lessen the distinctiveness of the mark.58
Further, the court found Paramount
absolved from trademark liability because the use of the Slip ‘N Side amounted to nominative fair use.59 Relying on
the Ninth Circuit’s three-part test for
nominative use, the court determined
that (1) Paramount used the plaintiff’s
mark to identify a product that was not
otherwise identifiable; (2) Paramount
used only so much of the mark as was
reasonably necessary to identify the
product or service; and (3) Paramount’s
use did nothing that would suggest sponsorship or endorsement by Wham-O.60
As the court explained:
Nothing in the record suggests defendants used plaintiff’s marks to imply
that plaintiff placed its imprimatur on
the film; nowhere in defendants’ publicity efforts is plaintiff’s mark unreasonably displayed or abused. . . Defendants, instead, use the marks and
product in a specific and unique descriptive sense: to evoke associations
with an iconic child’s toy.61

Having satisfied the three facets of
the nominative use test, the court refused
to enjoin the release of the movie on this
independent ground as well.62
Similarly, in Caterpillar, an Illinois
district court refused to enjoin the release
of the Disney film George of the
Jungle 2, which featured the villain’s
henchmen driving Caterpillar bulldozers
for about eight minutes in the film.63 The
Caterpillar bulldozers appear in several
scenes and Caterpillar’s marks are clearly visible in at least one scene during
which the narrator describes them as
“deleterious dozers” and “maniacal machines.”64 Seeking to enjoin release of
the film, Caterpillar brought suit for

trademark infringement, unfair competition, trademark dilution, and deceptive
trade practices. The court rejected Caterpillar’s motion for a TRO, ruling that
Caterpillar had only a negligible chance
of prevailing on the infringement and unfair competition claims and was unlikely
to prevail on the dilution claim.65
Given the early stage of the proceedings, the court was reluctant to rule on
the trademark infringement and unfair
competition claims. The court did say,
however, that it did not appear that “the
Defendants somehow took advantage of
the fame of Caterpillar’s trademark to
drive awareness or sales of George 2.”66
Accordingly, it found Caterpillar’s likelihood of success on those claims to be
“slightly more than negligible.”67
As for its dilution claim, Caterpillar
alleged that the use of its products and
trademarks in George 2 would tarnish
the reputation of its business and products. Specifically, Caterpillar argued that
the portrayal of their products in the film
cast them in “an unwholesome and unsavory light,” an argument the court ultimately found unpersuasive.68 The movie,
the court pointed out, was a children’s
comedy, a live action cartoon, and full
of clichés “that clearly establish the fantastic nature of the movie.”69 As with
Wham-O, the court credited the discerning intelligence of the movie viewer,
finding it “clear to even the most credulous viewer or child that the bulldozers
in the movie are operated by humans and
are merely inanimate implements of [the
villain’s] unfriendly schemes.”70 Caterpillar’s dilution claim was, the court
held, unlikely to succeed.
In Mattel Inc. v. Walking Mountain
Productions, the Ninth Circuit addressed
a satiric commentary on a mark and likewise showed tolerance for a defendant’s
unauthorized and unflattering use of the
plaintiff’s branded product.71 In that case,
Mattel sued Thomas Forsythe over a
series of photographs that portrayed
Mattel’s iconic “Barbie” doll in various
absurd and sexualized positions. Forsy
the also used the word Barbie in some
of the titles of his works.72 Mattel argued
that Forsythe’s photographs, among
other things, infringed Mattel’s trademarks
and trade dress and diluted its marks.73 The
district court granted summary judgment
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to the photographer as to all of the claims
and the Ninth Circuit affirmed.
Applying the Rogers balancing test,
the court held that Forsythe’s use of the
word Barbie in the titles of some of his
photographs did not amount to trademark infringement. “Forsythe’s use of
the Barbie mark,” the court explained,
“is clearly relevant to his work. . . . The
Barbie mark in the titles of Forsythe’s
works . . . accurately describe the subject
of the photographs, which in turn, depict
Barbie and target the doll with Forsythe’s
parodic message.”74 Given this relevance
and the fact that it could not reasonably
be understood that Mattel sponsored the

Liability is reduced where
the plain intent is to
parody the product or to use
it for social commentary.
work, the court held that the public interest in free and artistic expression greatly
outweighed its interest in any potential
confusion and therefore affirmed dismissal of the trademark infringement
claim.
On the dilution claim, the district
court found that “Forsythe was entitled
to summary judgment because his use of
the Barbie mark and trade dress was parody and thus his expression [wa]s a noncommercial use.”75 The Ninth Circuit
agreed, recognizing that “[t]arnishment
caused merely by an editorial or artistic
parody which satirizes plaintiff’s product
or its image is not actionable under an
anti-dilution statute because of the free
speech protections of the First Amendment. . . .”76 Forsythe’s artistic and parodic work, the court ruled, was noncommercial speech and therefore not subject
to a trademark dilution claim.77
E.S.S. Entertainment
Most recently, in E.S.S. Entertainment v.
Rock Star Videos, the owner of a Los
Angeles strip club called the “Play Pen”
brought suit against a video game creator
that featured a club called the “Pig Pen”

in the background of one of its video
games.78 The plaintiff alleged that the defendants used the Play Pen’s distinctive
logo and trade dress in its video game
without its authorization and created a
likelihood of confusion among consumers
as to whether the plaintiff endorsed or was
associated with the video game.79
The video game, called “Grand Theft
Auto: San Andreas,” features three virtual cities. One of those cities, Los Santos,
is intended to mimic the look and feel of
actual Los Angeles locations.80 Among
the businesses located in the virtual city
of Los Santos is a cartoon-style strip club
known as the “Pig Pen.” The artists who
drew the Pig Pen said they used photographs of the Play Pen and various other
locations to design aspects of the Pig Pen
but changed the overall look and feel to
make it fit the virtual, cartoon-style
world of San Andreas and the video
game’s irreverent tone. the plaintiff conceded that the Play Pen and Pig Pen
buildings differed in certain respects but
claimed that they both had similar
awnings and logos.
The defendants argued that to the extent they used the plaintiff’s trade dress
or trademark, it was a nominative fair
use. But as the court explained, the nominative fair use analysis only applies
where a defendant’s work clearly identifies and intentionally refers to the plaintiff’s product or service. The evidence in
E.S.S., the court held, established that the
artists who created the Pig Pen did not
design the virtual strip club to identify or
refer specifically to the Play Pen.81 Although they drew inspiration from the
real photographs of the Play Pen, they
“purposely twisted, altered, and distorted
the look of the Play Pen logo” to fit with
the game’s cartoon-style world.82 Because defendants’ intention in creating
the Pig Pen was not to identify plaintiff’s
strip club but only to describe their own
product, the court rejected their nominative fair use defense.
The court next considered the defendants’ argument that the First Amendment
protected their use of the plaintiff’s trade
dress and trademark. Although not involving the title of their work, the defendants
nevertheless argued that the Rogers balancing test applied, noting that other
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courts had expanded that test to all expressive uses of a trademark or trade dress in
artistic works, whether titular or not.83 Persuaded by this argument, the court held
that “the Rogers balancing approach is
generally applicable to Lanham Act
claims against all works of artistic expression.”84 The court then determined that the
video game qualified as an artistic work
and that the Pig Pen had artistic relevance
to defendants’ “twisted, irreverent image
of urban Los Angeles.”85
It also found that the defendants’ use
of plaintiff’s trade dress did not explicitly mislead consumers as to the content of
the game or the source of the defendants’
work. Neither the game nor any promotional materials contained any explicit
indication that the Play Pen’s owners endorsed the game or had a role in producing it. The defendants’ expert commissioned a survey of video game players
that determined that only four percent of
those surveyed believed the Pig Pen was
endorsed or sponsored by the Play Pen.86
The survey, the court found, supported
the defendants’ contention that the Pig
Pen did not explicitly mislead consumers
into believing that the plaintiff approved
or participated in the making of the video
game. Having therefore satisfied both
elements of the Rogers test, the court
granted defendants motion for summary
judgment on the trademark and trade
dress infringement claims.87
To Obtain Permission or Not?
In the face of what appears to be increasing tolerance among judges to the unauthorized use of branded products in entertainment programming, should
producers nevertheless seek to obtain
such permission? The answer, as expected, depends upon the use. There is increasing support for the conclusion that
where the product is shown in a flattering or even neutral manner, the use is not
likely to precipitate any objection. Further, incidental uses or mere references
to products, such as a teenager listening
to an iPod or a reference to someone
watching a particular television program,
are likely to be viewed as nominative
uses that should not give rise to a viable
claim.
As to false implied endorsement, courts

are unlikely to be receptive to such
claims absent some explicit indication
that the product manufacturer is affiliated with or endorsed the program in
which the product is featured. A mere
display of the product or reference to the
product (particularly if not unduly featured) is unlikely to be sufficient. Given
the increasingly common use of product
placement in programming on shows
like The Apprentice and Extreme Home
Makeover, one might expect more frequent claims of false implied endorsement to be made by manufacturers
whose products are featured without permission on such shows. The argument
would be that audiences expect the use to
be with the owner’s permission so endorsement is necessarily implied. Yet,
we have not seen any rise in false implied endorsement claims, most likely
because product owners are unlikely to
complain unless their product is portrayed in a negative manner or featured
on a show with which they do not want
to be associated. In negative contexts,
however, courts have recognized that
any consumer expectations regarding
endorsement or association are significantly diminished.88
Risky Uses
Despite the evolution of the law toward
permitting unauthorized uses of trademarks in films and television, situations
remain where the risk of suit is more likely and the result more unpredictable.
Where products are portrayed as shoddy
or low quality, producers may face not
only trademark claims but also claims of
false advertising and product disparagement. As the Wham-O case demonstrates,
if a product is misused, the misuse should
be readily apparent and not entirely credible. Wham-O and Caterpillar both involved light-hearted films directed at
families. The result might have been
more unpredictable if the uses occurred
in arguably offensive, violent, or sexually explicit films or shows. Even when a
product is displayed in an unflattering
manner, as with the Barbie dolls in Mattel
v. Walking Mountain, liability is reduced
where the plain intent is to parody the
product or to use it for social commentary. Absent commentary on the product

itself to preserve the nominative fair use
defense, any use should be for no more
time than necessary and it should not feel
like gratuitous exploitation.89
Altering Trademarks
The nominative uses, to some degree,
have been bolstered by the recognition
that actual products, versus blurred or
anonymous products, add to the
verisimilitude of a creative work. E.S.S.
highlighted a common question raised in
the creative process: do you use a product or service’s exact trademark or do
you alter it slightly? One lesson from
E.S.S. is that by altering a trademark, you
may be precluded from arguing nominative fair use. As the court there explained, the nominative fair use defense
only applies where a defendant’s work
clearly identifies and intentionally refers
to the plaintiff’s product. Thus, if the
mark is to be altered, but still be identifiable, to buttress a First Amendment defense, the revisions to the mark or trade
dress should constitute a form of commentary on the product.90
Potential Consequences
Producers faced with the choice of seeking or not seeking permission to use a
branded product in a program should
consider not only the potential liability
but the real-life implications of a resulting lawsuit.
Injunction
Critical to any risk analysis is the reality
that trademark and related claims carry
the possibility of an injunction. Although
trademark owners have not had much recent success with temporary orders, as
seen with Wham-O and Caterpillar, their
arsenal has recently been enhanced. This
year, obtaining injunction relief on dilution claims became easier upon enactment of the Trademark Dilution Revision Act of 2006. The revision was in
response to the Supreme Court’s decision in Moseley v. Victoria Secret Catalogue, Inc., in which the Court held that
actual dilution, and not mere likelihood
of dilution, had to be proved to obtain an
injunction against dilution of a mark.91
Reacting to the Moseley decision, Congress enacted the Act to explicitly allow

an injunction when a likelihood of dilution is demonstrated. Accordingly, the
standard for obtaining such relief has
been lessened, an issue that producers
and their advisors would be wise to keep
in mind.
Expense
In addition to injunctions, litigation of
disputes of this type can be particularly
fact intensive and very expensive. It is
not uncommon for defendants to retain
experts to conduct costly consumer surveys on issues such as whether the unauthorized use of a product caused confusion as to sponsorship or endorsement.92
Where products are used as a means of
parody or social commentary, experts
also have been retained in support of
defendants’ First Amendment-based defense.93 Such questions of fact often preclude early resolution of claims by motions to dismiss, requiring defendants to
complete the discovery process and incur
the high cost of consumer surveys before

The nominative uses have been
bolstered by the recognition
that actual products add to the
verisimilitude of a creative work.
pursuing dispositive motions.94
All of this should caution producers
to think seriously before using branded
products in entertainment programming
without permission. Although the courts
have shown increasing tolerance to such
uses in recent years, defending such suits
may be disruptive and an expensive
proposition. As product placements become more and more common, disputes
as to the portrayal of products, both authorized and unauthorized, are likely to
become more frequent. The impact of the
latest explosion of product placements
and sponsored programming on the current judicial trend remains to be seen.
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EC, Product Placement

Member States to enforce local rules in
certain circumstances. Weakening the
country-of-origin principle unduly
could cause Internet services in particular (which, because of the very interconnected nature of the Internet, cannot
as easily as traditional television broadcasters respect geographic boundaries)
to face a panoply of potentially conflicting local regulations, slowing—if not
effectively prohibiting—development
and growth of the streaming Internet
video marketplace in the EU.

derogate explicitly. A similar approach
was proposed by the European
Parliament’s Culture committee.7
According to a recent statement from
the Council, the Council continues to
believe that product placement should
generally be prohibited with certain narrow exceptions.8 In the Council text,
product placement is allowed in films,
in series made for television, and in
light entertainment programs, while the
Parliament’s text has a slightly more
restrictive set of genres where product
placement is permitted. Under no circumstances is product placement permitted in
children’s programs, news programs, documentaries, or advice programs.
Also among the product placement issues to be sorted out are whether or how
the rules applied to teleshopping, whether
the rules should cover instances such as
prop placement (where a commercial item
is provided to the content creator for free
use), and the application of the rules to
acquired or archived programs.
In any event, these proposed rules,
even with the reduced restrictions, still
prohibit product placement activities
that are permitted in the United States,
particularly with respect to Internet
video programming that is outside FCC
jurisdiction.

(Continued from page 17)
other things, this model offers growth potential for Internet services and expanded
distribution for media content (e.g., a
niche television program can attract
larger audiences and more ad revenue by
virtue of this distribution model).
Country-of-Origin Principle
“Television Without Frontiers” was
adopted to signal that European regulation was embracing a model where
broadcasting services could be provided
on an EU-wide basis, regardless of the
home country of the broadcaster. To reduce the burdens of compliance across
this internal market, the EU has adopted
a country-of-origin principle, meaning
that the rules of the country where the
service provider is located will be applied to audiovisual services.
A key issue for the Directive is
whether country-of-origin principle will
be preserved and, if so, with what exceptions. The intent of the European
Commission is that the principle be retained and extended to nonlinear services, but discussions in the Parliament
have revealed that some prefer a less
robust application that would permit

Rules for Advertising
A number of issues under discussion relate to rules for advertising and product
placement. One intent of the AVMS is
to relax these rules for traditional broadcasters—e.g., removing a rule requiring
a twenty-minute gap between ad slots
and permitting product placement. In
the texts under discussion so far, the advertising rules proposed do not apply to
on-demand services.
The Commission proposal from
2005 would have created a general authorization for product placement under
certain circumstances. The Council text
replaces that conditional authorization
with a prohibition in principle, from
which each Member State will be able to
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In the Internet video marketplace, a
number of “made for Internet” video
programs are developed because of advertiser interest or support9 or with a
high degree of incorporated product
placement.10 Moreover, advertisers
themselves are developing video programming for Internet and traditional
media exhibition.11 The uncertainty or
disparity in product placement rules
among media and jurisdictions (among
EU Member States and the United
States) will certainly influence the
growth of the Internet video marketplace in the EU.
Status and Likely Direction
In this case, the AVMS Directive must
be agreed upon by both the Parliament
and the Council of the European Union.
The AVMS Directive would then become a binding set of guidelines that in-

From the Chair
(Continued from page 2)
2007. Initial suggestions for topics for
our teleseminars have included CDA
§ 230 immunity; Boehner v. McDermott;
and international topics, including jurisdiction, copyright and libel, to provide a
tie-in with our Journal of International
Media & Entertainment Law. Watch for
details as they develop.
Moot Court for Minority Students
The Governing Board also voted to approve a proposal presented by Seth Berlin
and his colleague, Jeanette Melendez
Bead, to explore an exciting new diversity
initiative—a First Amendment moot court
competition for minority law students. A
planning committee is being formed to
continue to explore this initiative. Forum
members who are interested in assisting
with this diversity initiative and/or participating on our exploratory committee are
urged to contact Seth or Jeanette.
In addition to working through an

dividual Member States would implement in national law.
Following discussions in Parliament
in December 2006, the next step for the
AVMS proposal is for the European
Council to see if it can agree on a
“Common Position”—a version agreed
upon by representatives of the EU
Member State governments—before the
end of June 2007. The final version of the
AVMS Directive could be adopted in late
2007 or early 2008 and then implemented
in EU Member States by 2010.
Endnotes
1. Proposal for a Directive of the
European Parliament and of the Council
Amending Council Directive 89/552/EEC,
available at http://eur-lex.europa.eu/
LexUriServ/site/en/com/2005/com2005_064
6en01.pdf.
2. Note 14616/06, available at http://register.consilium.europa.eu/pdf/en/06/st14/st1
4616.en06.pdf.

agenda full of action items at our meeting in Key Largo, the Governing Committee and Division Chairs were busy
prior to arriving in Florida dealing with
opposition to a resolution proposed by
the ABA Commission on Effective
Criminal Sanctions – ABA Resolution
103D. Part IV of the Resolution (103D)
included a recommendation that action
be taken to “ensure that only law enforcement agencies have access to
records of closed criminal cases that do
not result in a conviction.” The resolution was presented to the ABA House of
Delegates for consideration during its
Mid-Year Meeting in Miami, which just
happened to coincide with the dates of
our Annual Conference in Florida. We
were able to mobilize the Forum Governing Committee and Division Chairs
to join with the ABA Section of Litigation First Amendment & Media Litigation Committee, the Reporters Committee for Freedom of the Press, and the
Coalition of Journalists for Open Government in opposing the resolution on
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3. See http://dynamic.abc.go.com/
streaming/landing.
4. See Jacques Steinberg, Censored
“SNL” Sketch Jumps Bleepless onto the
Internet, N.Y. TIMES, Dec. 21, 2006.
5. See http://arresteddevelopment.msn.
com/.
6. See http://goldrush.aol.com/.
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22.11.2006, available at http://www.europarl.
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and the “Network” Is AOL, N.Y. TIMES,
Apr. 13, 2006.
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2006.

the grounds that such legislation establishing such a presumption (of closure)
was contrary to public policy and would
be subject to serious constitutional challenge. Ultimately, the drafters of proposed Resolution 103D removed the offending provision from the resolution.
All the relevant documents concerning
the resolution and the coordinated opposition will be posted on our website.
Next year’s Annual Conference, our
13th Annual Conference, returns to the
Boca Raton Resort & Beach Club on
February 14–16, 2008. The Planning
Committee expects to get to work soon, so
please do not hesitate to provide any input
on program ideas and workshop topics.
The Annual Conference Planning
Committee is also working to secure a
western location for our conference in
2009. Details will be provided as soon as
the plans are finalized.
Enjoy this edition of Communications
Lawyer. If it’s not already, our Communications Lawyer should be considered
“must reading.”
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Balancing Press Freedom with Reputation:
The United States, England, and Australia
KYU HO YOUM

The threat of libel litigation offshore has
emerged as an ineluctable reality for U.S.
media, no matter where their offices and
production facilities are located. Most illustrative are recent libel cases in Australia, Canada, and England, each involving American news media. In 2002, the
High Court of Australia held Dow Jones
& Co. liable for defamation in connection
with online material published in Barron’s Online magazine.1 In 2004, a Canadian trial court rejected the Washington
Post’s argument that a former U.N. official’s libel lawsuit filed in Ontario against
the American newspaper be dismissed
because the case had nothing to do with
Canada. The decision was overturned in
2005.2 Most recently, the House of Lords
found, in Jameel v. Wall Street Journal
Europe,3 that the Wall Street Journal Europe was not irresponsible in publishing
defamatory statements about a Saudi
businessman.
Faced with the prospect of similar
cases, lawyers, academics, and journalists are coming to view defamation law as
a matter of international and comparative
law. Two recent books shed significant
light on this phenomenon: Defamation:
Comparative Law and Practice by Andrew Kenyon, director of the University
of Melbourne’s Centre for Media and
Communications Law, and The Right to
Speak Ill: Defamation, Reputation, and
Free Speech by the University of
Kyu Ho Youm, the Jonathan Marshall
First Amendment Chair at the University
of Oregon School of Journalism and
Communication, has reviewed a number
of publications on libel law, including
Sack on Defamation: Libel, Slander, and
Related Problems, Carter-Ruck on Libel
and Slander, The Law of Defamation
and the Internet, Reputations Under Fire,
and The International Libel Handbook.

Louisville law professor Russell Weaver
et al. Both books provide fascinating
comparisons of the libel laws of Australia, England, and the United States.
Defamation: Focused on
“Meaning” in Libel Law
Defamation concentrates on two issues
Kenyon considers essential to libel
litigation:
• The central role that a publication’s
meaning plays in defamation law and
practice, especially in England and Australia. Kenyon’s book fills a void in libel
law, for few have delved into the issue of
“meaning” in defamation law empirically
and comparatively.
• The ways in which media speech is
protected by qualified privilege in England and Australia and by the U.S. constitutional rules.4
In discussing a publication’s meaning,
Kenyon concentrates on four areas of
English and Australian law: (1) how parties in libel litigation are bound by any
meanings; (2) the degree of specificity required in pleading meanings; (3) whether
and how defense meanings are presented
to counter the plaintiff’s meanings; and
(4) the stage of a libel trial at which differences in meanings are examined.
Half of the ten-chapter book analyzes
defamatory meaning in the libel laws of
England and Australia. Sharing the
viewpoint of U.S. libel expert Rodney
Smolla,5 Kenyon views the meaning of
libelous words as an area of “cardinal
significance” in defamation law. After
providing a doctrinal analysis of “defamatory meaning,” he examines litigation
practices in England and the Australian
states of New South Wales and Victoria.
The investigation of libel practices is
based on the author’s review of court
files and his in-depth interviews with
fifty-six libel lawyers and judges.
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Defamation: Comparative
Law and Practice
by Andrew T. Kenyon
UCL Press: London (2006)
431 pages; $86.95
The Right to Speak Ill:
Defamation, Reputation,
and Free Speech
by Russell L. Weaver, Andrew T.
Kenyon, David F. Partlett &
Clive P. Walker
Carolina Academic Press:
Durham, N.C. (2006)
331 pages; $45.00
In England, Kenyon finds, defendants
almost always raise their own Lucas-Box
meanings6 different from the imputation
relied on by the plaintiffs. The Lucas-Box
defense meanings can determine what evidence defendants can adduce as a central
issue in libel litigation. By contrast, in
New South Wales, libel defendants rarely
plead meanings by way of contextual imputations or truth or comment. Instead,
the plaintiffs’ imputations are detached
from the publication. Thus, New South
Wales litigation practice allows no room
for the parties’ differences about defamatory meanings. Further, the imputations
do not relate to comments. In Victoria,
nonetheless, defendants often present
Lucas-Box meanings, and they invoke
truth and fair comments more frequently
than in New South Wales. This is because
defendants almost never accept plaintiffs’
imputations, and truth and fair comment
can be raised less rigidly.
Defamation also examines the role
that qualified privilege plays in England,
Australia, and the United States and con-

siders the practicality of litigating qualified privilege defenses. Kenyon finds a
comparative framework in the “actual
malice” rule from New York Times v.
Sullivan.7 He finds a conceptual link between the English and Australian qualified privilege and the Sullivan doctrine,
both of which recognize the preferred
position of political or public interest
speech in a democratic society.
This portion of the book centers on
the case law, such as Reynolds v. Times
Newspapers8 and Lange v. Australian
Broadcasting Corp.,9 combined, again,
with the author’s interviews with fifty
defamation lawyers in England, New
South Wales, and Victoria. Kenyon concludes that Reynolds privilege, which is
wider and stronger than the one recognized in Lange, has garnered more support among the English legal profession.
He also finds Reynolds’ practical impact
on English news media greater than that
of Lange on the Australian press.
Kenyon notes:
[R]easonableness under Lange is “more
onerous” for defendants than responsibility is under Reynolds. Lange appears
not to have improved the position of
publishers to any significant degree. It
has not reduced the apparent chill of
defamation law, apart perhaps from reducing suits by politicians. . . It is significant that English interviewees suggested
the media can raise more allegations and
stories of public interest under Reynolds.
This follows from the approach of English courts to a publication tone.10

In his chapter on U.S. law, Kenyon
offers a quick overview of pre-Sullivan
libel law, the Sullivan “actual malice”
doctrine, the status of public versus
private plaintiffs, the constitutional opinion privilege, state law on defamation,
interlocutory hearings and appeals, the
role of judges and juries in libel trials,
and appellate review. He also includes
an analysis of U.S. libel law practice
based on his interviews with twentyfour American media lawyers, concluding that
• The “actual malice” doctrine allows a
“more intrusive” appellate review in U.S.
libel litigation.
• American focus on factual falsity in
opinion distinguishes the United States
from England and Australia.

• The defamatory meaning in U.S.
practice concentrates more on factual
allegations.
• Motions to dismiss and for summary
judgment play a “far more important” role
in preempting trials than the pretrial meaning disputes in England and Australia.
• The status of plaintiffs is a decisive
factor in U.S. law while the type of speech
is overriding in English and Australian law.
Without question, Kenyon’s final chapter, “Comparative Defamation Law and
Practice,” is the gem of the book. Particularly from a comparative law perspective,
Kenyon’s U.S. findings will be useful to future research. First, libel judgments can be
analyzed to examine the role of substantial
truth in U.S. practice for ascertaining
defamatory meanings. Second, his research
material can be used to investigate libel
law, media content, and media production
practices in all three countries. And finally,
further work can be built based on earlier
research. Given Britain’s House of Lords’
recent decision in Jameel, Kenyon’s observation could not be more timely: “Just what
U.S. and English courts evaluate as an
‘adequate investigation’ in particular circumstances could be a valuable area for
research, especially when further decisions have appeared under Reynolds.”11
Right to Speak Ill: Broad Comparison
Right to Speak Ill is more readable and
less densely packed with exhaustive details, and its focus is broader than that of
Defamation although, of necessity, not
as detailed. It covers nearly all the key
subjects of libel law in England, Australia, and the United States.
Right to Speak Ill considers defamation law to be global in scope. Like
Kenyon, Weaver and his co-authors go
beyond an analysis of the case law. They
also examine news publishers’ behavior
“in the shadow of the law,” with a particular emphasis on how changing libel
laws affect the publication of political
speech.12 Their empirical project involved interviews with news reporters,
editors, producers, and media lawyers.
In comparing the libel law of three jurisdictions, Right to Speak Ill examines
• How do defamation laws vary?
• How do the variations affect the press
and press practices?

• Most importantly, do reporters (or,
more commonly, editors and producers)
kill news stories because of fear of
defamation liability?
• Even if stories survive, are they “significantly modified” because of the threat
of liability or the costs associated with
defamation litigation?
• How do defamation laws affect the
news media’s reporting on matters of
public interest?13
The nine-chapter book devotes space
evenly to the doctrinal and empirical discussion of libel laws in the three subject
countries. Starting out with concise
overview of the libel laws, the authors
proceed from the genesis of U.S. and
Australian libel laws in English common
law. They explain the distinctions between libel and slander, the English rule
on litigation costs, and the roles of jury
and judge in defamation actions. Their
review of defamation law looks at the
plaintiff’s perspective and the common
law libel defenses: justification (truth),
fair comment, and privilege.
Not surprisingly, the heart of the chapter on U.S. law is the landmark Sullivan
decision. The Supreme Court’s revolutionary restructuring of American libel
law is treated in considerable detail. A
number of significant post-Sullivan cases
are examined, including Sullivan’s extension to “public figures,” distinctions between private and public figures, judicial
applications of “actual malice,” and fact
versus opinion. The case discussion is to
the point, although it sometimes tends to
be bogged in tangential minutiae. Moreover, it is not entirely clear whether case
analysis relies on Supreme Court cases or
lower court decisions because the cases
are frequently discussed together.
The empirical research is derived
from the authors’ interviews with media
professionals and defamation lawyers.
The interviews in England and Australia
were conducted before and after qualified privilege was expanded in Reynolds
and Lange. Interviews in the United
States were post-Sullivan.
The pre-Reynolds English interviews
cover a range of issues, including threats
of lawsuits; insurance; the role of lawyers
(in the editorial process and elsewhere); the
“legally admissible evidence” standards;
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regional newspapers; and media reports
on political figures, the conduct of the
Parliament and the courts, and matters
of public interest. According to Weaver
and his co-authors, Reynolds has had a
“significant positive effect” on English
law. Nonetheless, the English media remain uncertain about the application of its
multifactor analysis, although the House
of Lords decision in Jameel is likely to
ameliorate some of the media’s concern.
The coverage of the pre-Lange Australian interviews parallels that of the preReynolds English ones. Nonetheless, the
Australian interviews also look at the rate
of defamation litigation, the motivation
of libel plaintiffs, “particularly litigious”
individuals, a “resourceful” media, and
Australia’s cost rules. The post-Lange interviews in Australia reveal that Lange
has not lived up to its expectations. The
Australian media remain unsure about
Lange’s “reasonableness” and “conduct
of government” tests. Further, the costs
rule still affects the media negatively.
Both the English and Australian interviews address whether English and Australian media would have covered Watergate as doggedly as the American
press did in the early 1970s. Their consensus: Such coverage would have been
all but impossible in England and Australia, because prepublication injunctions, the “reasonableness” requirement
in reporting, and the denial of the protection of news sources would have posed
insuperable barriers.
The areas covered during the American interviews are identical to those addressed in the English and Australian interviews, although with one significant
difference related to libel suits by police
officers. The findings should come as little surprise: The U.S. media are more
nonchalant about libel law than their
chary English and Australian counterparts, and the role of lawyers in American news production is less pronounced.
In their summary chapter, Weaver
and his co-authors reject the common
law approach to libel law as overly restrictive on speech. The Sullivan “actual
malice” rule, which they contend has essentially eliminated libel law’s “chilling
effect” on American news media, is regarded as a sensible way to reconcile

reputation with press freedom. Still, the
authors deem the Sullivan rule “misdirected” when it primarily concerns the
plaintiff’s status, and not the subject
matter of defamation. Meanwhile, they
suggest that Australia could benefit from
the English Reynolds privilege while at
the same time avoiding the mediafriendly excesses of the Sullivan rule. To
Weaver and his co-authors, the Lange
decision of the Australian High Court
offers little meaningful protection.
Practical and Scholarly
The practical value of the two books lies
in their revealing empirical data from extensive interviews with lawyers and
media practitioners in all three countries.
The findings provide rare insights into
how a country’s libel law affects the actual conduct of the news media and challenge many of our perceptions on the impacts of defamation law on news media
under different legal systems.
Kenyon notes the practical relevance
of his chapter on U.S. law to legal scholars and media lawyers alike:
Appreciating why the particular issues
are addressed in the chapter . . . should
help U.S. readers gain a new perspective on their situation and on the issues
that have importance when material is
published in significant defamation jurisdictions outside the U.S. In both instances, the intention is to support sophisticated comparative analysis by
commentators and practitioners. Understanding central elements of litigation practice should only help comparative doctrinal analyses—especially
when digital communications are increasing the risks of transnational liability for defamation, as well as transforming much legal practice.14

The scholarly value of the books is no
less important. On this point, Defamation provides much greater meticulous
analysis of its topic and painstaking documentation with a detailed appendix that
details the author’s research methodology. Right to Speak Ill also has substantial
scholarly merit and provides ample resources for readers who wish to pursue
any of its topics.
Although the two books can be distinguished in their analytical depth and
focus, they also overlap to a considerable extent. This might have been some-
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what inevitable, given that they examine
the same countries and that Andrew
Kenyon, the author of Defamation, is a
co-author of Right to Speak Ill.
Regardless, Defamation and Right to
Speak Ill are both worth the price. Especially to those interested in libel law in
action, both books stand out for their
thorough analyses and significant contribution to comparative law research.
From my perspective as a comparativist
in libel law, there are few books comparable to, or competitive with, these two
books. In that respect, each one is, after
all, sui generis.
Endnotes
1. Dow Jones & Co. v. Gutnick [2002]
H.C.A 56.
2. Bangoura v. Washington Post, 258
D.L.R.4th 341 (Ont. Ct. App. 2005).
3. [2006] U.K.H.L. 44.
4. Andrew T. Kenyon, Defamation:
Comparative Law and Practice 1 (2006).
“Qualified privilege” in English and
Australian law, as it has evolved since the
mid-1990s, is distinguished from the common-law qualified privileges such as the fair
report privilege. Kenyon notes: The new
“qualified privilege” is concerned with
“publications to the world at large” rather
than with “occasions in the traditional
sense.” Id. at 196.
5. RODNEY A. SMOLLA, LAW OF
DEFAMATION § 4:1 (2d ed. 2006).
6. The “Lucas-Box meanings,” which are
derived from the English Court of Appeal
decision in Lucas-Box v. News Group
Newspapers [1986] 1 W.L.R. 147, refer to
the meanings the libel defendant seeks to
justify while denying the plaintiff’s defamatory meanings.
7. 376 U.S. 254 (1964).
8. [2001] 2 A.C. 127.
9. [1997] 189 C.L.R. 520.
10. Kenyon, supra note 4, at 372 (citations
omitted).
11. Id. at 388–89.
12. Weaver et al., The Right to Speak Ill:
Defamation, Reputation, and Free Speech
xiv (2006).
13. Id. at 15.
14. Kenyon, supra note 4, at 4–5 (citing
Berezovsky v. Forbes [2001] 1 W.L.R.
1004; Dow Jones v. Jameel [2005]
E.W.C.A. Civ. 75; Dow Jones v. Gutnick
[2002] 210 C.L.R. 575).

COURTSIDE
BY PAUL M. SMITH, DONALD B. VERRILLI, JULIE M. CARPENTER, KATHERINE A. FALLOW, MATTHEW HELLMAN, AND
JOSHUA BLOCK

In this issue we feature two First
Amendment cases pending in the
Supreme Court.
FEC v. Wisconsin Right to Life, Inc.
Before the 2004 election, a corporation
called Wisconsin Right to Life, Inc.
(“WRLT”) planned to run television advertisements encouraging viewers to
contact Senator Russ Feingold, who
was then running for reelection, to oppose filibusters of President Bush’s judicial nominees. Those advertisements
will be the subject of an upcoming
Supreme Court argument in, Federal
Election Comm’n v. Wisconsin Right to
Life, Inc. (No. 06-969. Jan. 19, 2007).
The case offers the Court the chance
to revisit its landmark 2003 landmark
campaign finance ruling in McConnell
v. Federal Election Comm’n.1 The potential exists that one of McConnell’s
core holdings could be narrowed substantially, a holding in which the nowretired Justice O’Connor provided the
fifth vote.
In McConnell, the Court upheld the
constitutionality of the Bipartisan
Campaign Reform Act of 2002
(“BCRA”). One of BCRA’s most controversial provisions is its ban on “electioneering communications.” In Buckley
v. Valeo,2 the Court had limited campaign finance restrictions to advertisements that employed “explicit words of
advocacy of election or defeat of a candidate.” In contrast, political advertisements that did not expressly endorse or
criticize a candidate were “issue ads”
that the state lacked a sufficient interest
in regulating.
Paul M. Smith (psmith@jenner.com);
Donald B. Verrilli (dverrilli@jenner.
com); Julie M. Carpenter (jcarpenter@
jenner.com), and Katherine A. Fallow
(kfallow@jenner.com) are partners in
the Washington, D.C., office of Jenner &
Block LLP. Matthew Hellman (mhellman
@jenner.com) and Joshua Block
(jblock@jenner.com) are associates
with the firm.

When Congress enacted BCRA, it
concluded that the express advocacy
limitation was porous, in that advertisements advocating or opposing a candidate would simply bypass the magic
words of endorsement. As a result,
Congress expanded the definition of a
prohibited electioneering communication in § 203 of BCRA to include any
advertisement sponsored by a corporation or union aired sixty days before a
general election that merely mentions
the name of a candidate for federal office. Advertisers who made electioneering communications were required either not to mention the name of the candidate, or to pay for the advertisement
from a segregated fund.
In McConnell, the Supreme Court
upheld the constitutionality of § 203
against a facial attack by a five-to-four
vote. In doing so, the Court credited
Congress’s finding that “advertisers can
easily evade the line [between express
advocacy and sham issue advertisements] by eschewing magic words.”3
In 2004, WRTL filed suit in district
court against the Federal Election
Commission seeking to enjoin § 203 as
applied to its advertisements encouraging voters to contact Senator Feingold,
urging him to oppose judicial filibusters. A three-judge district court,
empanelled under BCRA’s provisions,
dismissed WRTL’s complaint as a matter of law, finding that under McConnell,
§ 203 constitutionally barred WRLT
from running advertisements that mentioned Senator Feingold by name within
sixty days of the election.
The Supreme Court, pursuant to
BCRA’s procedures, noted probable jurisdiction of an appeal from the dismissal
of the complaint. At oral argument, there
was vigorous questioning of both sides,
with the McConnell majority suggesting
that the case was controlled by the earlier
opinion, and the new Chief Justice questioning whether the earlier opinion established the Act’s constitutionality as to all
advertisements. The result was a brief

unanimous per curiam opinion that
remanded the case stating that “[i]n upholding § 203 against a facial challenge
[in McConnell] we did not purport to
resolve future as-applied challenges.”
On remand in 2006, a divided threejudge district court held § 203 unconstitutional as applied to the Feingold advertisements. The majority opinion first
asked whether the advertisements were
“expressive advocacy or its functional
equivalent,” and thus subject to regulation under McConnell. Limiting its inquiry to the four corners of the advertisements, the majority concluded that the
WRTL advertisements were not intended
to influence voters’ decisions, noting
that they did not mention an election, or
comment on Senator Feingold’s candidacy or fitness for office. The majority
thus found that they did not fall within
McConnell’s purview. The court then
went on to assess whether such “nonsham” advertisements could be constitutionally restricted under § 203, and found
that there was no adequate state interest
that could support regulation of such
advertisements.
The government, joined by a group
of Senators who had intervened in the
case, appealed the decision, and the
Supreme Court noted probable jurisdiction in January 2007. As the case returns to the Supreme Court, it is unclear
how searching an inquiry the Court will
permit. Complicating matters is the fact
that Justice O’Connor, who provided
the fifth vote to uphold § 203, has been
succeeded by Justice Alito, whose
views on campaign finance and the
First Amendment are not yet known.
TSSAA v. Brentwood Academy
In No. 06-427, Tennessee Secondary
School Athletic Ass’n v. Brentwood
Academy, the Supreme Court will consider whether an interscholastic athletic
association’s recruiting rules violated
the First Amendment by restricting a
member school’s ability to communicate with potential student athletes. This
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is the second time the nearly ten-year
long dispute has reached the Supreme
Court. The current appeal provides the
Court with the opportunity to consider
what standard should be used to evaluate athletic recruiting rules and other
speech restrictions imposed as part of
contractual relationships between private parties and the government.
TSSAA is a voluntary athletic association of public, independent, and
parochial schools in Tennessee.
Brentwood Academy, a member of
TSSAA, is an independent school in
Tennessee that boasts a successful football team with a history of outperforming competitors from larger schools in
the association. In 1997, TSSAA found
that Brentwood had violated recruiting
rules by sending a letter to eighth grade
athletes who were not yet enrolled at
Brentwood and by giving two eighth
grade students at other schools free tickets to Brentwood football games. After
an internal hearing and an appeal before
the TSSAA’s Board of Control, TSAA
imposed several penalties on
Brentwood, including placing the
school on probation, excluding certain
Brentwood teams from the playoffs, and
assessing a $3,000 fine.
Brentwood then sued TSSAA and its
executive director in federal court for
violations of its First and Fourteenth
Amendment rights. In 2001, the
Supreme Court decided in a five-to-four
decision that, although TSSAA is technically a private entity, it is sufficiently
“entwined” with the state board of education to qualify as a state actor.4 As a
result, the Court concluded that
TSSAA’s conduct must comply with
the First and Fourteenth Amendments
and that TSSAA could be held liable for
damages under 42 U.S.C.§ 1983. The
Court noted that its decision “does not,
of course, imply anything about the
merits of Brentwood’s complaint; the
issue here is merely whether Brentwood
properly names the Association as a
§ 1983 defendant, not whether it should
win on its claim.”5
On remand, the Sixth Circuit concluded that TSSAA’s recruiting rules
were content neutral “time, place, and
manner” regulations and should be
evaluated under “intermediate scrutiny”

to determine whether they are narrowly
tailored to serve a substantial governmental interest. Applying that standard,
the district court determined after a
bench trial that, as applied to Brentwood,
TSSAA’s enforcement of its recruiting
rule violated the First Amendment. On
appeal, a divided panel of the Sixth
Circuit affirmed that conclusion.6
Writing for the majority, Judge
Gibbons rejected TSSAA’s argument
that its recruiting rule should be analyzed under the more deferential standards that courts use when the government limits the speech of its employees
or independent contractors. Instead, the
majority concluded that TSSAA was
acting as a governmental regulator and
that “[t]he applicability of the First
Amendment to regulation of speech by
the government in this context does not
vary depending on whether the speech
relates to a matter of public concern or
whether the relationship between the
government and the speaker is voluntary or contractual.”7
Applying the intermediate scrutiny
test, the panel concluded that although
TSSAA has a substantial governmental
interest in protecting student athletes
from exploitation, TSSAA’s rule was
not sufficiently “narrowly tailored” in
these circumstances. The court pointed
out that, although the eighth grade students contacted by Brentwood’s coach
were not yet enrolled at the school, they
has already been admitted to Brentwood
and had signed enrollment contracts for
the coming year. The panel concluded
that because TSSAA could not produce
evidence that the coach’s letter resulted
in student exploitation, the association’s
substantial interests would not be
served by punishing Brentwood.
Judge Rogers dissented, arguing that
Brentwood has no more of a First
Amendment claim than “a coach who is
thrown out of a game for talking back to
a referee.”8 In its petition for certiorari,
TSSAA echoed Judge Rogers’ dissent
and argued that the Sixth Circuit applied the wrong doctrinal framework.
TSSAA argued that that the government
can set certain speech restrictions as a
condition of participating in voluntary
governmental programs. TSSAA contended that the recruiting rule should,
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therefore, be evaluated under the more
deferential Pickering test used to protect
the speech of government employees.
Under that framework, a court would first
determine whether Brentwood’s speech
was on a matter of public concern, and
if that threshold is met, a court would
then balance the interests of the speaker
against TSSAA’s interests in administering the program.
TSSAA also argued that even if its
recruiting rule is evaluated as a time
place and matter regulation, the Sixth
Circuit erred in requiring TSSAA to
show explicit proof of actual injury in
every individual case that the rule is enforced. Finally, TSAA asked the
Supreme Court to reconsider its earlier
conclusion that the association qualifies
as a state actor. According to TSSAA,
the “entwinement” test has proved confusing and unworkable for the lower
courts and should be abandoned. Now
that Justice O’Connor has retired and
been replaced by Justice Alito, only
four of the Justices who joined the initial five-to-four majority opinion remain
on the Court.
The Court will hear oral arguments
on April 18, 2007. If TSSAA persuades
the Court to overrule its 2001 decision
that the association is a state actor, then
the Court will be able to sidestep the
dispute over which First Amendment
test should apply. If the Court reaches
the merits of Brentwood’s First
Amendment claim, it will have the opportunity to clarify what standards
should be used to evaluate speech restrictions in this novel context.
Endnotes
1. 540 U.S. 93 (2003).
2. 424 U.S. 1 (1976).
3. 540 U.S. at 193.
4. Brentwood Acad. v. Tenn. Secondary
Sch. Athletic Ass’n, 531 U.S. 288 (2001).
5. Id. at 305.
6. Brentwood Acad. v. Tenn. Secondary
Sch. Athletic Ass’n, 442 F.3d 410 (6th Cir.
2006).
7. Id. at 424.
8. Id. at 444 (Rogers, J., dissenting).

Going In-House: Words of Advice from Three
Who Made the Move
BY JONATHAN H. ANSCHELL, ROBERT D. LYSTAD, AND KURT WIMMER

The readership of Communications
Lawyer includes both private practitioners and lawyers who have made the move
in-house to work for media organizations. Communications Lawyer asked
three media lawyers who recently crossed
that great divide—Jonathan H. Anschell,
Executive Vice President and General
Counsel of CBS Broadcasting Inc.,
Robert D. Lystad, Vice President—
Claims for Media/Professional Insurance; and, Kurt Wimmer, Senior Vice
President and General Counsel of Gannett Co.—to share a few words of advice
for those contemplating a similar move.
JONATHAN H. ANSCHELL
1. Client development doesn’t stop
when you go in-house.
It might seem counterintuitive because
your clients are stuck with you when
you’re an in-house lawyer, but embarking on a client development campaign is
as important as on the inside as it is in
private practice. This was one of the
best pieces of advice I got when I was
preparing to join CBS. Many of your inhouse clients may not have had any
involvement in recruiting or hiring you,
which is why taking the time to build
relationships with those stakeholders is
so important.
Media organizations can be complicated animals, made up of strong personalities and distinct constituencies.
Jonathan H. Anschell is Executive Vice
President and General Counsel of CBS
Broadcasting Inc. Previously, Jonathan
was a partner in White O’Connor Curry
in Los Angeles. Robert D. Lystad is Vice
President–Claims for Media/Professional
Insurance. Before joining Media/
Professional, Bob was a partner in
Baker & Hostetler in Washington, D.C.
Kurt Wimmer is Senior Vice President
and General Counsel of Gannett Co.,
Inc. Prior to joining Gannett, Kurt was
a partner in Covington & Burling in
Washington, D.C.

Taking the time to meet with them on
their turf, learn about their business, and
hear their thoughts about the legal issues
they face will make your life easier when
it comes time to seek settlement authority, break bad news, or explain legal
constraints. In the process, you’ll have
the chance to meet an array of interesting people who are passionate about
their work and the cause it serves—one
of the greatest benefits of working
inside a media company.
2. Sometimes “no” isn’t an answer.
Media lawyers in private practice often
enjoy the opportunity to research and
analyze legal issues in the abstract. A
client may call requesting a memo on
the state of the law on a cutting edge
issue, without expressing a commitment
to a particular course of action.
That intellectual luxury can be harder
to come by when you’re working inside
a media company. Often, journalistic
or creative objectives may compel a
course of action that you, as an in-house
lawyer, would just as soon counsel
against. But sometimes, because of that
journalistic or creative vision, you might
be stuck with that course anyway.
This does not mean that you are
required to set your judgment as a
lawyer aside and sit idly by while your
client proceeds headlong into unreasonable risk. To be sure, there will be situations in which your best course is to
express, in the strongest possible terms,
the legal reasons weighing against a
choice that your client favors on business, creative, or journalistic grounds.
But those absolutes will be few and far
between. More often, a course of action
you are asked to evaluate may present
some degree of risk but your research
will suggest ways that risk can be mitigated. Your most valuable contribution
in those situations is not a simple “yes”
or “no,” it is to explain the risks to the
clients who make the ultimate risk toler-

ance decisions for your company, while
offering ways for your clients to realize
their objectives while minimizing that
risk to the extent possible.
3. Your best resource is the
lawyer sitting next to you.
For a lawyer moving in-house from
private practice, it can be hard to turn
off the inclination to research every
question anew and to start from scratch
when facing a problem. More than likely, some variation of the question
you’re facing has come up before, and
any drama you might be living through
probably has played itself out previously in other forms.
In those situations, there is no substitute for institutional memory, and that’s
where your colleagues can be a tremendous help. During my short time at
CBS, the lawyers I work with—some of
whom have been with the company for
two decades or more—have steered me
around trouble more times than I can
count. While your own knowledge,
ingenuity, and analytical skills will be
indispensable in an in-house setting,
oftentimes your best resource is the
lawyer sitting in the office next door.
ROBERT D. LYSTAD
1. Love thy new legal treatises.
In-house media/IP opportunities are
varied and varying. I joined a major
media insurance company so I’m learning about insurance issues that I rarely
had to confront in private practice.
Many of my friends and former colleagues joined big media companies,
mostly in New York and Los Angeles,
although there are prospects across the
nation. A common refrain amongst my
friends: “Boy, I never thought I’d have
to research that subject.”
Sure, a media lawyer going in-house
is likely to face an abundance of
media/IP-related issues. But you’re also
likely to be asked to provide quick and
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sage advice about labor and employment
issues, advertising law, contract matters,
antitrust law, criminal procedure, and
myriad other issues. One of my former
colleagues actually had to research
whether a covenant in a real estate contract prohibited filming on the property in
question; she hadn’t a clue where to
begin. You may be just as lucky if you
move in house. So get ready to expand
your horizons. (Oh, and don’t be surprised if your new nonlawyer friends in
the company ask you fix their speeding
tickets because, after all, you’re a lawyer
and you know how to fix anything.)
2. Honor thy new constituencies.
Once upon a time you only had to report
to a partner and maybe the client’s inhouse lawyer. And now? How’s this for
a chain of command in a typical company: the CEO, the CFO, the General
Counsel, and the Deputy General Counsel, plus a dotted line to the HR Director.
In the case of an insurance company
lawyer like me, I have many wholly different constituencies. I report directly to
the CEO, but I also have to accommodate our insureds, our parent company,
our insurance carriers, our insurance brokers, and our beloved outside counsel.
Each requires unique attention.
Some media companies have a strict
hierarchy (“thou shall not speak to anyone higher up the corporate ladder other
than thy direct superior”). Others, like
my company of just 100 employees,
follow a completely open-door
approach. Regardless, compared to a
law firm, it is different. Prepare for it.
3. Cherish thy new found freedom.
In three words: “no more timesheets.” I
don’t mean to say that I felt burdened
by timesheets—and billable hours—
during my years in private practice.
But . . . I did. Let’s be honest, having
timesheets and billable hours looming
over you can be cause for discomfort.
I cherish my former clients. I do not
cherish having to keep detailed diaries
of my hours spent on their behalf
(although they rightfully expect this).
By no means does being “in-house”
necessarily mean that the work is not as
rigorous or demanding, but typically in-

house life means more flexibility over
your time and your family’s time. So,
for instance, when you conjure up a
novel legal theory at 4 P.M. on a Friday,
you can have your outside counsel do
the research and give you an answer on
Monday morning while you spend the
weekend whacking a little white ball
across a lush green expanse and sipping
fruity concoctions poolside. Of course,
on Monday when your idea pans out,
you may be toiling over the brief into
the evening just as you always did. But
at least you’ll have known in advance it
was coming and planned accordingly.
KURT WIMMER
1. Understand your role—
and your client.
You’re going to a new world when you
start to work within a company. Don’t
underestimate how different it is from
your past experiences. As with any new
role, your success will depend on how
well you understand your place in this
new world. But you’re not alone—you
have friends and former colleagues who
have made the transition, too. Call
them. You’ll be surprised at how generous they will be with their time and
advice because they, too, have been
where you are today.
Someone will point you to GC Rules:
350 Things I Wish I’d Known in my First
Year as General Counsel, in the Association of Corporate Counsel Docket. It’s
good reading, and there’s one thread of
advice in it that is essential: “No surprises.” (Your executives and board won’t
want surprises, and you won’t want surprises from your colleagues.)
But the most important understanding
you must gain as you move into a company is a robust understanding of your
client. Many lawyers in private practice
pride themselves on understanding their
clients’ businesses—I know that I did.
But when you go in-house, be prepared to
learn your client’s business in a broader
and deeper way than you would have
thought possible when you were in private practice. And you’ll need to learn not
only the legal aspects of your client’s
operations, but all of its business—your
client’s strategies for the future; its history; its officers, directors, and managers;
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its financial and business plans; its risk
tolerances; its dealmaking style—in short,
its personality. You’ll need to know all of
this because you’re about to become a
part of a team in which your role will,
most likely, be broader than the role you
had in most matters as outside counsel.
You will still be a lawyer, of course,
and you’ll need to keep your legal skills
as sharp as ever. But your business
instincts will matter tremendously in
your new role because you will be seen
as a trusted advisor. You’ll need to
think about the practical results of your
legal advice and how it fits into your
client’s business strategies. And that’s
where your deep understanding of your
company will be essential. You learned
in private practice that no client is interested in a cold and clinical discussion
of the legal issues that doesn’t take its
business needs into account. You’re
now about to take that concept to the
next level. So take a deep dive—ask lots
of questions, read everything you can
find, take business people to lunch, look
for meetings you otherwise wouldn’t
attend as a lawyer but that will teach
you about the company as a business
person. You’ll learn a lot, and you’ll
have a great time doing it.
2. Watch your schedule.
So you’re in private practice, juggling a
dozen or more interesting client matters,
writing articles, speaking at conferences,
building your firm’s practice, and working on firm committees. You’re having
fun, and the adrenalin rush from all of
these responsibilities is addictive and
exhilarating. You might think that this
will change when you go in-house to that
more relaxed schedule that some of us
hear about.
Not exactly. Your schedule will
change, to be sure, but the demands on
your time will continue to be just as
challenging and exhilarating. Just as
most companies value outside lawyers
who staff matters leanly, most companies are equally committed to lean
staffing in their internal legal departments. That means that you’re being
hired for a particular role, and that your
advice will be central to issues that arise
in your area. When meetings, negotia-

tions and presentations concern your
area, you simply must be there—it’s less
likely that you can hand off to a partner
or colleague than is the case in private
practice. You also will find that you’re
working very hard to be prepared for
those opportunities. This structure has
enormous benefits, of course, because
you can be “in” on the ground floor
when essential decisions are made, and
you will have the opportunity for your
views to be heard at the very outset of a
strategy. But this structure puts a premium on your ability to manage your time
so that you can do all of the other things
that may be required of you—managing
other lawyers and personnel, managing
and budgeting for outside counsel, monitoring legal and business developments
that matter to your client—in addition to
being available when you’re needed for
your client.
Moreover, many of the financial disincentives for including outside counsel
now have been removed from your economic structure. In other words, you
will be invited to more meetings than
you had been in private practice. You’ll
read elsewhere about the freedom of no
longer writing down your time. Sure, it’s
great not to keep track of your hours—
but the biggest effect of no longer billing
by the hour is the change you’ll see in
your schedule. Hourly billing imposes
discipline on client invitations for meetings. Now that you’re on an “all you
can eat” plan, prepare to spend more
time in meetings. But the good news,
and it is very good news, is that your
new, more meeting-driven culture will
mean a greater strategic involvement
than you would have thought possible.
An easier schedule? Unlikely. But
you’ll be having so much fun that you
won’t notice.

ture. It may not seem inappropriate for
any partner to snag any associate for a
project in many firm structures, for
example, even if that associate isn’t
among the usual lawyers working for
that partner.
It’s not quite the same in corporate
America. Lines of authority and responsibility are there for a reason, and they
actually matter. Remember to respect
them. For example, if you need some
help from a particular business person,
make sure that her or his supervisor is
on board with your request—you can’t
know that person’s overall responsibilities and workload, and you will need to
be sensitive to those issues. Of course,

organization structures can’t be a straitjacket, and you’ll find your way
through to the informal peer relationships that we’ve all valued so much in
the law firm world. But on your way
there, be sure to remember that you’re
in a different world.
And as you do, you’ll find that living
in that world has opened up new understanding for you about how your clients
work—how legal advice truly matters
within companies; how lawyers, both
internal and external, can make a real
difference; and how important the law
really is. You’ll get to see the impact of
your work in a new and direct way. And
you’ll have a great time doing it.
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