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A View From Across the Pond:
Duran Duran’s Termination
Rights Under The U.S.
Copyright Act Come Undone
By British High Court Ruling[1]
BY KENNETH D. FREUNDLICH AND MICHAEL J. KAISER
INTRODUCTION
n 2014, the British rock band Duran Duran served upon their music
publisher, Gloucester Place Music Limited (“GPML”), Notices to
Terminate Duran Duran’s 1980’s grants of U.S. copyrights in thirty-seven
valuable songs to GPML’s predecessor. The relevant music publishing
agreements contained a broad grant of rights, an English choice of law clause
as well as a clause mandating that disputes be heard in English Courts. As
with most agreements of this type, the grant of rights clauses did not address
the exercise of U.S. termination rights—rights that are generally deemed
inalienable—under the U.S. Copyright Act[2], 17 U.S.C. § 203.
GPML fought back by filing an action against Duran Duran in the
England and Wales High Court of Justice (Chancery Division), in an action
titled, Gloucester Place Music Limited v. Le Bon, et al., [2016] EWHC 3091
(Ch) (“Gloucester Place”). In Gloucester Place, GPML, recognizing that it
could not otherwise prevent Duran Duran from purporting to exercise their
termination rights under U.S. law, nevertheless sought a judgment that the
exercise of such termination rights was a breach of the Duran Duran music
publishing agreements by derogating from the agreements’ otherwise broad
grant of copyrights for the full terms thereof.
Gloucester Place has brought to the forefront, indeed to the courtroom, a
nagging question as to what might happen if a foreign author tried to terminate

I

CONTINUED ON PAGE 39

Flying Down to
Rio - The 2016
Summer
Olympic Games
BY JOHN T. WENDT

F

lying into Rio de Janeiro for the
2016 Summer Olympic Games one
can see the beautiful, shimmering
beaches of Guanabara Bay and the
mountains rising from out of the water.
But, the view from above hid many of
the problems below. Contaminated
venues, the Zika virus, and crime
dominated the headlines. In August,
2016 just before the Games began
visitors were greeted by local striking
police holding banners in English and
Portuguese saying, “Welcome to
Hell...Police and firefighters don’t get
paid…Whoever comes to Rio de
Janeiro will not be safe.”
Brazil’s once vibrant economy is
in a prolonged recession with doubledigit inflation. Its debt had been downgraded to junk status and billions of
dollars were stolen from state oil giant
Petrobras. Brazil’s first female President
President Dilma Rousseff was impeached
CONTINUED ON PAGE 57
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W

elcome to the winter issue of the
Entertainment and Sports Lawyer. Thanks to
our editor in chief, Brian Rosenblatt, and his
staff of writers and editors, for compiling yet another
incredible issue of original and cutting edge articles
and materials. Brian has curated a series of articles
for this issue that promise to be an invaluable resource for most of
our members, and we take great pride in the diversity of authors and
contributors.
By the time you read this, 2016 will have passed; a new
President will have been inaugurated; and the Forum is already well
underway with its agenda for 2017. This year’s annual meeting in
October at the Cosmopolitan was one of our most successful ever!
You can still view the brochure here. We have included a series of
Law Student Reviews of several of the panels in this issue…if you
were there, you will appreciate! If you weren’t, please see what you
missed, and start making your plans now to attend the 2017 Annual
Meeting, October 5-7, 2017, again at the amazing Cosmopolitan
Hotel in Las Vegas. (And yes…The Cosmopolitan will be the site of
our Annual Meeting for at the least the next few years!)
In addition to our Annual Meeting, we have a lot of other
upcoming events planned. February 3, 2017, the Forum will be
presenting at the ABA Midyear Meeting in Miami with its program
“Tales from the Red Carpet! What Every Attorney Needs to Know
About Producing and Directing in Film and Television in the Age
of the New Media” moderated by Richard Rappaport. On February
10th, many of our music members will be in attendance at the ELI
Luncheon in Los Angeles in celebration of this year’s Grammy
Awards. The ELI hosts a writing competition, and we publish the
winning law student paper in the Entertainment and Sports Lawyer
each year. In mid-March, the Forum will be out in full force at the
annual SXSW Conference. Then, on March 30 and 31, we are hosting
our mid-year meeting, the International Legal Symposium on the
World of Music, Film, Television and Sports at University of Miami
School of Law in Coral Gables, FL. This is a very special event, and
one that should not be missed. One week later, on April 6th, the
Forum holds its annual Video Game and Digital Media Conference
at University of California-Hastings College of Law. On August 11th,
we are again presenting a panel at the ABA Annual Meeting (not to
be confused with the Forum Annual Meeting) in New York, currently
titled “The Rules of The Road - Current Issues in Touring in the
Entertainment Industry”. And, of course, don’t forget all of the
incredible webinars we have throughout the year!
If you are not receiving our emails, please look at our website as
it is periodically updated with this information and other notices from
our board. Also, please check your profile at MyABA to ensure that
you have not opted out of many of these communications.
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Message from the Chair
(continued from page 2)

Your continued support is greatly appreciated as our group
is funded exclusively through dues, programming and
sponsorships. Please stay in touch and feel free to reach out to let
us know how we can continue to provide you with the resources
and benefits that you expect.
I look forward to meeting you in person in Vegas, or at any
events for which you join us.
Should you have any questions about your Forum
membership or our initiatives moving forward, please do not
hesitate to contact me or the forum staff at
ABAESForum@americanbar.org.
Best regards,

Janine Small

Letter From The Editor
“The future is unwritten.”—Joe Strummer
BY BRIAN A. ROSENBLATT
Bryce Downey & Lenkov LLC
Editor‐in‐Chief, Entertainment and Sports Lawyer
Stevenson, and answers the question… “what is the
difference between a barrister and a solicitor?”
Completing the international aspects are John
Wendt’s article on the Rio Olympics, a comparison and
companion piece to last year’s article addressing the
short-comings of the Sochi Olympics, and Michael Gu’s
assessment of China’s Film Industry Promotion Law.
Bringing our focus back stateside, what could be
more American than Broadway and Baseball? Jeff and
Todd Brabec provide us with a detailed look at various
deals and agreements for Broadway Musicals. Bryan
Frye takes a detailed look at the interplay between the
Rights of Publicity and Privacy and Copyright law
within the Baseball Card Industry. And…lest we
forget…at the time of this printing…the Cubs’ pitchers
and catchers should be reporting to Spring Training in
just a couple of weeks!
Michelle Wahl and Kenneth Freundlich have prepared,
once again, another exemplary Litigation Update, which
we are certain you will want to keep on your shelf as an
invaluable resource.
Jeremy Evans follows his last article on stadium
financing with a road-map for building, and maintaining,
a successful sports franchise by leveraging venue, lease,
market and personnel assets. We are thrilled to have a

Dear Forum Members:

W

elcome to Issue 33:2 of the Entertainment and
Sports Lawyer! By the time you are reading
this, 2016 will be over, a new President
inaugurated, and a new year begun! And none too soon!
2016 was harsh in how it stole from us so many of our
heroes. We can only hope and pray that 2017 makes for
a better year; certainly, there will be change, but that is
not necessarily bad.
As our Forum continues to expand and diversify,
this issue introduces a true international flavor. We start
with a most poignant review of the Duran Duran Copyright
Termination case from England written by the chair of
the Forum’s Litigation Division, Kenneth Freundlich,
and his colleague, Michael Kaiser. From there, we take a
trip across the pond to explore the ramifications of Brexit
and how it impacts the legal profession, and the media
and technology sectors in a fascinating article by Ben
Stevenson of the Law Society of England and Wales, and
Carolyn Pepper of Reed Smith LLP. Their article provides
in depth analysis of how Brexit will impact international
intellectual property and the entertainment industry.
Alexandra Darraby provides us with an interview with Ben
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first time author, Katherine Imp, provide us with an
assessment of the balancing of the Right of Publicity and
the First Amendment in reference to the Hurt Locker
case. Another first time author for the Journal, Joey
Novick, shares with us a practical take on the top areas
of legal concern for Arts not-for-profit organizations.
Pamela Bass sends us a review of Alexandra
Darraby’s Art, Artifact, Architecture & Museum Law,
an absolute must-read compendium!
And finally…we take a look back at the 2016 ABA
Forum on The Entertainment and Sports Industries’
Annual Meeting with a series of articles. We open this
section with a detailed interview of the Forum’s
Chairperson, Janine Small, by our Law Student Editor,
Amanda Alasauskas. The interview was done primarily
during the Annual Meeting, and provides a wonderful
perspective on a great leader, a respected colleague, and
a dear friend. We then share with you our Young Lawyer
and Law Student Perspective Series, which include
summaries of certain panels:

As always, the Journal simply would not be published
without the dedicated work of several unsung heroes. I
would like to thank Robert Pimm, Steve Weizenecker,
Miriam Stern, Maidie Oliveau, Vered Yakovee, Richard
Greenstone, Kenneth Freundlich, and Amanda
Alasauskas for their tremendous efforts and dedication.
And, a special thank you to Carol Simmons and Jill Peña
at the ABA for ensuring that everyone’s hard work is
published and gets into the hands of our Forum Members.
I encourage anyone interested to reach out to me
and submit articles. We welcome submissions from any
and all authors, and are always seeking amazing articles.
The Author Guidelines can be found at here. The
pending deadlines for article submissions are:

 D’Bria Bradshaw’s “A Law Student’s Perspective:
Breaking Into The Industry”
 D’Bria Bradshaw’s “A Law Student’s Perspective:
Sports Team General Counsels”
 Amanda Alasauskas’ “A Law Student’s Perspective:
Digital Get Down-Music Licensing in the Digital Age”
 Ashley Mapp’s “A Law Student’s Perspective: One
Attorney, Two Teammates: How Should Sports
Attorneys Interpret Rule 1.7 Under the MRPC?”
 Kirsten Housel’s “A Young Lawyer’s Perspective:
Virtual Reality & The Role of Sports Content”

Forum at the ABA Midyear Meeting



Spring 2017 (anticipated April Publishing)
February 15, 2017



Summer 2017 (anticipated July Publishing)
May 15, 2017



Fall 2017 (anticipated October Publishing)
August 15, 2017



Winter 2017/2018 (anticipated January Publishing)
November 15, 2017

Best Wishes for a Happy, Health, & Successful New Year!
Sincerely,

Brian Rosenblatt

Join our panel of experts as they review the legal and business aspects
of producing and directing motion pictures and television, including
distribution in the United States and internationally. Discussions will
also include the preservation of the creative and editorial intent of
producers and directors within the industry in the global exploitation
of such properties.
MODERATOR
 Richard Warren Rappaport, Esq., The Law Firm, Richard Warren Rappaport,
Esq., Boca Raton and Miami Beach, FL

http://ambar.org/entertainmentsports

PANELISTS
 Neda Ghomeshi, Esq., Hunter Taubman Fischer & Li LLC, Coral Gables, FL
 Emily Patricia Graham, Esq., The Law Offices of Emily Patricia Graham,
Clearwater, FL
 Shannon Harvey, Esq., Law Offices of Shannon Harvey, Miami Beach, FL
 Tyler Rabinowitz, Director, Producer, Tyler Rabinowitz Productions, LLC,
New York, NY
 Jose Sariego, Esq., Bilzin Sumberg Baena Price & Axelrod LLP, Miami, FL
 Bryan Thompson, CEO/ Festival Director, Miami Web Fest/ Miami Vet Fest,
Miami, FL

Published in Entertainment & Sports Lawyer, Volume 33, Number 2, Winter 2017. © 2017 by the American Bar Association. Reproduced with
permission. All rights reserved. This information or any portion thereof may not be copied or disseminated in any form or by any means or
stored in an electronic database or retrieval system without the express written consent of the American Bar Association.
Entertainment and Sports Lawyer

Page 4

Winter 2017 / Volume 33, Number 2

Brexit, The Legal Profession and the
Media and Technology Sector
BY BEN STEVENSON AND CAROLYN PEPPER
The United Kingdom (UK) voted to withdraw from
the European Union (EU) in a referendum held on 23
June 2016. The British government, all the major
political parties, and nearly every major business had
campaigned to remain. The result, while close, was a
huge shock—52% voted in favor of 'Brexit', 48% voted
to remain in the EU. The ramifications have dominated
every aspect of political and economic life since.
Six months on, the UK has a new government led
by a new prime minister, Theresa May. The government
has made it clear that Brexit should go ahead and the UK
is now familiar with the mantra “Brexit means Brexit.”
What we do not know yet is what that means. Uncertainty
about what Brexit will mean in practice has contributed
to and exacerbated economic uncertainty. Uncertainty is
rarely good for business—a reality currently being played
out daily in the British economy, with a dramatic fall in
the value of sterling, and warnings on future rates of
inflation and interest rates.
Despite the economic uncertainty, the national focus
has been on legal challenges to the process around how
the UK government can achieve Brexit and on the debate
around whether the UK should pursue a so-called “hard”
or “soft” Brexit—referring to the relative importance of
regaining control of immigration policy (hard) versus
securing the UK’s continued access to the EU’s single
market (soft).
Meanwhile, every sector of British industry,
commerce, and culture is starting to grapple with the
enormity and sheer complexity of trying to extract
ourselves from the EU. Indeed, delivering Brexit will
clearly be one of the more difficult legal, constitutional,
and diplomatic tasks the UK has ever faced. After forty
years of UK membership of the EU, the influence of EU
law, both direct and indirect, is pervasive. From trade
laws to professional regulations to criminal and security
co-operation, and a never-ending list of laws, regulations
and practices bundled together in the so called “aquis
communautaire,” the UK's relationship with the EU is a
complex one that will need to be carefully unpicked.
The legal profession, unsurprisingly, is at the heart
of this—both as an industry itself, but also as advisers to
their clients across business, government, and civil society.

The Legal Profession
The Law Society of England and Wales is the
professional body for solicitors in England and Wales.
With 160,000 members, we represent the largest legal
profession in the UK.[1] Our role includes promoting the
interests of the profession to government, upholding the
rule of law, and supporting access to justice.
The solicitor profession is a key contributor to the UK
economy. Legal services contributed £25.7 billion to the
economy in 2015, including £3.6 billion to the net value
of British exports. The sector employs over 370,000
people—63% of whom are solicitors or employed by
solicitors.
We know that there is no good reason why Brexit
should undermine England and Wales as a global legal
centre. The strength and stability of English law, the UK’s
trusted court system, the quality of our legal practitioners
and judges, and the easy access to the financial centres in
London, the EU, the United States, and Asia, are the pillars
to our profession’s success. Our law will remain stable,
our courts will remain fair, and our solicitors will remain
skilled
As a membership body, representing a diverse
profession, the Law Society did not take a view on the
referendum. Whatever one's view on the referendum
result itself, it is clear the legal profession will be at the
heart of the political and legal processes to come. Drawing
on experts from across all areas of law, our profession's
support and advice will be crucial to government and to
business clients from across the world seeking to navigate
the challenges and opportunities presented by Brexit.
The Legal Profession’s Priorities for Brexit
For the solicitors’ profession, as a whole, there are
three main areas of concern covering key aspects of
criminal law, civil law, and legal practice itself.
Cooperation in criminal justice
The need for the British police and criminal courts
to work closely with their European counterparts will be
as vital after Brexit as it is now. There are a number of
existing agreements and systems that govern the current
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No business person is ever eager to end up in court.
Even the most straightforward dispute risks becoming
expensive and time-consuming, and takes them away from
running their business. Yet disagreements and disputes
are part and parcel of business—limiting uncertainty is,
therefore, key. Operating with clear and reliable legal
systems allows businesses to get on with the job, safe in
the knowledge that if things go wrong, they know where
they stand.
However, when businesses are looking to trade
across borders, then the rules for resolving those disputes
may be less obvious; which laws should apply? If a court in
one country decides against a company, can this judgment
be enforced in another country where that company
operates or has assets? With British businesses doing
£513bn of two-way trade with the other EU countries in
2015, the importance of being able to answer questions like
this cannot be ignored.
Within the EU, we have a clear set of rules specifically
designed to give answers to these questions. The Brussels
Regulation allows the recognition and enforcement of court
decisions in civil and commercial matters between the
member states, while the Rome I and Rome II Regulations
give guidance as to which country's laws are applied. These
regulations, together with the supporting EU measures on
service of documents and taking of evidence, give British
businesses the certainty they need to trade freely throughout
the internal market, knowing what their legal footing
will be if disputes arise.
Maintaining these mechanisms should be a priority for
the UK in the Brexit withdrawal negotiations. However,
whether the UK post-Brexit will be able retain these
mechanisms in their current form is unclear. Whatever
the exact form of the new regime, maintaining the same
level of clear, efficient, and effective cross-border dispute
settlement mechanisms must be a Brexit bottom-line for
our government. Anything less would imperil more than
£500bn of British business.

arrangements, and whatever decisions are made on our
future relationship with the EU, there are compelling
reasons why they should be maintained.
The European Arrest Warrant (EAW) system allows
for the return of suspects between EU countries through
an almost automatic, court-led process. This means that
those who are suspected of committing crimes in the UK
can easily be returned from other EU countries to appear
before our courts. Similarly, suspects wanted for criminal
activity in other EU countries can be returned by the
British authorities to face justice in the relevant EU
jurisdiction.
The EAW system is not perfect, but it is a vast
improvement on the slow and expensive extradition
procedures it replaced. Without it, we would face greater
delays and there is a risk of the UK being seen as an easier
refuge for offenders fleeing justice. The Law Society is
urging that the government retains the EAW, which
safeguards UK citizens and helps to ensure the interests
of justice are served.
Similarly, the European Investigation Order (EIO)
introduces mutual recognition into mutual legal assistance
arrangements for investigating crime and obtaining
evidence for use in criminal proceedings. It is expected
that this mechanism will speed up processes in terms of
coordinating criminal investigations and proceedings. Once
implemented, it will replace the Convention on Mutual
Assistance In Criminal Matters (2000) as between
participating EU member states (and the European
evidence warrant). The EIO is not due to be
implemented until May 2017.
The Schengen Information System II is an EU-wide
IT system that allows countries to share law enforcement
alerts in real time—for example, information about arrests,
or people being placed under police protection. It is a vital
tool for enabling our police and security services to work
effectively with their European colleagues.
As Brexit redefines the relationship we have with
the EU, we must make sure we maintain a unified front
in the fight against crime. Whatever other uncertainty may
exist around Brexit, we can be quite certain that no one
who voted for Brexit did so to reduce the effectiveness
of our criminal justice system.

Cross-border rights to practice law
The nature of a lawyer's work has always been bound
to the jurisdiction we have trained in, with obligations to
follow and uphold practices and procedures specific to our
home jurisdiction. For example, solicitors in England and
Wales remain officers of Her Majesty's courts. However,
national borders are becoming less relevant to our daily
lives. One need only look at the exotic cuisine in our
shopping trolleys, the foreign-made clothing in our
wardrobes, or the globe-trotting friends and family in
our address books to see how much we are all becoming
global citizens.

Cooperation in civil justice
As a result of the UK’s membership in the EU's
single market, British businesses—including law firms
and their clients—benefit from free trade across all EU
member states. Whatever trade relationship the UK has
with the rest of the EU following Brexit, it must not
imperil British business.
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As our clients live increasingly international lives,
the nature of the legal services they need has changed too.
Legal services are no longer bound by national borders.
Whether dealing with the supplier for their business
based in Bordeaux, custody arrangements for family
members in Frankfurt, or supporting employees in
Eindhoven, lawyers are best able to serve their clients
when they can serve them wherever they are.
The ability of solicitors to practice throughout the
European Union has, therefore, been a crucial asset for
our legal profession. The 1977 Lawyers' Services
Directive[2] and the 1998 Lawyers' Establishment
Directive[3] have, among other measures, opened the
European market to solicitors (and all lawyers in the
EU), giving us this mobility to move along with our
clients. They give us the clear ability to practice, work
and re-qualify, and ensure that vital tools of the solicitor’s
trade, such as the legal professional privilege that attaches
to our advice, remain available to us.
Many US law firms have also taken advantage of
these Directives, using their London offices as a base
through which to access and provide services to their
clients throughout the EU. Indeed, some have noted that
the EU provides greater mobility for its lawyers across the
member states than is sometimes currently enjoyed by
US attorneys wishing to practice across US state boundaries.
As we consider what professional frameworks should
be maintained after the UK withdraws from the EU, these
are important ones that should not be overlooked. We have
already noted that in 2015, legal services accounted for
£3.6 billion to the net value of British exports. Therefore,
cross-border practicing rights for our lawyers must be a
priority in planning for Brexit. Their loss would not only
shackle our legal profession, but do a huge disservice to
our clients and harm the British economy.
We are just at the beginning of the Brexit process and
there is a great deal of uncertainty about the negotiations
ahead. As set out above, the Law Society has, on behalf
of our profession, made our position clear on the key issues
and will be working hard with the government to ensure
the interests of solicitors in the UK are protected. Yet,
beyond the systemic issues that Brexit raises for our
profession, EU law affects nearly every area of legal
practice in every industry. It will be down to our
professionals to set out the main issues and to scrutinize
any emerging Brexit deal to understand its potential impact
on their clients. The impact on legal practice in the
media and technology sector, described below, illustrates
the intensity of the work that needs to be done across
many industry sectors.

Brexit, Media and Technology
Since the referendum campaigns began in earnest in
April 2016, much of the focus of the UK media and of the
lawyers who work in that industry has been on Brexit.
From advising broadcasting clients on referendum
campaign reports (and perhaps for the first time advising
innovators who were live streaming referendum debates
on Facebook) to considering cross border copyright issues,
Brexit has kept many media lawyers busy over the last
few months.
Surveys carried out prior to the referendum vote tell
us what the media and technology industries thought about
Brexit before the vote. MBI’s survey of approximately 822
people working in the media found that 62.5% predicted that
Brexit would have a negative impact on their business.
PACT’s survey of its television and film producer members
found that 85% were in favor of the UK remaining in the
EU. A techUK survey of 277 technology business leaders
found that they were overwhelmingly in favor of the UK
staying in the EU.
So, what were the key factors driving the concerns
of the industry about Brexit, and what has been keeping
the UK’s media and technology lawyers up at night?
Free Movement of People
One of the cornerstones of the EU is the principle of
free movement of people which gives all citizens of EU
countries the right to travel, live, and work wherever they
wish within the EU. Many UK citizens and citizens from
other EU states have taken advantage of this to travel and
work freely within Europe.
However, free movement of people and the UK’s
lack of control over its immigration laws was one of the
key catalysts for the Brexit vote. By contrast, the prospect
of the introduction of stricter immigration laws restricting
free movement of talent into the UK is a matter of great
concern to the media and technology industries.
Many US and European media and technology
companies have their headquarters in the UK and have
been able to take advantage of the free movement of people
from the EU to create multi-lingual work forces (which
are invaluable when creating products for and selling to
other countries in Europe) to plug skills gaps and to move
key workers between countries quickly and with minimal
effort. It is not unusual for film and television producers,
for example, to need to bring in workers from other
countries at short notice, but obtaining a visa can take
time and time means money when producing a film or
television programs on a tight timescale and budget.
Maintaining free movement of people is, therefore, one
of the key priorities for the media and technology industry
in the UK.
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this would impose. Re-examining all EU trade mark
registrations is an unimaginably huge task and may well be
impossible from a practical point of view. Of course, an
opt-in system could be adopted, but the cost and time to
conduct an exercise like this would still be very high.
The final possibility would be for the UK IPO to do
nothing and allow the UK to fall out of the EU trade mark
system. That is not likely to be a very popular decision
with rights holders who would have to re-register all their
rights in the UK and so such an approach seems unlikely.
In the meantime, the somewhat unsatisfactory advice
being given to many media brand owners is to register
both EU and national trade marks for key brands until the
position becomes clearer and not to let historical UK
national marks lapse on the basis that they had been made
redundant by EU registrations, as some had been doing
prior to the Brexit vote.
Another advantage of the harmonization of laws in
the EU is the ability of the courts to grant pan-European
injunctions in trade mark disputes. As those working in
the media know, the cost of enforcing rights can be very
significant. The ability to obtain an injunction which
applies across the EU results in huge savings for rights
holders. It seems unlikely that such injunctions will
cover the UK post-Brexit if the UK is no longer part of
the EU trade mark system and so, rights owners are likely
to have to issue separate proceedings in the UK to obtain
the protection they want.

Harmonization of Intellectual Property Laws
As we know, the value of most media and technology
companies lies in their intellectual property, and so the
effective and efficient protection of their intellectual
property rights underpins and is key to their success. Most
working in the industry agree that one of the main benefits
of the EU for the industry is the harmonization of EU trade
mark law and the partial harmonization of copyright law.
Most would ideally like to maintain this harmonization.
Trade Marks
The ability to protect key brands in the UK as well
as in twenty-seven other countries simultaneously by a
single trade mark registration has been a great benefit to
media owners who tend to have a large number of
registrations. It has reduced cost and administration time,
as well as provided broad geographical protection. It has
become common practice even for companies which
only do business in the UK to register EU trade marks
instead of national trade marks “just in case” they decide
to expand internationally in future. But what will become
of the UK’s participation in the EU trade mark system
post-Brexit? At the moment, the answer is that we do not
know.
The UK’s Intellectual Property Office publication
“IP and Brexit: the facts” published on 3 August 2016,
clarified that there would be no changes to the current
system while the UK remains a member of the EU. It
acknowledged that rights owners are keen to know what
the longer-term position will be, but said that for the time
being they are exploring options and are going to consult
on them in due course. So, for the time being, we can only
speculate on what the future will hold.
There are four possibilities which are most commonly
discussed. The first is that an agreement will be reached
which will allow the UK to remain part of the EU trade
mark system. That would be the most straightforward
option of all, but may not be acceptable to the other EU
states and indeed goes against the grain of one of the
principal reasons cited by those who voted for Brexit,
which was to reduce or remove the influence of European
laws on the UK system.
The next is the automatic conversion of EU trade
marks into UK trade marks by the UK IPO, perhaps for
an administrative fee. That would be an easier task for the
IPO than some of the other options available, but given
the huge volume of EU trade marks it could still be very
time consuming and costly for media companies.
Another option would be for the UK IPO to reexamine all EU trade marks itself before converting them
into national marks. This may well be considered the worst
option by the IPO, given the huge administrative burden

Copyright
Turning to copyright, although it remains very much a
territorial right, there have been seventeen EU Directives
which have harmonized some aspects of copyright laws in
the EU—the InfoSoc Directive (harmonizing reproduction,
communication to the public and distribution rights, setting
out permitted exceptions to them, and dealing with the
circumvention of technology designed to prevent
unauthorized copying) and the Satellite and Cable Directive
(dealing with satellite broadcasting and cable
retransmissions) are just two examples.
In general, the media industry has been supportive of
the harmonization of copyright law and the greater certainty
it brings when dealing with cross border copyright issues.
There have been calls from some in the technology
industry for the UK government to use Brexit as an
opportunity to reduce copyright protection on the basis
that to do so would be good for innovation. However,
these are generally opposed by the large numbers of
others in the industry who rely on copyright for their
income and so seem likely to be rejected.
Given that the current Directives which relate to
copyright have already been incorporated into UK law
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This has greatly benefited the UK with many overseas
broadcasters choosing to make the UK their base (more
than half of the channels regulated by the UK’s broadcasting
regulator, Ofcom, broadcast to overseas markets) to take
advantage of the UK’s regulatory environment. The fact
that the UK is a signatory to the Council of Europe’s
Convention on Transfrontier Television, which covers
similar ground and allays some of the fears, but there are
some major EU countries which are not signatories to the
Convention and there remain concerns about on-demand
services which are not covered by the Convention.
The UK government has historically been a staunch
supporter of the country of origin principle given the
benefits that it has brought to the UK and so it seems likely
that they will do what they can to preserve its applicability
to UK-based services via a trade agreement. However, that
may not be an easy task given that some other EU states
sought modifications to it even prior to the Brexit vote.

by UK legislation and it appears that the government’s
planned “Great Repeal Act” will transpose all EU
Regulations into UK law, the chief impacts are likely to
be focused on those provisions which apply specifically
and only for so long as the UK remains an EU member
state. An example would be the rule that a pan-European
satellite broadcast is deemed only to occur in the country
of origin of the broadcast signals.
Some of the main questions relating to copyright
and Brexit concern not the current laws, but rather the
Digital Single Market or DSM proposals which are
currently being considered by the European Commission,
perhaps the most high profile of which is portability of
online media services.
Digital Single Market – Portability
The DSM proposals are a package of proposals
which the EU Commission intend to use to break down
the barriers to online trade between EU countries.
One of these proposals is the draft Portability
Regulation. The intention of this Regulation is to enable
consumers in one EU country to access online media
services to which they have subscribed in their place of
residence when they are travelling in other EU countries.
Although there was initially some skepticism in the media
industry about this proposal—partly because of the cost
and effort involved in making the rights clearances it would
entail—the media industry in general has now generally
accepted the principle of portability, because the draft
Regulation would reduce that problem by deeming the user
to be receiving the service in their home country. It is
thought that the Portability Regulations will come into
force in 2017, before the UK exits the EU. But what will
happen post-Brexit? After the UK exits the EU, unless
this is dealt with through a trade deal, UK service providers
who want to provide portability will have to clear rights
in every member state if they wish to do so. This may
prove to be too much of a burden for some and so there
will be frustrations that time and effort has been spent
putting in place a system which has had to be shelved so
soon after implementation.

Production—Quotas and Funding
EU member states are required by the AVMS
Directive to operate quota systems which dictate that a
majority proportion of broadcasters’ output consists of
European productions. The fact that UK productions
qualify under the quota system has had obvious benefits
for the UK production industry—if they did not qualify,
this would be very damaging to the UK production
industry. It seems likely, however, that UK productions
will continue to qualify under the quota system, at least
for the time being, again as a result of the fact that the UK
is a signatory to the Transfrontier Television Convention.
The UK has historically been a beneficiary of EU
funding for its film and television productions. Through
its MEDIA/Creative Europe scheme, the EU provided
over €100 million to the UK film and television industries
between 2007 and 2013, helping to fund training,
development, production, distribution, and exhibition.
Seven films received more than €1 million of such funding,
including The Iron Lady, Slumdog Millionaire, and The
King’s Speech.
However, non-EU countries can obtain funding
from this scheme and it is hoped that the UK will be able
to continue to participate in it and that the UK government
will find a way to plug any funding gap.

The Country of Origin Principle—the Audiovisual
Media Services (AVMS) Directive
One of the key areas of concern for the broadcasters
based in the UK is the country of origin principle enshrined
in the AVMS Directive. Its effect is that broadcasters and
on demand service providers are subject to regulation only
in their country of origin, as opposed to in each of the EU
countries in which their services are received.

Conclusion
Although there are a number of areas for concern
relating to Brexit and a feeling amongst most working in
the media and technology industries, as in many others,
that Brexit will, to say the least, cause complications and
uncertainties that they would rather be without, it is right
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Equally, as we have seen, the English and Welsh legal
profession is one of the UK's key assets, worth 1.6% of GDP
in 2015. The profession's continued interest in upholding the
law, cooperating with our EU counterparts on criminal
justice, and maintaining access to EU wide civil law
measures are clear. The demands in negotiating Brexit
deals are substantial, but the UK government has every
incentive to minimize the risks that Brexit poses to our
legal profession and our creative industries. The Law
Society and our members stand ready to advise and assist the
government in achieving the best possible outcome.

also to say that the UK will remain a world leader in the
media and technology industries, whatever happens.
The UK has been steeped in those industries for many
years and has a strong infrastructure and skills base that will
not easily be depleted. It also has a strong financial industry
which has supported the media and technology industries,
and continues to support flourishing digital startups. The
weaker pound is already attracting investors. The Creative
Economy in the UK makes up 8.2% of the UK’s economy,
contributes £133 billion to it, and plays a major part both
in the UK’s culture and in projecting that culture overseas.
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Endnotes
[1]

Barristers in England and Wales are represented by the Bar Council. Equivalent bodies exist in Scotland and Northern
Ireland, which are distinct legal jurisdictions within the United Kingdom.
[2]

The Lawyers’ Services Directive 77/249 regulates temporary service provision by lawyers in a Member State other than
the one in which he or she qualified. The Directive clarifies which professional rules are applicable to visiting lawyers,
what professional titles they are to use, and what conditions they can deliver services in the host Member State. http://eurlex.europa.eu/LexUriServ/LexUriServ.do?uri=CONSLEG:1977L0249:20070101:EN:PDF.
[3]

The Lawyers' Establishment Directive 98/5/EC enables lawyers who qualify in one EU country to practice on a
permanent basis in another under their home country professional title. The Directive applies to EU nationals authorized
to practice under the professional title of “lawyer,” but the system also extends to all nationals of European Economic
Area countries and Switzerland. http://eur-lex.europa.eu/legal-content/EN/LSU/?uri=CELEX:31998L0005.
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An Introduction to the Law Society of
England and Wales
An Interview with Ben Stevenson
BY ALEXANDRA DARRABY
Describe LSEW for Forum members.

What was your pre-Law Society life, and where?

The Law Society is the professional association for
solicitors in England and Wales, representing the interests
of over 160,000 solicitors to parliament, government, and
regulatory bodies. We have a public interest role in
promoting access to justice and the reform of the law. The
Law Society works internationally to defend human rights
and help our members do business in the global marketplace.

I worked as a European Union lobbyist for
Saferworld, a non-profit focusing on peace-building and
conflict prevention. Before that, I worked as a political
advisor in the British parliament on foreign affairs,
defense and international development issues.
Law Society’s outreach to other Bars—including the
ABA—is broad, and frankly impressive. How does
home life accommodate international travel as part
of your job description, and vice versa?

What is your role at the Law Society within that
framework?
I work in the Law Society's international team,
covering the Americas region.

Thank you for saying so! We are team of fifteen and
it is a collective effort. Given that thousands of our
solicitors are practicing overseas, in every region of the
globe, it is important that the work of the Law Society
reflects that. Every year, as a team, we put together
business plans covering all our activities and international
travel. We have to make the case for each trip, showing
why it is of value and what it will achieve for the Society
and its members.
Although travel is demanding, I have visited parts of
the world I never would have seen otherwise—so it is a
great honor. Initially, the excitement and desire to get
out to meet our counterparts and members (and see new
and exciting places) is a driving force. I don’t have a
partner or kids, so that hasn't been a consideration for me.
However, even with the best will in the world, the long
flights, jetlag, time away from friends and family, has a toll.

How long have you been at the Law Society?
Three and a half years.
Are you an attorney?
I have an LL.M.in international law, but I am not a
qualified [licensed] legal practitioner.
Forum members may not realize that while ABA
includes litigators and transactional lawyers, your
system is different. Share with ESL readers how and
why barristers and solicitors “split” roles.
Simply put, barristers (represented by Bar Council)
are the equivalent of litigators in the United States, while
the Law Society represents solicitors, the transactional
lawyers. While the distinction between the two has been
eroding over time, the main difference is that solicitors
provide continuous services to clients, while barristers act
as specialist advocates in courts.
Only solicitors can 'instruct' a barrister to work on a
domestic case in England and Wales on behalf of their
client. In the UK, any client seeking legal advice or needing
legal representation will turn to a solicitor as the first point
of call who can, as needed, instruct a barrister.
Recent reforms somewhat blur the distinction,
introducing an element of competition between solicitors
and barristers—particularly in international work. However,
overall, solicitors and barristers continue to work closely
together.

The Forum is all about outreach and inclusion. On an
international scale, even in entertainment and culture
communities, there are different customs and mores
and sensitivities. Sometimes the most well-meaning
outreach has its adventurous moments. What's the
most embarrassing cultural miscue you ever had
working with Law Society, and in what country?
I was on a multi-country trip as part of a trade
delegation led by the Lord Mayor of London. Arriving in
Peru from Colombia, my luggage was lost. Arriving at
my hotel at midnight and my first meeting with the Minister
of Justice and Human Rights at 8:30 a.m., and without a
suit or business clothes, the British Embassy saved the
day by lending me a suit. However, we weren't quite of
the same physical stature, he being taller and larger than
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completely blown away watching the first of The Lord
of the Rings trilogy in the cinema.
As for TV shows, without hesitation I can say my
favorite show of all time is Buffy the Vampire Slayer,
followed closely by the West Wing. Very different genres,
but each brilliant. More recently, the US remake of House
of Cards and Game of Thrones have been my main TV
obsessions. As for our exports, I would highly recommend
the BBC's 'Planet Earth' series—the latest season of which
is just airing here now. It is world leading wildlife
documentary and just incredible to watch.

I. I looked like an awkward kid wearing daddy’s suits,
including keeping my hands in my pockets just to hold
the trousers!
I laugh now, but it made me realize just how much
clothes give confidence. Not quite a cultural miscue but
embarrassing nonetheless, and definitely a learning
curve—always carry a suit as hand luggage!

So why IS the Law Society active in the United
States?
The United States is a priority for us [the Law
Society]. Over 700 solicitors practice permanently [in
the USA]: primarily in New York, Washington D.C., and
California. In some ways, the distinction between US
and UK firms has eroded—with 'English' firms with
offices in the United States employing mostly American
attorneys there, and many (though not all) 'US' firms in
London employing mostly English solicitors.

Ben Stevenson in his borrowed, albeit somewhat baggy,
suit and the President of the Peruvian Supreme Court

What's the most rewarding experience you recall,
and where?

This collaboration and conflation of cross-pond legal
activity implicates ethical issues and professional
responsibilities. Are you involved as part of the Law
Society’s international team?

It's hard to pick out a specific experience. There have
been so many. I have been the representative of the Law
Society and so have acted at that senior level, meeting
directly with presidents of supreme courts and bar
associations, ministers of justice, ambassadors, and other
senior figures. I have given speeches at Embassies, law
schools, and spoke on conference panels. Nerve wracking,
but always an honor. I am always struck by how friendly,
open, and keen to build international connections lawyers
are, no matter where they are from.

Many ABA and Law Society member firms are
subject to regulations in both the United States and the
United Kingdom. As such, it is important for the Law
Society to work with the ABA, state bar associations, and
others to understand the regulatory space in the United
States and to represent the views of our profession in US
debates about changes and reforms of these legal regulations.
We use our contacts in America to help our members
network with US lawyers and potential clients, and we
work with our US counterparts—particularly the ABA—
on rule of law/human rights issues and to promote legal
market liberalisation around the globe.

Entertainment is a major US export. The data shows
at least 80% of global entertainment content sources
to the United States. So here is the question—what is
your favorite movie? How about UK TV exports
here? Alert, Downton Abbey addicts may be reading
this interview!

Thank you Ben. Thank you Alexandra.

I'm a bit of a sci-fi/fantasy fan. I have too many
favorite films to pick just one, but I remember being

.

About the Author:
Alexandra Darraby, Forum Governing Committee member, interviewed Ben Stevenson, International Policy Adviser
for the Law Society of England and Wales (LSEW), as part of the opening of Legal Week in London, England.
Alexandra is the Founding Chair of the International Division in the Forum. As the Forum’s Liaison to the Law Society
and other entities, Alexandra reports on LSEW activities at home and abroad, and the interview tucks in Ben’s top
picks for film and TV
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The Coming Golden Age: Eight Highlights of
the Film Industry Promotion Law
BY MICHAEL GU
which can be used repeatedly only after producing two
or more films approved for public screening. The Film
Industry Promotion Law cancels both the requirement
mandating administrative approval for film producers as
well as the Permit for Production of Film (single film).
In addition, it lowers the threshold for entry into the film
production industry. Finally, it facilitates competition
among various players and the overall capital circulation
in the film market.
We expect more film project companies specifically
for the production of one film to emerge after the cancellation
of the Permit for Production of Film. We anticipate the
business models for joint film production in cooperation
with film production companies having the Permit for
Film Production will drop off dramatically, or even vanish,
as the need for a Permit for Film Production formally lapses.
It will also become easier to define the rights and obligations
of various parties participating in film production and to
standardize operation management and revenue accounting
under the legal framework of a project company so as to
safeguard the interests of all parties.

After a long wait, the Film Industry Promotion Law
of the People’s Republic of China (“Film Industry
Promotion Law”) was finally adopted by the Standing
Committee of the National People’s Congress (NPC
Standing Committee) on November 7, 2016. It will enter
into force on March 1, 2017. The Film Industry Promotion
Law will form a fundamental legal foundation for the
film industry. Therefore, its promulgation has more than
simply symbolic significance. Preparation for the law
began as early as the 1980s. Nonetheless, the first draft
for soliciting opinions was released on December 15,
2011. The past five years witnessed three rounds of
deliberation by the NPC Standing Committee. The Film
Industry Promotion Law encompasses all manner of
production in the film industry, from film creation, to
production, through distribution, and finally to movie
screening. With the rapid development of its film industry,
China has become the second largest film market in the
world. However, China’s film industry still faces particular
problems, including unitary themes, a deficit of originality,
mediocre quality, lackluster production values, and even
box office fraud. The Film Industry Promotion Law
streamlines administration so as to stimulate creativity in
the film market. It also aims to strengthen regulations
prohibiting irregular practices in the film industry and
provide powerful legal protections for film development.
As the first law of China directly covering the cultural
sector, the Film Industry Promotion Law will have longterm and profound influences on the development of
cultural industries.[1] This article will summarize and
interpret eight highlights of the Film Industry Promotion
Law with close relation to practitioners of the film
industry from a practical point of view.

Highlight Two: Simplified Filing Procedures for
Screenplays
In accordance with the present Regulations, a film
production company shall submit its screenplay to the
State Administration of Press, Publication, Radio, Film
and Television (“SARFT”). Film companies must file
its screenplay before initiating production for any film.
Furthermore, films are unable to proceed to production if
the screenplay fails to pass the examination. The Film
Industry Promotion Law simplifies the administration of
screenplay filing for certain categories of films. For example,
films involving major themes or related to national security,
diplomacy, ethnic affairs, religious affairs and military
affairs, must have their screenplays submitted to SARFT
or provincial departments for records. For films involving
more general themes, only screenplay outlines require
submission to SARFT or provincial departments for the
record. These new provisions on screenplays will certainly
simplify the early preparations of film producers; but they
may also expose film-makers to increased risks later
down the line. In accordance with the provisions on preexamination of screenplays, a film producer may not
begin the film production should the screenplay fail to
pass the examination. On the other hand, the Film

Highlight One: Lowering Market Entry Thresholds
for Film Production
Before the promulgation of the Film Industry
Promotion Law entry into the film industry proved
difficult. As the law stands today, an enterprise which
engages in film production for the first time shall
establish a film culture company and obtain the Permit
for Production of Film (single film) in accordance with
the Regulations on the Administration of Films (the
Regulations) and the Interim Provisions on the
Operation Qualification Access for Film Enterprises. A
producer can apply for the Permit for Film Production
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videotaping. Each tells a complete story with sound and
images. Even image quality generally meets the technical
standards for screening in cinemas. However, the above
suggestion was not reflected in the final version of the Film
Industry Promotion Law, so online films are not subject
to the regulation by the Film Industry Promotion Law. In
accordance with Article 2 of the Film Industry Promotion
Law: “A film refers to a work which is produced by using
audio-video technology and artistic means, recorded on
films or digital carriers, consisting of continuous images
(either silent or with audio), expressing a certain content,
and which complies with technical standards stipulated
by the State; further, such work shall be produced for
public screening at cinemas and other fixed screening
venues or can be displayed through mobile screening
devices.” This narrows the definition of films from the
perspective of screening places and screening equipment,
and apparently excludes online films. Though online films
are not subject to the regulation by the Film Industry
Promotion Law, they do encounter regulation. Their
production and online distribution must comply with the
relevant provisions on Internet information services, such
as those in the Provisions on the Administration of Internet
Audio-Video Programmes. We noticed that with the
robust development of online films, the regulatory
departments are getting to realize the importance of
online film examinations, and may further intensify the
regulation of online films after their uploading or
formulate separate examination and regulation rules.

Industry Promotion Law excuses screenplays involving
general themes from pre-examination. So there is a
potential trap. A producer must pay closer attention to
risk prevention while ensuring the acceptability of the
quality of the screenplay. Otherwise it will face great
difficulty in recovering any losses following film
production if the permit for public screening cannot be
obtained due to unqualified screenplay contents.
Highlight Three: Decentralized, Professional, and
Transparent Film Censorship
In accordance with the Regulations, SARFT enjoys
concentrated power over film examinations. The Film
Industry Promotion Law decentralizes the film censorship
power to lower levels to some extent. Article 17 of the
Film Industry Promotion Law stipulates that a produced
film must be submitted to SARFT or provincial
departments for films for censorship. However, the Film
Industry Promotion Law does not specify which films
shall be submitted to SARFT for censorship or which films
shall be submitted to the provincial departments.
In addition to delegating censorship, the Film Industry
Promotion Law also emphasizes that the competent film
department under the State Council shall formulate and
improve the specific standards and procedures for film
censorship in accordance with the Film Industry Promotion
Law. Further, public opinions shall be solicited and
standards shall be demonstrated by experts. The expert
review system shall be applied to film examinations. At
least five experts will evaluate each film. Their opinions
then will form an important basis for examination
decisions. Where a legal person or other organization
raises objections to the opinions of review experts, the
competent departments for films shall organize other
experts for re-examination. The open and transparent
censorship standards and the establishment of expert
review system will create a good environment for fair
competition in the film market.

Highlight Five: Severe Punishment of Fraud at the
Box Office
The development of China’s film market has long
been haunted by various phenomena of box office fraud,
such as the “fake box office,” the “ghost box office” or
“fake screenings.” These phenomena can hardly be
eliminated for two reasons; first, unsound regulation,
and second, due to insufficient punishment by the
regulatory departments. Yip Man 3 caused an uproar for
box office fraud, but its principals suffered a “superficial”
punishment by the regulatory department. Its distributor
was ordered to suspend business activities for one-month.
Offending affiliated cinemas and e-commerce merchants
received mere warnings. The Film Industry Promotion
Law greatly improves the regulation and punishment of
box office fraud. Article 34 of the Film Industry Promotion
Law stipulates that film distribution enterprises and
cinemas must truthfully calculate their film sales revenues
and provide authentic and accurate statistical data. They
may not deceive or mislead the audience, nor may they
disturb the order of film market by fabricating false
transactions, either by making a false or concealed report
of sales revenue, or adopting other improper methods.”
Any film distributor or cinema which fabricates false

Highlight Four: Online Films
During the discussion of the Film Industry Promotion
Law by the NPC Standing Committee, some deputies
suggested that online films should be regulated by the
Film Industry Promotion Law. At present, there is no
specific definition for “online films” in the laws or
regulations. According to the industry practice, an online
film usually refers to a film with a length of more than
60 minutes which is produced in a manner similar to film
production and mainly distributed and screened through
the Internet. Online films are technically the same as a
film regulated by the Film Industry Promotion Law, at
least in terms of production. Both use high-definition
digital equipment for shooting, sound recording and
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transactions or makes a false report or conceals his report
concerning sales revenue shall be ordered to make
corrections by the competent department for films in the
people’s government at or above the county level. In
addition, illegal gains shall be confiscated, and a fine shall
be imposed amounting to at least RMB 50,000 but not to
exceed RMB 500,000. In cases where illegal gains exceed
RMB 500,000, a fine of no less than one, but no more
than five times the illegal gains shall be imposed upon it.
Where the circumstances are serious, it may be ordered
to suspend business as a measure of rectification. Its permit
may even be revoked in addition to the fine.

Highlight Eight: Administration of Sino-Foreign
Joint Cooperative Productions and Foreign Films
In line with the philosophy of current regulations, the
Film Industry Promotion Law prohibits overseas organizations
from engaging in independent film production within the
territory of China. It even prohibits foreigners from engaging
in film production within the territory of China. However,
foreign-funded institutions may produce films in cooperation
with domestic organizations under the premise of obtaining
SARFT’s approval. A domestic film producer shall not
cooperate with any overseas organizations whose activities
may damage the dignity, honor and interests of China, endanger
social stability, or harm national sentiments. Furthermore,
even domestic producers must avoid employing any
individual with any of the aforesaid activities for film
production. Currently and in accordance with the Administrative
Provisions for Sino-Foreign Co-production of Films, foreign
capital may enter China’s film market by means of joint
production, coordinated production, and entrusted production
within the territory of China in cooperation with Chinese
partners. The Film Industry Promotion Law includes no
provisions on further opening up China’s film market to the
foreign capital. In this regard, Yan Xiaohong, Vice Minister
of SARFT, said administration of foreign-related films will
be determined through revision of the Regulations. [2] There
is good news for foreign capital. The Film Industry Promotion
Law stipulates that if a film resulting from joint production
conforms to the proportional requirements in terms of
production, funding, and profit distribution, that film will be
regarded as a film produced by domestic legal persons or other
organizations. However, the Film Industry Promotion Law
does not specify the requirements on such proportions. As
an important part of China’s cultural sector, the film industry
is remarkably affected by the relevant policies, and it has
yet to be clarified in the revision of the Regulations whether
co-produced films can enjoy the same treatment as domestic
films (in terms of public screening, etc.).

Highlight Six: Limited Freedom for Advertisements
in Films
Article 32 of the Film Industry Promotion Law
stipulates that a cinema shall not display any advertisements
on the screen during the time period between the start of
a film and the end of the film screening. This measure
strictly limits the time for a cinema to broadcast
advertisements. Cinemas can only broadcast advertisements
before the specified time of film screening. Such a
provision provides the legal guarantee for interest and
the film-watching experience of the audience. However,
the Film Industry Promotion Law makes no restriction
on the embedded advertisements in a film. At the same
time, the Film Industry Promotion Law encourages
cinemas to broadcast public welfare advertisements
before the specified time of film screening.
Highlight Seven: Continued Protection of Domestic
Films
With the purpose of promoting the development of
domestic films, the Film Industry Promotion Law focuses
on the regulation and promotion of China’s film industry.
Chapter IV stipulates various support and safeguard
measures. In accordance with the Film Industry Promotion
Law, the State Council and the local people’s governments
at or above the county level shall include the development
of film industry in their national economic and social
development plans. The Film Industry Promotion Law
also includes guiding provisions on the promotion of film
industry in such aspects as special capital and funds, tax
preferences, assurances of land use by cinemas, financing
assurances, and talent policy. Even more importantly, the
Film Industry Promotion Law reaffirms the mandatory
provision of the Regulations as to the length of time for
screening domestic films. Specifically, domestic films
shall be screened for not less than two-thirds of the total
film screening time available in a given calendar year.

Conclusion
With the gradually maturing regulation practices in
China’s film industry, the Film Industry Promotion Law
cancels some administrative licenses under the Regulations,
lowers the entry threshold, and simplifies a series of
approval procedures. The overall effect will promote fair
competition in the film market. At the same time, the Film
Industry Promotion Law maintains and improves some
systems under the Regulations, such as the strict examination
of produced films and the approval of their distribution
and screening, while greatly enhancing the professionalism
and transparency of such examination and approval. The
Film Industry Promotion Law improves regulation
measures, refines regulation procedures, and enhances
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Development and Reform Commission, the State
Administration of Taxation, SARFT) shall formulate
detailed rules for the implementation of such
promotional policies.
“Law is not everything.” It is impossible that the
Film Industry Promotion Law will solve all problems in
the development of China’s film industry. Domestic films
cannot only rely on policy support, as they have to face
the competition from Hollywood and in the global market.
The regulatory departments shall carry out law-based
administration to stipulate the creativity of filmmakers
and create a market environment for fair competition,
and all practitioners shall enhance their law-abiding
consciousness, so as to realize the prosperous development
of China’s film industry. With the efforts of all filmmakers
and the help of the Film Industry Promotion Law, China’s
film industry will achieve sustainable development under
the legal supervision. China is on the verge of moving
from a big country of numerous films towards a powerful
country of great films.

punishments against illegal acts, while playing an important
role in standardizing the development of film industry.
It is worth noting that there still are many issues to
be further addressed, such as the administration of films
in import and export, the specific implementation of jointly
produced films, the overseas promotion of domestic films,
the detailed standards and procedures of film examination,
and the specific conditions for examination, approval,
change, and termination of distribution and screening
enterprises. Further, it is unfortunate that the film rating
system, which has been a focus of requests for years, is
not introduced in the Film Industry Promotion Law. As
the Film Industry Promotion Law is going to be effective
on March 1, 2017, the revision of the Regulations becomes
an urgent task and will address the above issues. Special
provisions shall be formulated for some issues.
The Film Industry Promotion Law includes provisions
on supporting the film industry in such aspects as budget,
taxation, finance and land use; however, these provisions are
mainly principles and are not practical. The relevant
departments (e.g. the Ministry of Finance, the National
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Speech by Yan Xiaohong, Vice Minister of the State Administration of Press, Publication, Radio, Film and Television,
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[2]

Speech by Yan Xiaohong, Vice Minister of the State Administration of Press, Publication, Radio, Film and Television,
at the NPC Standing Committee’s press conference on November 7, 2016.
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The Broadway Musical: Composer, Lyricist and
Songwriter Royalties and Deals
BY TODD BRABEC AND JEFF BRABEC

Musicals can take many forms, with each form
dictating the type of contract and royalty structure received
by composers, lyricists and songwriters, as well as the
music publishers. The most common types of musical
are (1) a new show with original music and lyrics (Hamilton,
Kinky Boots, A Gentleman's Guide to Love & Murder),
(2) a "catalogue/jukebox musical" which uses pre-existing
songs (Beautiful: the Carole King Musical, Motown: the
Musical, Rock of Ages, Jersey Boys, American Idiot), and
(3) a show which combines new compositions with preexisting works. When the show is adapted from a work
in another media, such as a book, feature film, television
program, or comic book (Aladdin, School of Rock, Rocky,
Doctor Zhivago, The Lion King, Beauty and the Beast,
Spider-Man: Turn Off the Dark, The Addams Family,
Dirty Dancing), an additional royalty participant will also
be involved in many cases. This latter category sometimes
uses the originally composed music, as well as lyrics,
while other times uses entirely new compositions or
utilizes a combination of both old and new.

A representative breakdown of the costs associated
with a musical with weekly running expenses of $600,000 are
as follows: Physical Production ($49,000—carpentry,
electrical, etc.), Salaries ($132,000—cast, general manager,
stage manager, press agent, music director, musicians, etc.),
Reoccurring Fees ($11,000—music coordinator, technical
supervisor, etc.), Taxes and Benefits ($40,000—union pension
and welfare benefits, etc.), Rehearsals and Casting ($1,000—
studio rental), Advertising and Promotion ($120,000—
artwork, television media, marketing, photography, print
media, website, etc.), Theatre Venue Expenses ($190,000—
fixed weekly theatre charges, theatre share, local musicians
and crew, etc.), General and Administrative Expenses
($20,000—legal, accounting, payroll expenses, office charges,
insurance, etc.), Royalties ($35,000—author, producer,
director, choreographer, music supervisor, original venue
royalty, etc.) and Miscellaneous Expenses ($2,000).
It is important to note that there is a huge amount of
money expended prior to a show's "opening night" and
first week's operating costs. Those are the figures involved
when a musical costs $10–$20 million in investor money
just to get the show to the Broadway opening. This is the
total amount that investors need to recoup prior to the
musical returning a profit. These costs include any option
fees paid (book writer, lyricist, composer), possible image
and likeness royalties, fees payable to the organization that
initially presented the production, scenery, props, costumes,
sound, creative fees (lighting, sound, costume and scenic
designers, musical supervisor, dance music arranger,
orchestrator, choreographer, director, etc.), production
fees (general manager, casting directors, production
managers, accounting, legal, etc.), rehearsal salaries and
fees, theatre rental, hauling and storage, and general and
administrative costs (executive producer and production
consultant fees, office operating costs, payroll service,
insurance, etc.). In some cases, the theatre itself must be
reconstructed, which can lead to additional costs over and
above those related directly to the musical.

Weekly Costs of a Broadway Musical

Music Licensing Agreements

The starting point for most royalty calculations is the
weekly operating costs of the musical. These costs are
many and determine whether the show is making money,
losing money, or breaking even on a weekly basis. Most
Broadway musicals’ weekly operating costs are around
$400,000–$750,000, but some shows are known to exceed
$1,000,000 in a week.

There are three basic contracts/license arrangements
that cover most situations on Broadway. They are (1) the
Dramatists Guild of America (DGA) Approved Production
Contract (APC), (2) royalty pool arrangements, and (3)
fixed dollar royalty shows. Variations of these are found
in practically all Broadway productions from original
shows, to revivals, to "catalogue musicals."

Broadway and the Road, a $2.3 billion business in
the United States, represents a significant source of
royalties and in the case of a hit, a lifetime annuity, for
composers, lyricists and songwriters involved in the field.
Each year, Broadway produces many new musicals, in
addition to revivals of musicals from the past. Most of
these shows never recoup their financial investment, but
when a Beautiful: the Carole King Musical, Wicked, Jersey
Boys, The Lion King, South Pacific, Phantom of the Opera,
or Mamma Mia succeeds, the financial returns can be
staggering both for investors, as well as creators and other
royalty participants.
This Article will discuss the many different types of
music licensing deals, contracts, and practices that govern
music in the theatre.
Types of Broadway Musicals
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A good example of how the DGA APC formula works is as
follows: A new show opens on Broadway and is a smash
hit. It has weekly box office grosses of $1.25 million. The
composer and lyricist would receive 3% of this total (2/3
of the 4.5 % royalty figure) prior to full recoupment and
4% of the total (2/3 of the 6% royalty figure) once the show
finally recoups its total investment. In this example, the total
weekly composer and lyricist pre-recoupment dollar figure
would be $37,500, with the weekly post recoupment number
at $50,000 (in each case less some minor deductions).
It is important to keep in mind that the copyright
ownership of intellectual property is very different in the
theatre world than in most other areas of entertainment.
To quote the DGA:

1. DGA/APC:
The Dramatists Guild of America is a professional
association of playwrights, composers, lyricists, and
librettists for the stage. As part of its role, the DGA
provides model contracts for all levels of production
(Broadway, touring companies, amateur, etc.) and gives
advice to members on how their contracts compare to
industry standards. The "model contracts" are very
comprehensive and are designed to make sure creators
receive fair compensation, as well as retain significant
control over their works. They cover every important
area including advance payments, option periods,
copyright ownership, royalty adjustments, production
rights, and subsidiary rights, among others.
The APC deals with what happens to productions
before, during, and after their production. When a producer
becomes interested in a production, he or she will enter
an APC to acquire an option to produce the play from
the book writer, composer, and lyricist. This option
provides exclusive rights to produce the play, as well as
the time frame within which to do so. The APC requires
certain minimum payments prior to the actual Broadway
opening. The minimum option payments are $18,000
total for the author (composer, lyricist, and book writer
combined) for twelve-month period following the effective
date of the contract; $9,000 total for a second consecutive
twelve-month period; and $900 total per month for a
maximum of twelve additional consecutive months.
Option payments are non-returnable, but shall be
deductible from royalties.
For the first twelve out-of-town performance weeks
prior to the Broadway opening, the composer, lyricist,
and book writer are guaranteed a total of $4,500 for each
full performance week of eight performances. This amount
is pro-rated for weeks in which a smaller number of
performances is given. Starting with the thirteenth week,
the three creative participants receive 4.5% of the Gross
Weekly Box Office Receipts (GWBOR) until all production
costs are recouped. Once the show recoups its entire
investment plus a return on that investment (normally a
figure of 110% of the total), the 4.5% figure is increased
to 6% of the GWBOR with the composer, lyricist, and
book writer each receiving 2%.
Several additional APC clauses affect royalties,
including how the initial writer guarantees are treated, as
well as the possibility of additional payments to the writers
based on the amount of capitalization of the show. Keep
in mind that the DGA APC is a model contract and not
mandatory, though numerous productions still use it.
Many others use its provisions as a guide or as a starting
point for negotiations. As in other areas of entertainment,
for writers of a certain stature, "everything is negotiable."

The author (book writer, composer and lyricist)
shall retain sole and complete title, both legal
and equitable, in and to the play and all rights
and uses of every kind except as specifically
herein provided. Further all contracts for the
publication of the music and lyrics of the play
shall provide that the copyright be in the names
of the composer and lyricist.
In recent years, there have been exceptions to this
long-standing practice—namely motion picture and
television studios where musicals are being made from
feature films, or television series where all of the original
music was written under "work for hire" agreements or
where such agreements are a company's business norm
when hiring writers to create original compositions.
2. Royalty Pools:
The most common type of formula being used on
Broadway today is the "royalty pool" arrangement, whereby
all royalty participants (music and lyric writers, book
writer, director, choreographer, underlying rights owner,
producer, etc.) share in an agreed-upon percentage of the
weekly operating profits of the musical, with certain
guaranteed minimum per-point royalties. The total amount
of money in the royalty pool is based on a show's operating
profits, which is the difference between the GWBOR
and the actual weekly running expenses of the show.
For example, a show grossing $1.25 million in
GWBOR with operating costs of $700,000 would have
operating profits of $550,000. If the royalty pool percentage
for this show was 35%, the royalty participants would
receive a total of $192,500 (35% of $550,000), with the
investors receiving $357,500 (65% of $550,000).
Once the royalty pool percentage of GWBOR is set,
all royalty participants are assigned points in the pool
and distributions are made based on the number of points
each participant has. If there were a total of twenty points
and the composer and lyricist have three points each,
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3. Fixed Dollar Shows/Combination with Royalty Pool:

with the remaining fourteen points allocated to all other
royalty participants, the royalty split on $192,500 would
be $28,875 to the composer, $28,875 to the lyricist, and
$134,750 payable to all others.
In addition, if the show is not running a weekly profit
(i.e., it is breaking even or operating at a loss), there is a
minimum royalty (sometimes referred to as a "point")
that must be paid to all royalty participants. This royalty
is based on a set dollar value for each royalty point that a
participant has in the pool. If the minimum per point
value was $500, each party would multiply their points
by $500 and that would be their respective royalty for
that week.
Finally, the royalty pool percentage can be increased
once a show achieves 110%-125% full investor recoupment
of total capitalization. For example, it can go from a 35%
pool to a 40% pool. This minimum royalty clause insures
that the royalty participants will receive some compensation
during periods when the show is trying to find an audience,
is struggling, or is just in a temporary "down period".
Occasionally, royalty participants may forego or reduce
these minimums if it helps to keep the show open.
Royalty calculations and payments are normally
paid after each four-week performance period,
commonly referred to as a "cycle."

In situations where the Broadway show is using
pre-existing songs, the producer sometimes may try to
negotiate a specified weekly dollar payment (e.g. $600
per song per week). Under such a plan, the producer
does not have to deal with a percentage of box office
receipts formula or a royalty pool. Regardless of whether
the show is a hit or a flop, the figure remains the same.
These payments are normally based on an eightperformance week and are reduced proportionally if
there are fewer performances.
In the case of so called "catalogue musicals," many
times, two formulas will be used. Well-known songs and
songs integral to the story may be paid on a royalty pool
basis or a percentage of box office receipts calculation
(as in the DGA/APC discussed above), whereas other
songs in the show receive fixed dollar weekly amounts.
Obviously, this is an area for negotiation as it can have a
significant effect on the amount of royalties a songwriter
and his or her music publisher receive, especially if the
show is a hit.
Since it often takes years to develop a musical for
presentation as a first run commercial production, the
agreement for use of a pre-existing song in a musical will
provide for a development period. For example, an
agreement might read that the producer will have two years
to have the musical open on Broadway or other first run
venue. During this period, the right to make theatrical use
of the compositions often will be exclusive to the producer
for live theatrical use and there will be a payment made
to secure these rights (sometimes in the form of an advance,
which is recoupable from future royalties). Since you
never know how long it is going to take to fully develop
a theatrical musical, the producer usually has an option
to extend the development period for an additional period
(one year, two years, etc.) with payment of an additional
advance to the composers and lyricists (and/or music
publisher, if applicable).
It should also be noted that, depending on the amount
of money being paid for the commitment of the use of the
composition in the “to-be-developed musical,” the rights
may or may not be exclusive, since exclusivity ties up the
composition for use in this area for a period with no
guarantee that the show will actually be produced. Thus,
the money being paid can be a very important issue when
the producer introduces the concept of “exclusivity" into
the negotiations, as opposed to “the non-exclusive right
to use the composition” in the show. For example, a license
might read: "Licensor grants Licensee the non-exclusive,
limited right during the term and territory to use and
perform the composition in live dramatico-musical
performances of the specific Production. Licensor may
grant others the right to use the composition in other live
stage productions."

Join the Forum’s
Theater and Performing Arts
Division
The Division’s leadership endeavors to provide its
members with access to events and resources focused
on issues affecting your creative and corporate clients
and your practice. We encourage Forum members
with an interest in the intersection of theater and the
law to join the Theater and Performing Arts
Division.

M. Graham Coleman
M. Graham Coleman, Chair
Forum’s Theater and Performing Arts Division
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the required number of public theatrical performances,
the producer will have "vested" and will have the right to
license additional productions throughout the territory.
The royalty structure for the pre-existing composition
can either be a fixed dollar amount per week, a royalty pool
arrangement with a minimum weekly guarantee, or a
GWBOR formula pursuant to the Dramatists Guild APC.
The producer will also negotiate a subsidiary rights clause
with specified fees and royalties if the production is
licensed for presentation in motion pictures, radio,
television, cast albums, or any other audio or audio-visual
format. The producer also has the right to arrange the
composition, provided it does not alter the fundamental
character of the composition. Warranties and dispute
resolution procedures are also set forth in the agreement.

Subsidiary Rights/Producer Vesting
It is important to remember that the author owns and
controls the play, and has the right to exploit the work in
other media or in other ways besides First Class live stage
performances. This includes audio-visual productions (motion
pictures, television, soundtrack albums), commercial use
products (toys, games, clothes), stock, amateur and ancillary
performances, and performances in other territories, as
well as revivals, remakes, prequels, sequels, and spinoffs
after the expiration of the producer's right to produce the
play in the originally agreed upon territory.
When a producer has presented the show in the
territory for a specific number of consecutive First Class
Performances (a combination of out of town performances,
previews, the official Press Opening in New York City,
as well as regular performances), the producer becomes
“vested” in subsidiary rights (assuming the producer is
not in breach of any provision of the contract) and becomes
entitled to certain decision-making and financial participation
rights with respect to the disposition of subsidiary rights
in the territory and, in some cases, the rest of the world.
The producer's participation is a specific percentage of the
author's compensation for media productions, stock and
ancillary performances, amateur performances, and
commercial use products. The producer also must be given
a reasonable opportunity to consult fully with the author
about the exploitation of such rights. Finally, there are
limits placed on the length of time that a producer continues
to participate in subsidiary rights, with the sole exception of
media productions, which continue in perpetuity. The
"vesting" concept recognizes the contribution that a
producer's successful production has made to the value
of other rights in the play.

Writing a New Song for a Musical
The basic structure for this type of agreement is as
follows: As to services, the writer is hired to compose the
music and lyrics to one song for the new musical. The
composer is to deliver the composition per an agreed upon
schedule and revise upon request. The producer, in a nonwork for hire situation, acquires the sole and exclusive
license to use the song in all versions, productions, etc.
of the musical, as well as the writer's name and likeness,
right of publicity, and promotion rights on a non-exclusive
basis. If the song is included in the official opening night,
the producer's rights will be perpetual. Further, if the song
is used, the producer can place it on cast albums and
merchandise, and has the right to embody the composition
in a motion picture, television, or other audio-visual
adaptation. If the song is not used in the Broadway opening
or a First Class production within a certain period, all rights
will revert to the writer, except for any intellectual property
elements in the song owned by the producer. A creative
writing fee would be negotiated (e.g. 1/3 upon signing the
agreement, 1/3 upon delivery of a final version, and 1/3 if
the song is included in the full draft of the script), along
with royalty clauses either reflecting the APC percentages,
a royalty pool, or some other arrangement, as well as all
customary composer and lyricist shares of subsidiary rights
income as set forth in Article XI of the Dramatists Guild
APC. Credit, warranty, and indemnification clauses, among
others, would also be negotiated.

Grand Rights Song License Agreement
When a producer wants to use a pre-existing
composition in a musical, the negotiated agreement
between the copyright owner (usually the music publisher
or administrator) and the producer is referred to as a
Grand Rights License Agreement. The term “grand rights”
is used to distinguish dramatic performances—those
within a musical play or other dramatico-musical work—
from non-dramatic or small right performances, which
are performances without any dramatic element (that is,
no book, staging, costumes, dramatic gestures, etc.) that
are most often licensed through a performing rights society.
This eight to ten-page agreement grants the live stage
rights (grand and dramatic) to the producer for a specific
Broadway or Off-Broadway production. The publisher
grants an "exclusive option" to present an initial First
Class (or Second Class) production in the United States
and Canada within a specified period, usually with advances
paid if option periods are involved. If the producer presents

Underlying Rights Agreement
The underlying rights agreement is negotiated when
a producer wants to make a musical from a pre-existing
work. Obvious examples are musicals based on motion
pictures. Considering that practically all the original music
in a film (score and songs specifically written for the film)
are written under work for hire contracts, the underlying
rights owner (for example, the studio) already controls all
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regardless of the operating profits of the show for each
accounting period. For example, the producer might
guarantee each of the authors $4,000 without regard to
how the show is performing financially during an
accounting period.

rights in the work including the music. The underlying
rights/copyright owner normally receives a royalty percent
equal to the composer, lyricist, or book writer under the
APC and is normally around 2% of the GWBOR, with a
possible increase upon recoupment.
This agreement grants a license to produce and present
one dramatico-musical play based upon the specific motion
picture and the original screenplay upon which the play
is based. The grant of rights includes within the producer’s
sole discretion, the worldwide live stage dramatico-musical
rights in and to the property, and all component parts of
the property, including, without limitation, the unrestricted
right to adapt, translate, change, rearrange, interpolate in,
add to (including the addition of music and lyrics), and
subtract from the property. In addition, the producer has
the right to engage persons to write or revise the play based
on the property, and compose music and lyrics for the play
in accordance with the provisions of the overall agreement.
The producer also has the right to exploit the publication,
mechanical reproduction, synchronization, and small
performance rights in the separate music and/or lyrics of
the play. Many times, the underlying rights owner has the
right to approve the musical's book writer, composer, and
lyricist, and participate in a share of the subsidiary rights
proceeds.
It is important for any composer, lyricist, or songwriter
who created works under a work for hire agreement for
the feature film now being made into a musical to determine
what royalty structure will govern their compositions if
used in the final Broadway production. The possibilities
include the Dramatists Guild pre- and post-recoupment
percentages, a royalty pool participation, a creator's
Schedule A royalty addendum attached to the original
work for hire agreement, or some other arrangement.

2.

The composer/lyricist will share in a percentage of
the monies received by the producer of the musical from
the applicable record company for sales of the Broadway
show cast album (e.g., 10%, 15%, etc.).
3.

Mechanical Royalties:

There will also be a mechanical royalty for sales of
the cast album and single tracks taken from the show. For
example, these songwriter/music publishing royalties are
often paid at the statutory rate with a song cap for albums
and a full 100% statutory rate for digital downloads. In
the United States, the statutory mechanical rate is 9.1 cents
per composition (or 1.75 cents per minute if the composition
is over five minutes in duration). For a show in which the
music is primarily in the form of songs or other individual
numbers, the statutory rate would be paid on each number
so that the 9.1 cents basic rate would apply to each number
of five minute durations or less, and 1.75 cents per minute
for numbers more than the five minute duration. For a
show in which the music is continuous, the 1.75 cents per
minute basic rate may be applied to the entire work. In
either case, it is common in the United States for the
record company to propose adjustments to limit the total
mechanical royalties paid on physical copies (e.g., CDs,
vinyl, etc.). To put this income source into perspective
for a successful show, the total cast album sales for the
2015 musical, Hamilton, are more than 700,000 with
over 400,000 representing digital sales.
It is important to note that this source of income—
which, in addition to physical recordings and permanent
downloads, also includes limited downloads, interactive
streaming, ringtones, paid locker services, purchased
content lockers, mixed service bundles, limited offerings,
and music bundles—will have new rates set in December
of 2017 by the Copyright Royalty Board for the years
2018–2022.
For sales outside the United States, mechanical
royalties will be paid in conformance with the rules and
regulations of the applicable foreign country society—
many times a percentage of the wholesale or price to the
dealer with respect to albums. For example, in the United
Kingdom, the physical product rate is 8.5% of the purchased
price to the dealer with an 8% of gross revenue rate for
permanent downloads.
The above mechanical rate calculations will also apply
if the musical is made into a film or television production,

Additional Sources of Income
In addition to the composer/lyricist provisions for
theatrical performances of a Broadway musical (e.g., 3%
of the pre-recoupment adjusted GWBOR and 4% following
recoupment of 110% of production costs or, in the
alternative, a royalty pool based on a percentage of the
weekly operating profits of the show), there are a number
of other royalty related items contained in the agreement
that the writer signs with the producer.
The following represents a brief description of some
of the more important potential additional income
sources related to the Broadway musical.
1.

Cast Albums:

Touring Productions:

Since the composer/lyricist compensation is frequently
based on a Royalty Pool arrangement, there is usually a
minimum dollar compensation guarantee provided for
with respect to each four-week performance period
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In addition, as previously discussed, the composers,
lyricists, and their music publisher may receive
performing right income for the individual numbers.

and there is a new soundtrack album or tracks released
from these new versions of the play. These royalties can
be significant, especially in musicals made into motion
pictures. For example, the soundtrack sales in the United
States alone for Les Miserables and Rock of Ages were
over 650,000 and 320,000, respectively. Doing the math,
the monies that can be earned can be substantial, especially
since the mechanical royalties from digital sales will be
at the statutory rate, as opposed to any reduced statutory
controlled composition rate provided for in the soundtrack
agreement. This does not even consider the individual
track sales which can be significant.
4.

8.

Performing Rights Organizations (PROs) such as
the American Society of Composers, Authors and Publishers
(ASCAP), Broadcast Music Inc. (BMI), the Society of
European Stage Authors and Composers (SESAC), and
Global Music Rights (GMR), and their affiliated
counterparts throughout the world (such as PRS for Music
in the United Kingdom, SACEM in France, SOCAN in
Canada, and GEMA in Germany), license only the nondramatic performance right in copyrighted musical works
and, therefore, are not involved in the licensing of live
musical theater on the stage. This is a dramatic performance
right reserved for licensing by the copyright owner who
in most cases is the author or, in the case of pre-existing
songs, the music publisher. If the musical is broadcast on
television (network, local, cable, etc.), or songs from the
show are played on the radio or performed in other licensed
media, the writer and publisher performance earnings from
performing rights organizations can prove substantial over
the life of the copyright. It is not unusual for a major hit
song to generate well over $1 million in writer and publisher
earnings during its initial chart activity period, let alone
many millions of dollars more over the composition's
copyright life.
To put this area into perspective, total combined
annual receipts of the three major United States PROs—
ASCAP, BMI and SESAC—are around $2.3 billion, with
combined television and radio license fees accounting for
over $1 billion of that total. In addition, approximately
$700 million represents primarily writer money coming
in from foreign countries for performances of United
States writers’ works, with an additional $300 million
collected from the general licensing and live non-dramatic
performance area. Successful musical compositions from
the theatre share significantly in the distributions from
all major and minor licensed media, as well as income
from all distribution channels.
As successful musicals have a worldwide market,
performance royalties from foreign countries can be
substantial, particularly if there is a feature film version
of the show or recordings of individual songs released.
Foreign country PROs not only license television, radio,
live, and Internet performances (among others), they also
license movie theaters for all of the music contained in
films being shown in their territory. This latter income
source can prove substantial for musicals made into feature
films as most foreign country performing rights societies
license movie theaters on a percentage of box office gross
receipts (1% as an average) less certain administrative,
social, and cultural deductions.

Merchandise:

There will a royalty paid to the writers for sales of
merchandise relating to the musical which is sold in the
theatre itself. This percentage is negotiable and is based
on the revenues received by the producer from such area.
5.

Motion Picture Rights to the Musical:

If the musical is made into a theatrical motion picture,
the composer and lyricist will often be entitled to share
in a percentage of the actual purchase price received by
the producer from the film company. In most cases, this
will equate to a small percentage of the final budget of
the motion picture. There is usually a floor and a ceiling
to the amount, and there also may be a continuing
participation in the back-end profits of the motion picture
company provided for. Obviously, the negotiations in this
area are complicated because of the various formulae
and/or practices of the particular film company, industry
understandings, court cases, and the terms of the signed
contract with respect to the definition of what constitutes
back-end profits and the calculation thereof.
In many cases, there is a separate synchronization
fee payable for each composition being put into the movie;
especially when dealing with pre-existing compositions
not written for the play. If this is the case, there is usually
an agreed-upon fee specified in the initial rights agreement
so there is certainty for all parties as to the cost, rather
than a “to be negotiated in the future” provision.
6.

Theme Parks, Ice Shows, and Other Live Versions:

These types of shows are licensed on either a onetime flat fee (sometimes with additional payments if the
version continues to run for a set period of years) or on a
royalty basis.
7.

Performance Royalties

Television Rights:

If the musical is made into a television production,
there will be a flat-fee payment to the composers and
lyricists which can be based on the duration of the program.
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concert, amateur, and foreign country performances,
providing continuing royalties to all those involved.
However, the size and scope of those royalties are most
often determined by the original contract signed. Contracts
and licensing arrangements can be, and are, very different
based on the type of show, the music used, and the
negotiating tactics, knowledge, experience, and bargaining
power of the respective parties. Good advice—know your
contracts, your license agreements, and know and
understand the field you are dealing in. Without that
knowledge, "fame and fortune may very well be
fleeting"—if it comes at all.

CONCLUSION
Musical theatre is expensive to get into, difficult to write, and
often very costly to get out of. For the composer and lyricist of
hit new musicals and past successful shows, and songwriters
and music publishers of pre-existing compositions used
in "catalogue musicals” and dramatic plays, the theatre
can be a significant source of income.
Though Broadway hits are "where the money is,"
there are many examples of shows which never recouped
their initial Broadway investment, but have lived on for
decades in stock, regional, resident, dinner, university,
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Incidental Intellectual Property
BY BRIAN L. FRYE
of Anne was intended to revive the Stationers’ Company’s
monopoly by enabling publishers to purchase that exclusive
right. But in the process, it inadvertently created the first
modern copyright by transforming works of authorship
into a form of intangible property. Gradually, copyright
divorced itself from the regulatory monopoly it was
intended to protect, and evolved into an independent
intellectual property right, with an anti-monopoly
justification.[8]

As Mark Twain apocryphally observed, “History
doesn’t repeat itself, but it often rhymes.”{1] The history
of the right of publicity reflects a common intellectual
property rhyme. Much like copyright, the right of publicity
is an incidental intellectual property right that emerged
out of regulation. Over time, the property right gradually
detached itself from the regulation and evolved into an
independent legal doctrine.
Copyright emerged from the efforts of the
Stationers’ Company to preserve its members’ monopoly
on the publication of works of authorship. Similarly, it
can be argued the right of publicity emerged from the
efforts of bubblegum companies to preserve their monopoly
on the publication of baseball cards. In both situations,
those efforts to preserve a monopoly resulted in the
incidental creation of an intellectual property right.

The Right to Privacy and the Right of Publicity
Similarly, the “right of publicity,” which gives people
a property right in their name and likeness, grew out of
the “right to privacy,” which gives people an inalienable
“right to be let alone.” The right to privacy enables people
to prohibit certain uses of their name and likeness by
creating an action in tort for invasion of privacy. But it
creates a personal right, not a property right, because it
cannot be transferred and terminates at death.
By contrast, the right of publicity gives people
alienable exclusive rights in the use of their name and
likeness. The right of publicity typically enables people
to prohibit the commercial use of their name and likeness
without permission. And it creates a property right,
because it can be transferred, in whole or in part, and
may not terminate at death.[9]

A Potted History of Copyright
Today, we take copyright more or less for granted.
Modern copyright gives authors certain property rights
in their works of authorship. And most people assume
that authors are entitled to some kind of copyright
protection, even if they differ about its legitimate
justification, scope and duration.[2]
But that wasn’t always the case. Copyright hasn’t
always existed and didn’t always belong to authors.
Before the invention of the printing press in the 15th
century, copyright was irrelevant, because copying a
work of authorship was expensive, so copies were rare.
While governments censored certain works of authorship,
they largely ignored the reproduction of uncensored
works.[3]
The introduction of movable type in 1450 changed
everything. Suddenly, printers could reproduce works of
authorship relatively inexpensively, and copies of works
of authorship became increasingly common. Initially,
governments continued to focus on censorship, prohibiting
the publication of immoral and seditious works. [4] But in
1557, publishers created “copyright” by persuading
Parliament to charter the Stationers’ Company and give
its members a monopoly over censorship and publication.
And in 1662, Parliament extended that “copyright”
monopoly by passing the Licensing of the Press Act.[5]
The Licensing Act was unpopular, and in 1694,
Parliament refused to renew it, ending the monopoly.[6]
But in 1710, publishers convinced Parliament to pass the
Statute of Anne, which purported to benefit authors by
giving them an alienable exclusive right to reproduce
copies of their works of authorship.[7] In fact, the Statute

The Origins of the Right to Privacy
Today, many question the influence and relevance
of law review articles,[10] but the right to privacy was
created out of whole cloth in one of the most influential
law review articles ever written.[11] In 1890, Samuel
Warren and Louis Brandeis published an article titled
“The Right to Privacy” in the Harvard Law Review.[12]
At the time, the common law recognized causes of action
in tort for slander and libel, or the dissemination of false
statements that harm a person’s reputation.[13] But Warren
and Brandeis observed that true statements can also cause
harm when they improperly intrude into a person’s private
life, and they argued that the common law should recognize
a cause of action in tort for invasion of privacy in order
to prevent those harms.[14] They characterized the “right
to privacy” as “the right to be let alone,” and explained:
The design of the law must be to protect
those persons with whose affairs the
community has no legitimate concern, from
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being dragged into an undesirable and
undesired publicity and to protect all
persons, whatsoever; their position or station,
from having matters which they may
properly prefer to keep private, made public
against their will. It is the unwarranted
invasion of individual privacy which is
reprehended, and to be, so far as possible,
prevented.[15]

Proto-baseball cards appeared soon after modern
baseball became a popular sport, in the form of “cartes
de visite” and “trade cards.” Cartes de visite are small
photographs mounted on cardboard. They were invented
in 1854, and became wildly popular in the United States
during the Civil War, because they provided an inexpensive
way for soldiers and their families to exchange photographs.
But photographers also sold commercial cartes de visite
featuring assorted celebrities, including baseball players.
Trade cards are cardstock cards with an image printed
on one side and text printed on the other, used by businesses
to advertise their products and services. In the late 1860s,
as baseball became a professional sport, businesses
began using images of baseball players and teams on
their trade cards.
In the early 1870s, tobacco companies started using
cardstock to reinforce paper cigarette packages. At first,
these “cigarette cards” were blank, but in 1875, the Allen
& Ginter tobacco company of Richmond, Virginia started
using trade cards, which did double duty as advertisements.
Among other things, Allen & Ginter’s cigarette cards
featured images of baseball players, making them the
first true “baseball cards.”
Cigarette cards featuring images of baseball players
proved popular with children, so candy manufacturers
soon began using baseball cards as promotional items. In
1888, the G&B Chewing Gum Company of New York
included baseball cards in its packages of gum, and other
candy manufacturers sporadically followed suit. Between
1908 and 1915, the American Caramel Company of
Philadelphia issued several sets of baseball cards that it
sold with caramel. In 1909, the John H. Dockman &
Sons Company issued a set of baseball cards that it sold
with gum. And in 1914 and 1915, Reuck Bros. & Eckstein
of Brooklyn and Chicago, the owner of Cracker Jack,
issued unusually large sets of cards, and included one
card in each box.[24]

While Warren and Brandeis did not invent the
concept of a “right to privacy,” or even coin the phrase,
they showed how it was consistent with existing common
law doctrines.[16] In 1908, the Supreme Court of Georgia
became the first state supreme court to recognize a
common law right to privacy, and many others soon
followed.[17] And when state supreme courts declined to
recognize a common law right to privacy, state legislatures
often created a statutory right.
For example, in 1902, a teenage girl named Abigail
M. Roberson sued the Rochester Folding Box Co. and
the Franklin Mills Co. for using a lithograph of her likeness
to advertise Franklin Mills Flour.[18] The New York Court
of Appeals dismissed the lawsuit, holding that the common
law did not create a “right of privacy,” but observing that
the legislature “could very well interfere and arbitrarily
provide that no one should be permitted for his own selfish
purpose to use the picture or the name of another for
advertising purposes without his consent.”[19] In response,
the New York Legislature enacted the New York Privacy
Law of 1903, which provided that the commercial use of a
person’s name or likeness without their written consent
was both a misdemeanor and a tort.[20]
However, some courts held that the common law
right to privacy only prohibits the improper public
disclosure of private facts, and therefore does not
necessarily prohibit the commercial use of a person’s
name or likeness without permission.[21] And most courts
held that the right to privacy is an inalienable personal
right, not an assignable property right.[22] As a consequence,
the recognition of the right to privacy provided only a
qualified right to control the use of a person’s name and
likeness.

Early Baseball Cards and the Right to Privacy
These early baseball cards predated the creation of
the right to privacy, and were often created without the
permission or knowledge of the baseball players they
featured. But as courts increasingly recognized a common
law right to privacy and legislatures began to create
statutory rights to privacy, companies started to ask
baseball players for permission to use their names and
likenesses on baseball cards.
For example, between 1909 and 1911, the American
Tobacco Company (“ATC”) of Durham, North Carolina
issued the so-called “T206” series of cigarette cards
featuring 524 different baseball subjects, primarily baseball
players.[25] ATC hired sports journalists to offer baseball
players $10 for permission to use their names and

A Potted History of Baseball Cards
Baseball originated in English bat-and-ball games
dating from time immemorial. The first known reference
to “base-ball” appeared in 1744, but the term referred to
a congeries of bat-and-ball games until the mid-19th
century. In 1845, Alexander Cartwright of New York’s
Knickerbocker Club created modern baseball by codifying
the “Knickerbocker Rules,” and within a decade baseball
became the most popular sport in America.[23]
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John Robert “Johnny” Mize sued Gum in for using his
name and likeness without permission in its “Double
Play” set of baseball cards, but lost.[31]
During the Second World War, the production of
baseball cards stopped, due to wartime rationing of raw
materials. After the Second World War, the popularity of
baseball skyrocketed, and in 1948, the Bowman Gum
Company (formerly Gum, Inc.) and the Leaf Gum
Company of Chicago both issued sets of baseball cards.
Bowman signed 106 baseball players to exclusive
contracts and issued a set of 48 black and white baseball
cards. In exchange for “the ‘exclusive right to print,
publish, exhibit, display and sell’ the ballplayer's
photograph together with his name, signature or facsimile
thereof” in connection with the sale of chewing gum, the
player received $10, plus an additional $90 “if he was a
member of a major league baseball club for the first 31
days after the opening of the official baseball season.[32]
By contrast, Leaf signed baseball players to nonexclusive contracts, and issued a set of 98 color baseball
cards. At least 24 of the cards in the Leaf set depicted
baseball players who had exclusive contracts with
Bowman. Bowman sued Leaf, alleging that Leaf had
improperly interfered with its exclusive contracts, and
the parties quickly settled, with Leaf agreeing not to
issue any baseball cards until 1951.[33]
As Bowman continued to sign more baseball players
to exclusive contracts and started issuing larger sets of
baseball cards, its profits quickly increased.[34] And
competitors took notice. In 1951, the Topps Chewing
Gum Company of Brooklyn, New York entered the
baseball card business, signing contracts with baseball
players and issuing a 104 card set of baseball cards,
packaged with a caramel candy. In response, Bowman
signed its baseball players to new exclusive contracts
that covered both chewing gum and “confections.”

likenesses on its cigarette cards. While North Carolina
courts did not recognize a right to privacy at that time,
ATC distributed its cigarettes nationally, and presumably
sought explicit permission in order to avoid liability in
other states, including New York.[26]
At some point, Pittsburgh Pirates shortstop Johannes
Peter "Honus" Wagner either refused or rescinded
permission to use his name and likeness on cigarette
cards, because he “did not care to have his picture in a
package of cigarettes,” and returned his $10 fee to ATC.[27]
While ATC immediately stopped issuing Honus Wagner
cards, it had already released about 200. As a consequence
of Wagner’s belated withdrawal of permission to use his
name and likeness, the T206 Honus Wagner card is quite
rare, and is currently the most valuable baseball card in
the world, selling for as much as $2.7 million.[28]
Modern Baseball Cards
After the First World War, tobacco companies gradually
stopped issuing cigarette cards, but candy and gum
manufacturers continued to issue sets of baseball cards.
Between 1921 and 1927, the American Caramel Company
of Philadelphia issued three sets of baseball cards. But
baseball cards soon became associated with gum. In 1933,
five bubblegum companies issued sets of baseball cards
of varying sizes: The Delong Company of Chicago issued a
24-card set; George C. Miller & Company of Boston
issued a 32-card set; the Orbit Gum Co. of Chicago issued
a 60-card set; the World Wide Gum Company of
Montreal issued a 94-card set; and the Goudey Gum
Company of Boston issued a 239-card set.[29]
Miller, Delong, and Orbit did not continue making
baseball cards. But in 1934, the National Chicle Company
of Chicago entered the market, issued a 24-card “Diamond
Stars” set and an 80-card “Batter Up” set. Goudey, World
Wide, and National Chicle issued an assortment of sets
of baseball cards in 1935 and 1936. But World Wide and
National Chicle stopped making baseball cards in 1937,
leaving only Goudey.[30]
Goudey briefly dominated the baseball card business,
but in 1939, Gum, Inc. of Philadelphia entered the market,
issuing a 161-card set. Goudey and Gum competed with
each other until 1941, issuing multiple sets of baseball
cards.

Baseball Cards & the Creation of the Right of Publicity
In 1952, Bowman was purchased by Haelan
Laboratories, Inc., and Topps issued a 407 card set of
baseball cards, packaged with chewing gum. Hundreds
of the baseball players depicted in the Topps set had
signed exclusive contracts with Haelan. So Haelan sued
Topps in the United States District Court for the Eastern
District of New York, alleging unfair competition,
trademark infringement, and interference with contractual
relations. Topps responded that Haelan failed to state a
claim because under New York law the “statutory right of
privacy is personal, not assignable.”[35] In other words,
Topps argued that the baseball players could waive their
right to privacy, but could not assign it in an exclusive
contract. The district court agreed with Topps and
dismissed Haelan’s complaint, and Haelan appealed.

Modern Baseball Cards & the Right to Privacy
Before the Second World War, the baseball card
industry operated largely informally. There were few
legal disputes between baseball players and the baseball
card companies that used their names and likenesses,
possibly because the players had little or no legal leverage.
For example, in 1941, St. Louis Cardinals first baseman
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The Second Circuit reversed, holding that Haelan’s
exclusive contracts with baseball players provided not
only a release from liability for invasion of the right to
privacy, but also a promise not to provide a release to
anyone else. And the Second Circuit held that Topps
tortiously interfered with Haelan’s exclusive contracts
by inducing baseball players to breach their promise not
to provide a release from liability to anyone other than
Haelan.[36] But the Second Circuit also held that people
possess an assignable “right of publicity”:

Topps continued to issue baseball cards. In late 1953,
Connelly Containers, Inc. acquired Haelan in a merger.
And on January 20, 1956, Topps bought Haelan’s baseball
card and bubble gum business for $200,000, and became
the dominant manufacturer of baseball cards.
The Baseball Card Monopoly
Topps wasn’t satisfied with dominance, it wanted a
monopoly. After purchasing Haelan, it signed exclusive
contracts with as many major and minor league baseball
players as possible, and focused on signing minor league
players before they made the majors. The Topps form
contract “guaranteed the player a lump-sum payment of
$125 for each season in which either his picture was used
or the player was an active member of a major league club”
and “ran until Topps had made five years of payments to
the individual player.”[40] Within a few years, Topps
signed exclusive contracts with almost every professional
baseball player.
In 1965, the Federal Trade Commission filed an
antitrust action against Topps, alleging that it had
monopolized the baseball card business by forming
exclusive contracts with about 414 of 421 major league
baseball players, and “practically all minor league players
having a major league potential.”[41] While the hearing
examiner ruled against Topps, the Commission reversed,
primarily because the Topps contracts were limited to
baseball cards sold alone or in connection with gum and
candy, so competitors could sell baseball cards in
connection with other products. But the Commission
also observed that the FTC could not interfere with the
ability of baseball players to alienate their right of
publicity.[42] After the FTC decision, Topps bought out
Fleer, its only remaining competitor, and consolidated its
control of the baseball card business.[43]
In 1966, the Major League Baseball Players
Association hired Marvin Miller as its Executive Director.
Miller created a group licensing program, under which
players authorized the Players Association to negotiate
group licenses of their right of publicity, but retained the
right to negotiate individual licenses. It avoided conflict
with Topps’ exclusive contracts by explicitly excluding
publicity rights that players had already conveyed. As a
consequence, the Players Association could not negotiate
group licenses for baseball cards sold alone, or in
connection with gum or candy. The first group license
authorized Coca-Cola to put pictures of baseball players
on the underside of bottle caps. It was quite successful,
and the Players Association soon negotiated group
licenses with many other companies.[44]
The Players Association also focused on increasing
compensation under Topps’ exclusive contracts with
individual baseball players. Miller persuaded players not

We think that, in addition to and independent
of that right of privacy (which in New York
derives from statute), a man has a right in the
publicity value of his photograph, i.e., the
right to grant the exclusive privilege of
publishing his picture, and that such a grant
may validly be made ‘in gross,’ i.e., without
an accompanying transfer of a business or of
anything else. Whether it be labelled a
‘property’ right is immaterial; for here, as
often elsewhere, the tag ‘property’ simply
symbolizes the fact that courts enforce a
claim which has pecuniary worth.
This right might be called a ‘right of publicity.’
For it is common knowledge that many
prominent persons (especially actors and
ball-players), far from having their feelings
bruised through public exposure of their
likenesses, would feel sorely deprived if they
no longer received money for authorizing
advertisements, popularizing their
countenances, displayed in newspapers,
magazines, busses, trains and subways. This
right of publicity would usually yield them
no money unless it could be made the subject
of an exclusive grant which barred any other
advertiser from using their pictures.[37]
As a result, the Second Circuit effectively created a
new kind of intellectual property, the “right of publicity,”
which gives people an alienable right in the commercial
use of their name and likeness. After Haelan, not only
could people prevent the commercial use of their name
and likeness without their permission, but also they could
transfer the right to control the commercial use of their
name and likeness to someone else.[38]
Ironically, Haelan was a pyrrhic victory. The Second
Circuit remanded the case to the district court, where it
became clear that Haelan had failed to sign exclusive
contracts with enough players to monopolize the baseball
card business, and had bungled the renewal of many of
its contracts.[39] As a consequence, both Haelan and
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percentage of the value of their labor. The first labor union
representing baseball players was the Brotherhood of
Professional Base Ball Players, formed in 1885. It was
followed by the Players' Protective Association in 1900,
the Fraternity of Professional Baseball Players of America
in 1912 and the American Baseball Guild in 1946. The
prime target of all of those unions was the hated “reserve
clause,” a part of every player’s contract that gave the team
a unilateral option to renegotiate and assign the contract.
Any player who breached the reserve clause was blacklisted.
As a consequence, players were bound to their team, unless
they obtained an unconditional release.[50]
Despite the rather dubious legality of the reserve
clause, the Supreme Court repeatedly held that it did not
violate the Sherman Act, on increasingly implausible
grounds. In 1915, the owner of the Baltimore Terrapins
filed an antitrust action against the National League and
American League, alleging that they violated the Sherman
Act by conspiring to destroy the former Federal League,
but the Court held that professional baseball was exempt
from federal regulation under the Sherman Act because
it was not “interstate commerce.”[51] In 1950, George
Earl Toolson filed an antitrust action against the New
York Yankees, alleging that the reserve clause was an
improper restraint of trade under the Sherman Act, but
the Court reaffirmed its holding that professional baseball
was exempt from the Sherman Act, essentially based on
reliance.[52] And in 1970, Curtis Charles Flood, filed an
antitrust action against Major League Baseball
Commissioner Bowie Kuhn, alleging that the reserve
clause violated the Sherman Act and comparing it to
slavery. While the Court finally acknowledged that
professional baseball was indeed interstate commerce, it
nevertheless held that baseball was exempt from federal
regulation under the Sherman Act, based on the principle
of stare decisis.[53]
But the reserve clause was already on its way out.
In 1968, the Players Association had negotiated the firstever collective bargaining agreement in professional sports,
which increased the minimum salary from $6,000 to
$10,000, among other things. In 1970, it negotiated the
right for players to arbitrate grievances. In 1972, the
players went on strike and forced the owners to accept
binding arbitration. And in 1975, Dave McNally and
Andy Messersmith challenged the perpetual reserve
clause in binding arbitration and prevailed. When the
arbitrator’s decision was affirmed by the federal courts,
the reserve clause was no more.[54] Suddenly, professional
baseball players could become free agents and negotiate
their salaries independently.

to renew their exclusive contracts with Topps, which
eventually enabled him to renegotiate the terms of Topps’
contracts. On November 18, 1968, Topps formed a new
agreement with the Players Association that “increased
the players' lump sum license payments from $125 to
$250 per year” and provided each player “a pro rata
share of 8% of Topps' sales up to four million dollars
and 10% of Topps' sales over four million.”[45]
In 1974, Fleer decided to re-enter the baseball card
business, but quickly ran afoul of Topps and the Players
Association. Fleer tried to obtain a group license to sell
large (5”x7”) patches and cards, but after consulting with
Topps, the Players Association refused. Fleer responded
by filing an antitrust action against Topps and the Players
Association in the United States District Court for the
Eastern District of Pennsylvania.[46]
The district court found that Topps and the Players
Association had conspired to monopolize the baseball
card business. It observed that Fleer effectively could
not obtain individual licenses to sell baseball cards alone
or with gum or candy, because Topps had exclusive
contracts with substantially all professional baseball
players, and that it could not obtain a group license to
sell baseball cards with other products, because the Players
Association refused to negotiate one. As a result, Topps
and the Players Association exercised monopoly power
over the baseball card business. The district court awarded
only nominal damages to Fleer, but enjoined Topps from
forming or enforcing exclusive contracts with baseball
players, and ordered the Players Association to grant at
least one group license to sell baseball cards.[47]
Pursuant to the district court’s order, the Players
Association granted Fleer a non-exclusive group license
to sell baseball cards, which Fleer immediately used.[48]
Both Topps and Fleer appealed to the United States Court
of Appeals for the Third Circuit. Topps appealed the
judgment, and Fleer sought an expanded injunction
banning Topps from the baseball card business for one
year and forcing Topps to obtain group licenses through
the Players Association, rather than exclusive contracts
with individual baseball players. The Third Circuit
reversed the district court, holding that neither Topps’
exclusive contracts nor the Players Association’s group
licenses were unreasonable restraints of trade, and that
Fleer had failed to prove that Topps and the Players
Association actually exercised monopoly power, because
competitors could negotiate their own exclusive contracts
with individual baseball players.[49]
The Rise and Demise of the Reserve Clause
The Players Association not only helped baseball
players claim a larger percentage of the value of their
right of publicity, but also helped them claim a larger
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Conclusion

of publicity,” a property right that enables celebrities to
do precisely the opposite.
The Stationers’ Company initially used copyright to
protect its members’ monopoly on the publication of
works of authorship, and Haelan and Topps use the right
of publicity to protect their monopoly over the publication
of baseball cards. But just as authors eventually reclaimed
copyright for themselves, so too did baseball players
eventually reclaim the right of publicity

The Stationers’ Company convinced Parliament to create
“modern copyright” in order to preserve its monopoly on
the publication of works of authorship, but inadvertently
created a new intellectual property right with an
independent, anti-monopoly justification. Likewise,
Warren and Brandeis created the “right to privacy” in
order to enable people to protect their right to be let
alone, but inadvertently enabled the creation of the “right
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Litigation Update

Winter 2016 / 2017

BY MICHELLE M. WAHL AND KENNETH D. FREUNDLICH
1. 2016 Presidential Election –
Bringing “Sexy Back” with Voting
Poll Selfies or Breaking the Law?

To residents in the ABA home state of Illinois, the
current state of the law provides that voting selfies are
banned by a law that provides that knowingly marking
your ballot so that others can see is a felony that carries a
prison sentence of one to three years. Id. In other words, I
know that often we Can’t Stop the Feeling of wanting to
snap selfies, but unless you have a nice Suit & Tie to wear
to court and are not embarrassed to Cry Me a River while I
tell you “I told you so,” then do your best to refrain from
selfie shots when casting your ballot in Illinois.
At least for now.

Want to take a selfie and post it on the internet to
prove that you were in the voting booth at the polling
place and voting? Not so fast. While voting in Tennessee
this past election, Justin Timberlake (J.T.) took such a
selfie, to show the world that he voted in this past election.
But he quickly learned of Tennessee’s laws prohibiting
him from taking a selfie while still in the polling location,
and righted his wrongdoing by removing the selfie from
his Instagram account before the local District Attorney’s
office took formal action for his behavior.
But, had they, what would have been the outcome?
A recent poll (pun intended) of similar federal rulings
in jurisdictions such as New Hampshire and Indiana,
indicates that J.T. can go to town on polling place selfies
without fear of being hauled to court (apologies J.T., but
you can only cast one vote in this country, so your
presidential polling place selfie days are on hold until at
least 2020). An example of one such ruling derives
from the Western District of Michigan, where the court
entered a preliminary injunction enjoining the state of
Michigan from enforcing its ban on polling or voting
place photography as the same was a violation of free
speech. See Crookston v. Johnson, Case No. 1:16-cv-1109
(W.D. Mich. Oct. 24, 2016). In Crookston, Plaintiff argued
that Michigan’s ban of photographs and cell phones in
polling stations amounted to a content-based restriction
under the First Amendment and therefore, was
unconstitutional. Strict Scrutiny is applied to content-based
laws and as such, is only upheld if the government can
establish the law is narrowly tailored to serve the state’s
compelling interest. Reed v. Town of Gilbert, 135 S. Ct.
2218, 2226 (2015). The court held the law failed to meet
that standard and as such, was unconstitutional. In fact,
even under an intermediate level of scrutiny, where, to
be constitutional, restriction of speech must be narrowly
tailored to serve a significant governmental interest, the
law failed as well.
If you are unsure whether your jurisdiction has
illegalized voting poll or voting station selfies, The Chicago
Bar Association published an article addressing the same
for various states:
http://www.chicagolawbulletin.com/Articles/2016/10/26
/Ballot-selfie-state-law-10-26-16.aspx

See generally
http://www.lexology.com/library/detail.aspx?g=60940
0fe-9560-4ba4-9ce7-6d43612e5ba9
2. Rolling Stone Magazine –
A Disgrace to Journalism and a
Travesty for True Rape Victims
On November 4, 2016 a Virginia federal jury found
Rolling Stone Magazine guilty of both intentional libel
and defamation after the publication fictitiously reported
a devastating story of rape and victim brutality. By way
of reminder, the report, entitled “A Rape on Campus: A
Brutal Assault and Struggle for Justice at UVA”, was first
published by Rolling Stone Magazine in November 2014.
The story focused on a Phi Kapp Psi fraternity party that,
according to an unnamed source (victim) involved an alleged
7-person gang rape. Given the horrifying nature of the
allegations, once published, the story quickly went viral.
Shortly thereafter, Phi Kappa Psi was coined the
“rape frat” and fraternity members were openly shamed
in public. However, prior to Rolling Stone Magazine
releasing its report, it was evident that there were issues
with critical details provided in support of the allegations.
For example, Phi Kappa Psi maintained that no such
party occurred on the night of the alleged rape. Moreover,
evidence typical of rape, particularly gang rape, was wholly
absent (i.e. no semen, stray hairs and the like, from any
of the 7 individuals allegedly involved in the gang rape).
However, the damage to the actual victims, the University
of Virginia and Phi Kappa Psi, was already done. The
University experienced declines in applications and
enrollment and although not individually named in Rolling
Stone Magazine’s story, Phi Kappa Psi fraternity brothers
found themselves being specifically targeted. Rolling
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3. U.S. Music Industry’s Open Letter to
the U.S. Government –
“Support Europe’s Copyright Reform
and Reconcile the Royalty Payment
Disparities.”

Stone Magazine elected to offer an apology (for lack of a
better word) via a 2015 cover which provided “Our UVA
Apology: Ooops! We Did it Again!!!” and the same was
part of a special edition dedicated to rape culture.
Nicole Eramo, a University of Virginia administrator
who was tasked with overseeing sexual crimes during
the relevant time period, filed a $7.5 million suit against
both Rolling Stone Magazine and Sabrina Rubin Erdely,
the Rolling Stone Magazine writer accused of perpetuating
the false story. In her suit, Ms. Eramo argued that Rolling
Stone Magazine and Ms. Erderly portrayed her as dismissive
and essentially complicit in the alleged rape. Specifically,
Ms. Eramo argued that Ms. Erderly held her out as one
protecting the University and its fraternity members, as
opposed to aiding a helpless victim of rape. Wenner Media,
the entity that owns Rolling Stone Magazine, argued that
the defamation was not intentional, but the jury held
otherwise, concluding the false story was not only
intentional, but malicious given that Ms. Erdely failed to
corroborate her story prior to its publication. Moreover,
even though the Court deemed Ms. Eramo a public figure,
the jury nevertheless concluded sufficient malice on the
part of Rolling Stone to merit a finding of liability.
Members of Phi Kappa Psi have also filed suit against
Rolling Stone Magazine and their case is currently pending.
It seems Rolling Stone Magazine has not only demolished
any journalistic integrity it may have possessed prior to
this report, but has also subjected itself to astronomical
legal fees that may lead to the publication’s demise.
By way of reminder, decisions in defamation cases
often hinge on whether the allegedly defamed individual
is in fact a public figure and thus, expects his or her conduct
will be scrutinized. In NY Times v. Sullivan, the United
States Supreme Court held that if the person allegedly
defamed is a public figure, the jury must find both the
defendant’s statement false and that it was made with
malice, before holding that defendant liable. Id, 376 U.S.
254 (1964). However, the “malice” standard does not
require ill intent, but rather, knowing that the statement was
false or distributing the statement with a reckless disregard
for the truth. In other words, by simply failing to investigate
the truth of the statement, publications like Rolling Stone
Magazine subject themselves to liability. This failure is
further amplified when the publication is made aware of
evidence that may negate the truth of the statement. This
is certainly a consideration for broadcasters as well and a
reminder that media companies and the like must not
assert claims that are not substantiated or they too, may
be exposing themselves to liability.

In their open letter, a host of United States music
industry organizations, including Azoff MSG Entertainment,
BMI, SESAC, SoundExchange, the RIAA and numerous
others, have banned together asking for the United States
Government’s support of Article 13 of the Copyright
Directive proposed by the European Commission. Such
reform directly addresses the disparity in royalty payments
that have been experienced by a host of music distribution
services. Specifically referencing both YouTube and
Spotify, the open letter provides how critical it is that the
growing digital-access model is continuously protected.
The letter describes what has been termed a “Value Gap”
– “a growing divide between the online consumption of
[United States] content and the revenue it generates, largely
due to a narrow group of businesses that exploit analogera laws intended for passing online conduits to obtain
below-market licenses never intended for active music
distributors like [Spotify, YouTube].” Id. The letter
addressed to the Honorable Anthony L. Gardner, U.S.
Ambassador to the European Union, U.S. States Mission
to the European Union and the U.S. Department of State,
provides that American copyright industries generate
over $1 trillion of economic output and account for nearly
7% of the GDP as a whole. It further states that the
American copyright industries employ nearly 5.5 million
employees and contribute in excess of $156 billion in
foreign sales and exports. Id. The letter seeks support to
ensure protection of American creators and their respective
works and hones in on the American music industry’s
transition to a digital marketplace that now accounts for
80% of the industry’s total revenue. To further exemplify
the “Value Gap,” the letter provides that while “Spotify
paid music creators $18 per user in 2014 (the last year of
available data), it is estimated that YouTube (which
exploits the Digital Millennium Copyright Act (“DMCA”)
to acquire below-market rates) delivered less than $1 per
user to music creators in 2015.” The example sought to
illustrate how the DMCA benefits YouTube and similar
platforms to the disadvantage of others who do not base
their business on users uploading the content they distribute.
In reconciling this issue, the letter provides that Article
13 would require those that act as music distribution
services to negotiate free-market licenses or take meaningful
action to prevent unlicensed works from appearing on
their services. Thus, the measure would place all services
on a level playing field protecting not only the creators,
but the digital marketplace itself. According to the
United States music industry organizations, implementation

See generally
https://www.digitalmusicnews.com/2016/11/04/rollin
g-stone-magazine-gang-rape/
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like Spotify and its fellow streaming contenders gain
momentum and turn profit, the effects will be felt by the
industry overall, and of course, will help revitalize records
label who have been patiently waiting for their comeback.
Granted, the record labels cannot stand by the wayside
and wait for the streaming evolution to come full circle.
They, too, must invest by shifting marketing efforts to
actual music consumption as opposed to the age-old
transactions model.

of Article 13 will ensure fair growth of all sorts of
technologies and services while simultaneously protecting
and properly valuing American creators whose works are
being consumed without proper compensation.
http://www.billboard.com/articles/news/7565576/usindustry-bodies-govt-support-eu-digital-copyright
4. 2016 – The Year the Record Business
was Reborn?

http://www.billboard.com/articles/business/7565475/
record-business-back-streaming

Over the past few years, reports issued by Barclays
reflected a slow and steady decline of the music industry
as track sales fell. However, since approximately September
2016, various United States analysts and industry executives
have claimed the industry may be on an uptick. For
example, the RIAA reported that in the first six months
of 2016, recorded music generated 8.1% more revenue
that the corresponding period in 2015. Apparently, such
growth was driven by the number of streaming service
subscribers, averaging 18.3 million during the first six
months of 2016, as compared to 10.8 million during the
same time in 2015. In addition to U.S. market increases,
similar increases were felt in the U.K. and France. Paid
subscription services seem to be the driving force of the
increase in recorded-music business and according to
founder/chairman of Beggars Group, Martin Mills, “this
seems a solid and continuing [trend]” (Id) that is unlikely
to revert backwards. Moreover, given the vested interest
major labels have in Spotify’s success (i.e. combined, major
labels own an estimated 18% in Spotify), streaming will
likely continue to drive the recorded music business’s
rebound in the industry. Possibly more important is the
level of competition that was absent from the download
world (which, in turn, allowed Apple to dominate that
realm), which is readily apparent in the streaming world,
considering companies like Spotify, Apple Music, Amazon,
Pandora and IHeart Media who are either in the market
already or becoming players in 2017. The level of
competition within the streaming platform ensures one
company is unable to monopolize the streaming
business.
Although this is certainly a positive step for the
record businesses, the road to their complete recovery is
long and winding. For example, although there was a
substantial increase in revenue from streaming services,
sales from CDs and downloads continue on a downward
spiral, likely in part due to free, ad-supported music
currently available from YouTube and Spotify. Moreover,
long-term sustainability of the streaming platform to a
great extent, hinges on being profitable for those technology
companies who are providing the platform. Once companies

5. Locating Designated Agents for DMCA
Take-Down Notices –
A Much Needed Change to the
Current Procedure
At last, many of the complaints directed to the United
States Copyright Office regarding the inability to effectively
search and locate Designated Agents for take-down notices
pursuant to Section 512 Safe Harbor provisions for usergenerated content, is being addressed and remedied. After
years of asserting that the protocol of registering Designated
Agents on paper forms filed with the Copyright Office was
insufficient and outdated, a new system is on the horizon.
As many of you are already aware, Section 512 of
the United States Copyright Act provides Internet service
providers with safe harbors that shield them from the
transmission of infringing content that is created by third
parties and then transmitted using their respective systems.
Websites and other digital services, like YouTube or
Facebook are also subject to the safe harbors. However,
the safe harbors are contingent on service providers
meeting certain standards. Namely, they must not only
refrain from encouraging third parties to post infringing
content, but also must take down infringing material
located on their site. As to the latter, service providers
must designate an agent for service of take-down notices
(i.e. copyright holders who request that infringing material
be removed). Not only must the Designated Agent be
registered with the United States Copyright Office, he or
she must be also clearly identified on the service provider’s
website. Currently, when registering with the Copyright
Office, service providers name their Designated Agent
via a paper form which is they scanned and uploaded on
the Copyright Office’s website. However, necessary
information is typically difficult to locate and often
outdated. Thus, effective December 1, 2016, all parties
seeking safe-harbor protections must register using the
new Copyright Office online system and must do so by
December 31, 2017. In other words, paper registrations
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6. Third Parties –
Can They Assert a Defense of
Erroneous Claim of Copyright
Ownership Based on Work Made for
Hire

will neither suffice nor be accepted after December 1,
2016. Between December 1, 2016 and December 31,
2017, both the paper and electronic systems will be
maintained, but the electronic system will take priority.
In other words, even if a service provider has a paper
submission on file with the Copyright Office, it must
now electronically register as part of the new system, by
the December 31, 2017 deadline.
The new electronic system requires parties seeking
Section 512’s protections to provide a user name and
password to establish their account, and registration may
be made by a third-party or the service provider itself. If
third-parties are administering sites for multiple service
providers, they can register any and all of those service
providers. In setting up accounts via the new electronic
system, registrants are required to provide names,
addresses, telephone numbers and primary and
secondary e-mail accounts for two individuals who will
serve as contacts for each registrant. The Copyright
Office will then use such information to address
questions regarding registration and to serve renewal
notices. As to the latter, registrations must be renewed
every three years to ensure that information provided by
the registrant is accurate and up to date. Most
importantly, the electronic registration must identify
who will serve as the Designated Agent and such role
can be filled by an individual, a copyright officer, or
even a law firm. The Designated Agent’s address,
phone number and email, as well as the entity in which
he or she is affiliated, must also be provided and is to be
maintained on the service provider’s website and
updated as needed. To help combat the difficulty with
the current system in searching for Designated Agents,
the new electronic system also requires service providers
to give not only their legal name, but other identifiers
(i.e. URL, App name, etc.) that the public is likely to
associate with the service.
To enjoy all the protections afforded by Section
512, parties subject to the same should familiarize
themselves with all requirements and deadlines
associated with implementation of the new electronic
system. The same can be found here:

In Urbont v. Sony Music Entertainment Inc., Second
Circuit, July 29, 2016, 15-1778, the Court held that third
parties have standing to assert a defense that a copyright
owner’s claim of ownership is erroneously based on a
work made for hire. Jack Urbont, an established composer
and music producer, brought suit to enforce his claimed
ownership rights in the “Iron Man” theme song against
Sony Music Entertainment, Razor Sharp Records and
Dennis Coles, a/k/a Ghostface Killah, who allegedly
infringed his rights in that work. During the district
court proceedings, evidence established that in 1966, Mr.
Urbont wrote theme songs for various Marvel Super
Heroes characters, including Iron Man. He also attested
to the fact that he was not hired by Marvel when he wrote
the Iron Man theme song, that he composed, recorded
and produced the music himself and that Marvel could
not modify the work without his permission. Although
no written agreement existed establishing that Mr. Urbont
owned the rights in these theme songs, he argued there
was an oral agreement to that effect. In 1966, a certificate
of copyright registration named Mr. Urbont as the owner
of the work and in 1994, Mr. Urbont was the individual
who filed the copyright renewal notice. Since renewing
the copyright, Mr. Urbont had licensed the Iron Man
composition for use in the 2008 Iron Man movie, as well
as other occasions. In 1995, he entered a settlement
agreement with New World Entertainment, Ltd. and
Marvel Entertainment Group, Inc. after filing suit against
these entities for unauthorized use of a handful of Marvel
series compositions, including the Iron Man composition.
Pursuant to the settlement, Mr. Urbont agreed to release
his claims against Marvel and to license the works to
Marvel. The agreement also referred to Mr. Urbont as
“renewal copyright owner of the…superhero Intros…and
the Master Recordings thereof” and refers to Marvel as
“Licensee,” but expressly denied that Marvel faced “any
liability to owner.”
In 2000, without seeking Mr. Urbont’s permission,
Ghostface Killah, Sony and Razor Sharp records produced
and released an album named Supreme Clientele, featuring
the Iron Man theme song on two tracks. Nearly a decade
later, Mr. Urbont learned of the album and contacted
Sony regarding the alleged infringement. Mr. Urbont
filed suit in June 2011 (and amended in August 2011),
asserting claims of copyright infringement under the
United States Copyright Act, as well as New York
common law claims for copyright infringement, unfair
competition and misappropriation. His federal claim

https://www.federalregister.gov/documents/2016/11/01/
2016-26257/designation-of-agent-to-receivenotification-of-claimed-infringement
See generally
http://www.broadcastlawblog.com/2016/11/articles/co
pyright-office-announces-rules-for-new-electronicfiling-system-for-service-providers-designated-agentsfor-take-down-notices-under-section-512-safe-harborfor-user-generated-content/
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pertained to the Iron Man composition, while the pre1972 sound recording of the song was subject only to
protection under applicable state law.
Defendants argued that Marvel did not share Mr.
Urbont’s understanding that he was the owner of the
work and noted that in 1967, Marvel released a recording
of two songs (not including the Iron Man theme song)
from the Marvel series with a copyright notice that
provided “Copyright © 1967 Marvel Comics Group.”
The defendants further noted that when Marvel sought
copyright registrations for the Iron Man segments of its
television series, there was no reference to preexisting
copyrighted works being incorporated into the program.
The district court first concluded that defendants did
have standing to challenge Mr. Urbont’s ownership of
the copyright under the work for hire doctrine and then
determined it was in fact a work for hire as it was
composed at Marvel’s instance and expense. The court
further held that Mr. Urbont failed to present sufficient
evidence of an ownership agreement with Marvel
sufficient to overcome the presumption that the work
was a work for hire. Mr. Urbont’s state law claims were
dismissed on the ground that the Iron Man recording is
not a “sound recording” but rather, an audiovisual work
subject to preemption under the 1976 Copyright Act.
Mr. Urbont then appealed.
On appeal, Mr. Urbont asserted that the appellees
lacked third-party standing because there was no evidence
that Marvel, who was not a party to the lawsuit, ever
challenged his claim of copyright ownership to the Iron
Man theme song. He further contented that just as third
parties are not permitted to challenge the validity of an
undisputed copyright transfer under Section 204(a) of
the Copyright Act, appellees should not be permitted to
challenge the validity of his copyright on the basis that
the Iron Man theme song was a work for hire, absent
Marvel having taken any such position.
However, the Second Circuit stated that Marvel was not
a party to the lawsuit and was not given the opportunity
to clarify its position with respect to the ownership of the
copyright at issue and as such, it was uncertain whether
they would dispute the same. The Court further held that
unlike Section 204, the work for hire doctrine guides the
determination of ownership rights as between employers
and employees or independent contractors. Moreover,
whether such ownership is challenged by an employer or
third party, the burden of proving copyright ownership
in a copyright infringement suit lies with the plaintiff.
(Id, at 15). The Court noted that although it had not
explicitly decided whether a third party to an alleged
employer-employee relationship had standing to raise a
work for hire defense to copyright infringement claims,
some decisions addressing the issue did find defendants
to have standing. Further, those decisions that did not,

For more information, visit
http://www.abainsurance.com
involved cases where both potential owners of the copyright
were parties to the lawsuit and the issue of ownership
was undisputed as to them. Thus, the Court concluded
that third parties to an alleged employee relationship
have standing to raise a work for hire defense against a
claim of copyright infringement.
The Court further held that although the district
court properly determined that the appellees had standing
to raise a work for hire defense to Mr. Urbont’s copyright
infringement claim, the district court erred in concluding
that Mr. Urbont failed to raise issues of material fact with
regard to his copyright ownership in the work. Specifically,
the Court held that although the plaintiff bears the burden
of providing copyright ownership, the party challenging
the validity of the copyright has the burden to prove the
contrary (Id, at 17, citing Hamil Am., Inc. v. GFI, 193
F.3d 92 (2d Cir. 1999). Further, in the context of a work
for hire, while the factors cited by the district court were
clearly probative of whether the work was for hire (i.e.
work developed to Marvel’s specifications and for Marvel’s
approval and with Marvel’s right to accept or reject the
work, among others), the Court also found that the
district court failed to explicitly consider other factors
(i.e. Mr. Urbont created the work at the impetus of Stan
Lee based on characters from his television show; that
Mr. Urbont retained creative control and Marvel was not
permitted to modify the work; that Mr. Urbont
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At trial, the jury found that the defendants had “red
flag” knowledge insofar as they were willfully blind to
the alleged infringing activity and thus, were disqualified
from asserting the safe harbor protections provided by
the DMCA. The jury awarded a $48 million verdict to
plaintiffs. Defendants then moved for judgment as a
matter of law that the district court partially granted with
respect to MP3 files from major labels issued before
2007 and all songs by the Beatles. The same ultimately
reduced the judgment.
On appeal, the Second Circuit vacated the district
court’s summary judgment ruling as to the defendants’
repeat infringer policy, and rejected that court’s
determination that only “uploaders” could be repeat
infringers, and further rejected the district court’s reliance
on the infringers’ state of mind. The Court then explained
that “copyright infringement is a strict liability offense in
the sense that plaintiff is not required to prove unlawful
intent or culpability and a user does not have to share
copyrighted works in order to infringe a copyright.”
Rather, the Court continued, all that is required is repeated
upload or download of copyrighted material for personal
use. Moreover, a broader reading of "repeat infringer" is
supported by the context and purpose of the DMCA,
which relieves service providers from having to determine
its users’ knowledge to take advantage of the safe harbor
provision. In so finding, the Court held that a jury could
have found defendants failed to implement a reasonable
repeat infringer policy, particularly given defendants
failure to connect known infringing activity to users that
continuously created links from that very same infringing
content. The district court’s summary judgment ruling
on this issue was then vacated and remanded for further
proceedings. In remanding, the Court noted that the
issue of red-flag knowledge would be moot if it was
ultimately established that defendants failed to implement a
repeat infringer policy as the latter would disqualify
defendants from the safe harbor protection. Moreover, it
was evident that defendants knew the Beatles had not
authorized songs to be available digitally and that some
were nevertheless available on defendants’ websites, and
that none of the major record labels had offered songs in
MP3 format prior to 2007. Thus, the Second Circuit
reversed the district court’s post-trial ruling that defendants
did not have red-flag knowledge and willful blindness
relating to the same. However, the district court’s ruling
that plaintiffs were only entitled to one statutory damages
award for both the musical composition and correlating
sound recording in each song, even when owned by
separate parties, was affirmed.

independently recorded and produced the song with his
own tools and resources; and that on top of a fixed sum
payment, Mr. Urbont received royalties), which undermined
the conclusion that the work was in fact a work made for
hire. As such, the Court concluded that there were genuine
issues of material fact remaining as to whether the Iron
Man composition was created as a work for hire for
Marvel. Thus, although the district court properly
dismissed Mr. Urbont’s state law claims as preempted
by the Copyright Act, the Second Circuit vacated the
district court’s summary judgment ruling as the same
related to Mr. Urbont’s Copyright Act claim and
remanded for further proceedings.
Sony did not appeal this ruling and settled on
confidential terms.
7. Repeat Infringers –
When are the DMCA Safe Harbors no
Longer an Option?
MP3tunes.com operated as a website allowing users
to store music on its server, while sideload.com allowed
users to search for free online music and then upload the
songs to virtual storage lockers via their respective
MP3tunes.com account. Once songs were uploaded into
these lockers, they were added to an index of searchable
songs and were made available to other sideload.com
users. Both websites were owned by MP3tunes, LLC,
which was founded by Michael Robertson. However,
many of these uploaded songs included infringing
material and thus drew the attention of various publishers
and record labels who in turn filed suit against Mr.
Robertson and MP3tunes, alleging the websites infringed
thousands of copyrights the publishers and labels held in
both underlying compositions and their respective sound
recordings. Before the case proceeded to trial, a hotly
contested issue on summary judgment was whether
defendants could assert safe harbor protection under the
Digital Millennium Copyright Act. Specifically, whether
they had adopted and reasonably implemented a policy
for the termination of subscribers and account holders
who were considered repeat infringers pursuant to 17
U.S.C. § 512(i)(1)(A).
In 2011, a district court in the Southern District of
New York ruled in favor of MP3tunes on summary
judgment, holding that it was subject to the safe harbor
protection given it had implemented a reasonable repeat
infringer policy. However, although “repeat infringer” is
not specifically defined in the Digital Millennium
Copyright Act, the district court equated repeat infringers
with blatant infringers and concluded that only users
who knowingly uploaded infringing content could be
repeat infringers and, it was those individuals against
whom a service provider’s policy was to be directed.

EMI Christian Music Grp., Inc. v. MP3tunes, LLC (2d
Cir. October 25, 2016).
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Therefore, here, the enforceable portions of the
Rome Convention required the application of British law
without providing any room for a counterargument
regarding the inalienability of termination rights under
U.S. law.
British common law choice-of-law principles did
not favor Duran Duran since under British common law,
like Article 5(2) of the Berne Convention, the choice-oflaw governing assignability of copyright is “the law under
which that copyright was created” which here was Duran
Duran’s domicile, the United Kingdom.
Therefore, the High Court concluded that English
law, and in particular, English principles of contractual
interpretation” governed the dispute. Id. at ¶17.
Duran Duran also argued that their exercise of U.S.
termination rights immunized them from claims of breach
of contract under English law. But the Court also
rejected that.
The upshot of this decision is that while Duran
Duran may terminate the grant of U.S. rights in the
United States, any benefit which Duran Duran obtains as
a result of such termination may be the measure of
damages to Gloucestor Place in the English breach of
contract action.

8. U.S. Termination Rights for U.K.
Artists
The 80’s English rock band Duran Duran filed notices
to terminate grants of their United States copyrights in
their musical compositions to a British company under a
contract governed by English Law, under United States
Copyright Law, 17 U.S.C. § 203 which gives creators
creator (i.e., the “author”), or certain statutory successors
the right to terminate grants of copyright from and after
1978 by following certain specific procedures set forth
in the Copyright Act and the accompanying Regulations.
Up until now, there had been an open question as to
whether an English copyright grantor could exercise U.S.
termination rights to the extent of its U.S. copyrights in a
work notwithstanding anything to the contrary stated in
their copyright assignment contract which is governed
under foreign (in this case English) law.
In Gloucester Place Music Limited v. Le Bon, et al.,
[2016] EWHC 3091 (CH) (“Le Bon”), decided on
December 2, 2016 by the England and Wales High Court
of Justice (Chancery Division), after receiving Duran
Duran’s notices of United States copyright terminations,
the successor to the company Duran Duran assigned its
music composition copyrights to – Gloucester Place
Music Limited predecessors (“Gloucester Place”) asked
the Court to declare that Duran Duran’s serving notice of
termination under Section 203 with respect to U.S.
publishing rights subsumed within the worldwide grant
of publishing rights to via the parties’ publishing
agreements was a breach of those agreements.
Under United States copyright law such relief
would have been denied because the termination statute
expressly states that termination can be effected
“notwithstanding any agreement to the contrary.” 17
U.S.C. § 203(a)(5). But Duran Duran’s contract provided
for the application of English law (which does not
recognize statutory termination rights), so the High Court
looked to common law and international treaties in
determining whether that clause would apply to
eviscerate Duran Duran’s attempt at termination of their
United States Copyright.
The Court looked to competing provisions of the
Rome Convention, Article 3 (requiring the Court to give
effect to the parties’ choice of law, to the extent that it is
given the force of law in the United Kingdom by section
2 of the Contracts (Applicable Law) Act 1990.” Id. at ¶15,
on the one hand, and Article 7(1) (providing for effect to
be given to mandatory rules of the law of another country
with which the situation has a close connect) the latter of
which, the High Court found, has no force of law in the
United Kingdom.

9. Samsung v. Apple: SCOTUS on lost
profits in Patent Cases
On December 6, 2016, SCOTUS set aside a $400
million damages verdict against Samsung for patent
infringement and set the case back to the Federal Circuit
Court for a determination of just how much the design
features that Samsung was found to have infringed
contributed to the value of the iPhone. Not unlike
apportionment of profits in Copyright cases, which has
long been the rule, the Court in an 8-0 opinion, rejected
Apple’s argument that it was of no moment how much
the infringed design element contributed to the infringed
product.
The case involved claims by Apple that Samsung
had infringed on the iPhone’s rounded corner, rectangular
body shape and the grid of apps on the home screen.
A design patent is a separate species of patent which
gives its owner fourteen years to exclusively use that
design for an “article of manufacture.” The issue is that
the applicable statute says that if a patented design is
infringed, the patent owner is entitled to collect an
infringer’s “total profit” which begs the question as to
the value of the infringed design within the entire product.
SCOTUS held that the infringing “article of
manufacture” whose profits the statute entitled an owner
to, should be the infringing component and not the entire
“article” in which the component was only a part. While
this appears like a consistent way of harmonizing the statute,
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This litigation will surely continue and its subsequent
decisions could have a significant effect on Silicon
Valley patent litigation for years to come.

it leaves wide open the question as to what is the entire
product and what is the unit that comprises a “component.”
SCOTUS did not provide the test instead remanding
it down to the Circuit Court to make the determination.
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A View From Across the Pond: Duran Duran’s Termination Rights
Under The U.S. Copyright Act Come Undone By British High
Court Ruling
(CONTINUED FROM PAGE 1)
copyright grants or licenses made before January 1, 1978,
17 U.S.C. § 304(c), or after that date, id. § 203(a), the
latter during the 35th-40th years after such grant or
license.[3] This struck a careful balance such that authors
would get the benefit of the lengthened period of
copyright as opposed to the publishing companies or
other grantees/licensees.
To terminate a grant or license, all an author need
do is to file a Notice of Termination with the U.S. Copyright
Office and serve it on the grantee in the time and manner
prescribed by the U.S. Copyright Act and Copyright
Office Regulations. See, e.g., 17 U.S.C. §§ 203, 403; 37
CFR § 201.10. Upon the effective date of termination,
the U.S. rights covered by the terminated grant or license
revert to the author or his/her statutory heirs. See 17
U.S.C. §§ 203(b), 203(b)(5), 304(c), 304(c)(6).
The statute provides that these termination rights
are inalienable, “notwithstanding any agreement to the
contrary.” Id. §§ 203(a), 304(c)(5). In Professor Nimmer’s
view, this “plainly means that authors and their successors
may terminate copyright assignments in spite of any
contractual device that purports to divest them of the
right.” 3 Nimmer on Copyright §11.07[D][1].

his/her U.S. copyright grant or license under an agreement
containing foreign choice of law and/or venue clauses
(“choice clauses”). Would the general inalienability of
U.S. termination rights allow a foreign author to terminate
with impunity or would the choice clauses expose the
author to damages under the chosen foreign law in the
event the agreement, as in Gloucester Place, did not
expressly allow for termination?
As discussed hereinbelow, the High Court’s
Gloucester Place decision--which ultimately found
under British law that Duran Duran breached their
publishing agreements for having exercised their U.S.
termination rights--may have the effect, if upheld on any
appeal, of limiting the rights of authors under foreign
contracts to reap the benefits of U.S. termination rights,
thereby raising serious questions as to whether such
rights are truly inalienable.
A PRIMER ON TERMINATIONS RIGHTS
UNDER THE U.S. COPYRIGHT ACT
To counter the effects of a significant increase in
the length of copyright under U.S. law, the U.S. Copyright
Act provides for authors to enjoy the right to terminate
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dispute. Perhaps due to procedural reasons, as well as
evidence and arguments that the Court noted were not
raised, the Court limited its consideration of U.S. copyright
law to those few matters on which the parties were “on
common ground.” Id. at ¶18. Notably, the Court
apparently took it as stipulated that “the [termination
notices] served by [Duran Duran] are valid and effective
as a matter of US law, and have the consequence that
ownership of the US copyrights in the Compositions has
reverted, or will revert, to the relevant [Duran Duran]
Members as from the dates on which the Notices take
effect.” Id. at ¶18(iii).
However, the Court refused to consider whether
Duran Duran’s exercise of U.S. termination rights might
serve as a shield under British law to GPML’s breach of
contract claim apparently because, according to the Court,
Duran Duran did not produce admissible, relevant
evidence (nor sought nor obtained the Court’s permission
to adduce expert testimony) as to U.S. law or cite any
applicable case law. Further hampering Duran Duran’s
defense, according to the Court, was that procedurally
the matter was presented to the Court as “one of
interpretation of the [publishing agreements] applying
English law and on the basis, that there is no dispute as to
fact, whereas foreign law is a question of fact.” Id. at ¶21.
The High Court also rejected Duran Duran’s public
policy arguments under English law. As reflected by the
fact that Article 7(1) of the Rome Convention, see supra,
does not have the force of law in the UK, “[t]he general
rule…is that English courts will enforce a contract which
is valid and enforceable under English law even if the
contract would be unenforceable as contrary to public
policy in another county with which the contract has a
connection.” Id. at ¶25. And although “English courts
will not enforce a contract the performance of which
would be unlawful in its place of performance,” id., the
High Court, despite the provision of the U.S. copyright
law, 17 U.S.C. §203(a)(5), permitting termination “in
spite of any contractual device that purports to divest
[authors and successors] of that right,” 3 Nimmer on
Copyright §11.07[D][1], such as the choice clauses
contained in the Duran Duran agreements, did not consider
that policy consideration because, according to the
Court, Duran Duran failed to raise it. See Gloucester
Place, supra, at ¶25.
With the Court’s ruling on the choice of law
question and the lack of admissible evidence of U.S.
copyright law effectively precluding Duran Duran from
raising U.S. copyright law as a defense, the High Court
was left to simply interpret the publishing agreements to
determine whether there was a breach under British law.
In doing so, the High Court considered the British
doctrine of “non-derogation of grant,” which basically
consists of the principle that one “cannot take away with

These termination provisions reflect “Congress's
intent to give the author's statutory successors, rather
than the author's assignees or devisees, the benefits of
copyright recapture.” Peter S. Menell & David Nimmer,
Pooh-Poohing Copyright Law's "Inalienable" Termination
Rights, 57 J. Copyright Soc'y U.S.A. 799, 807 (2010)
(quoting 17 U.S.C. § 304(c)(5)). And for the most part,
American courts have recognized the inalienability of
these rights, except for example when an author or his/her
heir(s) use the threat of termination as a bargaining chip
to execute a new grant or license that supersedes an earlier,
otherwise terminable grant or license. Id. at 808-13.
GLOUCESTER PLACE: NO ORDINARY WORLD
OF TERMINATION
In Gloucester Place, Duran Duran argued that
regardless of whether British or American law governed
the subject publishing agreements, Duran Duran’s
statutory termination rights under Section 203 of the
U.S. Copyright Act—which on their face apply
“notwithstanding any agreement to the contrary,” see
supra—applied to “supersede[] any contractual right”
GPML may have otherwise had. Gloucester Place,
supra, at ¶20 (internal quotation marks and citation
omitted).
The High Court, however, did not agree. Instead,
the Court looked first to international treaties and then to
common law to conclude that British law provided the
sole rule of decision. First, although Article 7(1) of the
Rome Convention “provides for the application of
mandatory rules of the law of another country with which
the situation has a close connection,” Gloucester Place,
supra, at ¶15, which here seemingly would have militated
in favor of applying U.S. copyright law, Section 2 of the
English Contracts (Applicable Law) Act 1990 (the
“Contracts Act”) specifically exempted British contracts
from that rule. Rather, the High Court found that it was
“required to give effect to the parties’ choice of law by
Article 3 of the Rome Convention on the law applicable
to contractual obligations, to the extent that it is given
the force of law in the United Kingdom by section 2 of
the [Contracts Act].” Gloucester Place, supra, at ¶15.
Second, the High Court found that British common
law choice-of-law principles also required the application
of British substantive law because, like Article 5(2) of
the Berne Convention, British common law provides that
the choice-of-law governing assignability of copyright is
“the law under which that copyright was created” (also
known as the principle of lex loci protectionis), which
here was Duran Duran’s domicile, the United Kingdom.
Gloucester Place, supra, at ¶16.
Concluding that British law governed the parties’
agreements, the Court nevertheless was inclined to
address the relevance of U.S. copyright law to this
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reasons, could not have introduced) in those proceedings
will especially result in an uphill appellate battle for
Duran Duran. Accordingly, the limited record that was
before the High Court may have created a perfect storm
from which that Court’s decision emerged and perhaps
will be affirmed.

one hand that which [one] has given with the other.” Id.
at ¶20; see also id. at ¶44.
As to the contracts, Duran Duran argued that the
grant of rights “under the laws of any territory,” id. at ¶6
(internal citation omitted), was effective to transfer the
U.S. copyrights to GPML’s predecessor and that since
there was no provision excluding statutory rights of
termination under U.S. law, such termination rights
should be recognized. Id. at ¶40. GPML urged that the
contract’s language was absolute and clear in granting
rights for the life of the copyright to its predecessor,
thereby rendering any termination to be a breach. See id.
at ¶¶36-39.
The Court found the contractual interpretation
arguments of each side to be “finely balanced” and then,
“not without hesitation” and without much explanation
either, reached its conclusion that Duran Duran’s
exercise of their U.S. termination rights constituted a
breach of the publishing agreements’ grant of all rights
for the full term thereof. Id. at ¶¶44. The likely result of
this perplexing decision is that GPML could obtain
damages in the amount of any benefit Duran Duran
obtained from the termination of U.S. rights, financially
rendering their termination rights a nullity.

IMPLICATIONS FOR ATTORNEYS & AUTHORS:
THOUGHTS ON POSSIBLE STRATEGIES SO
THAT U.S. TERMINATION RIGHTS DO NOT
COME UNDONE BY FOREIGN COURTS
If Gloucester Place stands, are there any litigation
or transactional strategies for foreign authors and their
attorneys to maximize the chances of terminating with
impunity under U.S. law?
To begin with, for any foreign authors in Duran
Duran’s situation sued in British Court under British law
for having exercised their U.S. termination rights, they
have the benefit of hindsight of the High Court’s decision
and any appellate ruling(s). Such authors should consider
doing those things that the High Court intimated Duran
Duran perhaps should have done. This would include,
for example: (1) ensuring that any proceedings are not
limited to merely a four-corners interpretation of
agreement(s), but rather also allow for issues of fact—
such as foreign law (i.e. US. copyright law)—to be
properly raised and adjudicated; (2) introducing competent
expert witness testimony and other evidence regarding
U.S. copyright law; and (3) making an argument grounded
in the principle of British law that “English courts will
not enforce a contract the performance of which would
be unlawful in its place of performance.” Gloucester
Place, supra, at ¶25.
For disputes outside the U.S. involving foreign, but
non-British choice clauses, it seems that if the putatively
applicable foreign laws recognize Article 7(1) of the
Rome Convention as having the force of law,[5] the result
might be entirely different. Specifically, in such a scenario,
if the Court can be convinced that the dispute, despite
presumably involving foreign parties, has a “close
connection” to the United States, the foreign Court might
be inclined to recognize the inalienability of U.S. termination rights as a defense to any action for damages brought
against the terminating party. Perhaps to avoid the
uncertainty of rights in the termination window, a foreign
artist, subject to the justiciability of declaratory relief
actions under the contractually chosen foreign law and to
the extent such law incorporates Article 7(1) of the Rome
Convention, might consider initiating an action in the
contractually chosen foreign venue to determine rights.
Outside-the-box thinking may also lend itself to
other possible solutions. For example, if there exists an
actual “case or controversy,”[6] and if an argument can be
made that there is adequate nexus to a U.S. state and that

HUNGRY LIKE THE WOLF:
DURAN DURAN’S NEXT STEPS
It seems nearly certain that the High Court’s decision
will be appealed. What is at stake is summed up by the
statement of Duran Duran founding member and
keyboardist Nick Rhodes posted on the band’s website:
“We signed a Publishing Agreement as unsuspecting
teenagers, over three decades ago, when just starting
out and when we knew no better. Today, we are told
that language in that Agreement allows our long-time
publishers, . . . to override our statutory rights under
US law. This gives wealthy publishing companies
carte blanche to take advantage of the songwriters
who built their fortune over many years, and strips
songwriters of their right to rebalance this reward. We
are shocked that English contract law is being used to
overturn artists’ rights in another territory. If left
untested, this judgment sets a very bad precedent for all
songwriters of our era and so we are deciding how
properly to proceed.”[4]

To the extent that the British appellate courts, like
American appellate courts, typically do not consider
evidence or arguments introduced for the first time on
appeal, we believe that the arguments that the High Court
noted that Duran Duran did not make in the High Court
proceedings and the evidence (e.g., expert testimony)
regarding U.S. copyright law that the High Court also
noted that Duran Duran did not (and perhaps, for procedural
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it did in Gloucester Place, of using foreign law to punish
the artist for exercising his/her statutory termination rights,
thereby violating strong Congressional policy that
“termination… may be effected notwithstanding any
agreement to the contrary.” 17 U.S.C. § 203(a)(5).
There are also some lessons to be learned for
transactional lawyers seeking to preserve the inviolability
of U.S. termination rights. Most obviously, if the artist
and/or counterparty is U.S. based, one should try to
negotiate for U.S. choice clauses.
A transactional attorney representing a foreign artist
in a copyright deal with a foreign publisher, where it is
anticipated there will be significant exploitation of the
copyrighted work(s) in the U.S., may also want to consider
the possibility of negotiating for New York choice clauses
should the client have sufficient bargaining power. New
York courts might accept such disputes notwithstanding
that the parties reside elsewhere because New York
Courts, regardless of nexus, will enforce New York choice
clauses for agreements “in consideration of, or relating
to any obligation arising out of a transaction covering in
the aggregate, not less than one million dollars.” N.Y.
Gen. Oblig. Law § 5-1402.
If the parties are unable to agree on U.S. choice clauses,
transactional counsel might try to negotiate for language
that expressly reserves the artist’s termination rights
regardless of the otherwise applicable choice of law.
Notably, the High Court in Gloucester Place, suggests
that had such a reservation clause existed in Duran
Duran’s publishing agreements, the outcome would have
been different. See Gloucester Place, supra, at ¶32.
In sum, all attorneys—whether transactional or
litigation, whether U.S.-based or foreign-based—must
utilize whatever appropriate tools are at their disposal to
try to ensure that their clients’ inalienable U.S. statutory
termination rights are not denigrated by alien courts.

jurisdiction can be had over any foreign parties, see
generally Levitin v. Sony Music Entm't, 101 F.Supp.3d
376 (S.D.N.Y. 2015) (finding jurisdiction and venue
proper as to foreign copyright defendants)[7] the foreign
author might consider commencing suit in the U.S. to
obtain a declaratory judgment recognizing the validity of
the termination and declaring the lack of any breach.
Although filing a U.S. action will likely result in the
opposing party filing a parallel action abroad and then
filing an abstention/stay motion in the U.S. Court, the
foreign author may nevertheless gain leverage, or even
ultimate victory, by defeating the abstention/stay motion
and prevailing in an early dispositive motion, such as
one for judgment on the pleadings. A judgment rendered
by the U.S. court, if obtained before any foreign dispositive
ruling, might have preclusive effect abroad, or at the
very least, further the author’s settlement position.
This U.S.-based strategy though begs the question
that is at the heart of this Article: What about the foreign
choice clauses?
One might be able to marshal an argument that
these clauses should not be enforced if doing so, would,
as it did in Gloucester Place, have the effect of derogating
an artist’s inalienable termination rights due to what would
be considered in the U.S. an (impermissible) “agreement
to the contrary.” To counter the strong federal policy that
courts should enforce choice clauses in cases of “freely
negotiated private international agreements,” Bremen v.
Zapata Off–Shore Co., 407 U.S. 1, 12-13 (1972), one
could argue, as in Mitsubishi Motors Corp. v. Soler
Chrysler–Plymouth, Inc., 473 U.S. 614, 637 n. 19 (1985),
that courts should not enforce foreign choice clauses “in
the event the [foreign choice] clauses operated in tandem
as a prospective waiver of a party’s right to pursue
statutory remedies….” Here, in the context of termination
rights, one could argue, that enforcing foreign choice clauses
in a copyright termination matter could have the effect, as

Endnotes
[1]

This article is written by Kenneth D. Freundlich, Esq. of Freundlich Law and Freundlich Law Counsel Michael J. Kaiser,
Esq. http://www.freundlichlaw.com.
[2]
All references to the U.S. Copyright Act are to the current Act, which was enacted in 1976 and took effect on January 1, 1978.
[3]
To be clear, termination only affects grants or licenses insofar as rights under U.S. copyright law are concerned “and in
no way, affects rights arising under any other Federal, State, or foreign law.” 17 U.S.C. § 203(b)(5).
[4]
http://www.duranduran.com/wordpress/2016/uran-duran-statement-high-court-copyright-judgment/
[5]
As discussed supra, Article 7(1) of the Rome Convention “provides for the application of mandatory rules of the law of
another country with which the situation has a close connection.”
[6]
See U.S. Const., art. III, §2. In declaratory judgment actions, there exists an actual case or controversy “(1) when the
declaratory plaintiff has a real and reasonable apprehension of litigation and (2) when the declaratory plaintiff has
engaged in a course of conduct that brings it into adversarial conflict with the declaratory defendant.” 3 Nimmer on
Copyright §11.07[D][1] (citations omitted).
[7]
For full disclosure, the Authors of this Article were counsel of record for the plaintiffs in Levitin.
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Presenting the Case to Build and Maintain a
Successful Sports Franchise:
A Great Venue, Lease, Market, and Personnel
BY JEREMY M. EVANS
In our last article with the Entertainment & Sports
Lawyer, “Stadium Financing: American Taxpayers should
throw the Red Flag,”[1] we discussed stadiums and taxpayer
dollars. In that article, we underscored the emotional,
logical, and factual circumstances surrounding stadium
financing. We asked why American taxpayers continue
to fund, through their tax dollars, sporting stadiums. In
this article, we will discuss how franchises become and
stay successful despite or because of new stadiums.
Moreover, we will highlight the four essentials of how
sports franchises become and stay successful.

OPENING STATEMENT
Think of one successful sports franchise with a bad
venue. Can you? Unlikely, the teams that struggle with
bad venues often struggle to win games. While we do
not want to pick on any specific franchises, for discussion’s
sake, the Oakland Raiders and Athletics, Tampa Bay Rays,
San Diego Chargers, and others have had some regular
season and post-season success, but no championships
recently and in some cases, never. In reality, the above
teams had success in spite of their home venues that many
argue and claim are in decrepit shape. In some sense, the
four essentials to sports franchise success as a whole have
propelled the franchises into success. In this way, the
four essentials play together and are not mutually exclusive.
Some have argued that we are in the midst of the
golden age of sporting venues. [3] While that may be true,
especially as Los Angeles Rams owner Stan Kroenke is
building what will be the most expensive sports complex
in the world in Inglewood, California,[4] others would
disagree. The San Diego Padres, Cincinnati Reds, Baltimore
Orioles, and many other sports franchises in professional
leagues would argue that their new or relatively new venues
have not brought success. To demonstrate, we will look
at some specific sports franchises to demonstrate the
importance of venue, lease, market, and personnel, their
relation to each other, wins, and success.

VOIR DIRE
By successful we mean a sports franchise that wins
in all facets of the game. Specifically, a sports franchise
that is successful is one that wins during the regular season,
wins championships after the regular season, puts fans in
the seats, has positive and growing financials, has great
product on the field, meaningful community relations,
terrific management, leadership, and does all of the above
consistently. In sports terminology, we might call these
types of franchises “dynasties.” If a sports franchise does
not win and win it all, what else is point of playing
professionally?
With that in mind, the four essentials for building
and maintaining successful franchises are as follows: (1)
a great venue, (2) a complimentary and fair lease, (3) a
large and/or committed media and fan market, and (4)
lastly, team and ownership personnel that are reliable,
honest, and results-driven. These are not of this author’s
creation, but rather are the creation of Brian
Schoenborn,[2] a Minnesota businessman-first attorney, a
colleague with much experience in stadium building, sports
team ownership, in both the business and legal wings of
the practice of law. He shared with the author recently
that when building and maintaining professional franchises,
that the first three are very important aspects to franchise
success. He added the fourth, as a related point.
We argue here that all four essentials are important
in building and maintaining a successful sports franchise,
using examples of past and current sports franchises.

WITNESSES: Direct, Cross-Examination, and Redirect
1. O.co Coliseum, Oakland, California[5]
(Oakland Athletics and Raiders)
The Oakland Coliseum houses both the Athletics of
Major League Baseball (MLB) and the Raiders of the
National Football League (NFL). Raiders fans are known
to be some of the most passionate fans in the world.
Athletics fans are similarly known to be among the most
loyal fans. The Athletics franchise dates back to 1901 in
Philadelphia, where the franchise won many World Series
Championships and even spent some time in Kansas City
before making its way to the Bay Area. More recently, the
Athletics were reintroduced to fame with their style of
play and player acquisitions seen through Moneyball[6],
the book by Michael Lewis, and subsequent movie[7]
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personnel led by Billy Beane made shrewd acquisitions
in the draft and trade markets, anchored by soon to be
American League Most Valuable Player and third baseman
Josh Donaldson.[12] The same Billy Beane, despite his
sometimes controversial decision-making, is widely
recognized as one of the best and most intelligent front
office executives in all of sports. Ownership has been
steady, but not willing to spend top dollar for talent, and
this is where Beane has been so invaluable to the franchise
because he has to find talent for less money. Beane does
not have luxury to overspend so his decisions are based
on analytics, projections, and baseball knowledge.
Financial resources are the last essential for
successful franchises and in this case, that is a reference
to the lease agreement for the Athletics[13] and the
Raiders.[14] The problem with both teams’ leases is not
the price per year, it is actually favorable to the teams,
but the absence of longevity in a short-term lease harms
the Raiders franchise as they continue to search for a
new home and possible a new city in Las Vegas,
Nevada.[15] Similarly, the Athletics may have a longerterm lease than the Raiders on a lease deal signed in 2014,
but they also continue to search for a new home and new
city. San Jose anyone?[16] The lack of a long-term lease
and therefore a long-term home leads to a lack of faith in
the teams’ commitment to the community and its fans.
Overall, we have two franchises that have a venue in
dire shape, are at the bottom of the league in terms of
payroll,[17/18] and have talent that has had its ups and downs
with the Raiders looking like the better team compared
to the Athletics in terms of wins in 2016. However, it is
of note that the salary cap in the NFL limits teams in
terms of spending versus the luxury tax in the MLB that
only penalizes teams for going over the designated dollar
threshold. Therefore, team finances (e.g., payroll) are not
really an issue in terms of parity in the NFL where teams
are equally balanced financially. For example, the disparity
between the highest and lowest NFL team payroll is
roughly $20 million. In the MLB, it is $166 million.
Nonetheless, despite the bad venue and lack of
longevity in the lease, the Oakland-San Francisco media
market is ranked sixth[19] in the United States, but both
franchises rank near the bottom of their respective leagues
in terms of team payroll and franchise value. Oakland is
fighting an uphill battle. Across the Bay, is a completely
different story for the San Francisco Giants[20] (MLB) and
soon-to-be moved from Oakland Golden State Warriors[21]
(National Basketball Association (NBA)) who have or
will soon have new venues, favorable leases, a great
market, and already have terrific personnel on and off
the hardwood court and baseball diamond. Further south,
the San Francisco 49ers (NFL) have a brand new venue,
a favorable lease, a less than great market since moving
forty plus miles south of their main base of fans and a

starring Brad Pitt playing Athletics front office executive
Billy Beane.[8]
Among fans and publications alike, Oakland’s home
field is rated as one of the worst in all of professional
sports.[9/10] Per Korey Beckett via TheSportster.com in
“Top 15 Worst Sports Stadiums in America:”[11]
“Since there are currently no stadiums being
built for the Raiders or Athletics, they are
stuck with this big eyesore for a while. For
baseball, the foul territory is way too big and
the sightlines are terrible because most of
the seats are tarped off. As for football, it’s
hilarious to still see a team with a baseball
field on their playing surface. The stadium
is also old and outdated, and it has even had
sewage problems because the field is 23 feet
below sea level. Why hasn’t either team
been able to move yet?”
Despite the stadium ranking and having played in
that stadium since 1966, both the Athletics and Raiders
have managed seven championships between them since
1972 (Athletics: 1989, 1974, 1973, 1972; Raiders: 1984,
1981, 1977). However, the Oakland Coliseum is the
only remaining stadium in the United States to house
both professional baseball and football teams and it
seems to have taken a toll on both franchises’ success
since the glory days of the 80’s. As a matter fact, the
Raiders’ most recent 1984 Super Bowl championship is
from when the team moved to Los Angeles (1982–1994).
The Athletics and Raiders did have some success in
the early 2000’s and the Athletics won the American
League West Division in 2012 and 2013 with a wild card
berth in 2014. However, the success of these two
franchises is because of their personnel, market, and
lease. In other words, these teams won games despite
their bad venue. Let us dive a bit deeper into that.
The Raiders in the early 2000’s did not win a Super
Bowl, but they had talent on the field, good head coaches,
and a strong market. Head coach Jon Gruden took his
team to the playoffs two straight years and then left the
team to win the 2003 Super Bowl Championship with
the Tampa Bay Buccaneers against none other than the
Oakland Raiders. Former Raiders owner Al Davis cared
deeply about the Raiders franchise and would do anything
to win. In terms of market, the fans also filled the seats
every home and road game driving up franchise value
and revenue.
The Athletics of the early 2000’s were similarly
successful because they had talent on the field starting
with three ace starting pitchers in Barry Zito, Mark Mulder,
and Tim Hudson, along with the home run hitting Jason
Giambi and other stars. From 2012-2014, the front office
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major city,[22] but what many have also said are terrible
personnel in the front office and on the gridiron and the
results are evident.[23/24]
The saving grace for the Raiders and Athletics has
been their on-field and front office personnel and the fans
and their media market. The franchises are winning games
despite their venue and lease. The fans are passionate and
continue to drive the team forward. To push them over
the top again, it may take new venues and favorable leases.
In other words, some stability and comfort in the direction
and home of the franchise. As President Abraham Lincoln
once said, “A house divided against itself cannot stand.”
A franchise pushing to move, with its fans pushing to
stay, cannot win a championship.

In 2008, the Rays won 97 games and lost in the World
Series. In 2010, 2011, 2012, and 2013, the Rays won at
least 90 games and made the playoffs three times losing
each time in the American League East Division Series.
The last three seasons have been down years, but
unsurprising since the franchise lost some important
personnel in 2014. Their head coach Joe Maddon[33] left
for the 2016 World Series Champion Chicago Cubs and
their Executive Vice President of Operations Andrew
Friedman[34] went to the Los Angeles Dodgers.[35]
The Rays home field is considered by many to be
one of the worst professional stadiums around and their
home attendance proves it. Christina Kahrl via ESPN.com
writes in “Why moving the A's and Rays would be good
for baseball:”[36]

2. Tropicana Field, St. Petersburg, Florida[25]
(Tampa Bay Rays)

“The hard facts are that the Rays haven't drawn
2 million fans since their inaugural season in
1998 and have finished last or next to last in
attendance in 13 of their 18 years in existence.
The A's [Oakland Athletics] can at least say
that they drew 2 million fans in 2014, as well
as in every year between 2001-2005. When
they reliably contend, they get there. So Tampa
Bay/St. Petersburg hasn't done much with its
opportunity, and the A's have been No. 2 with
a bullet behind the Giants in the Bay Area for
years now.”

The Tampa Bay Rays should not be a successful
franchise. Their lack of a quality home[26/27] and the
longevity of a long-term home[28/29/30] in the eleventhranked media market[31] should provide for consecutive
one-hundred loss seasons. However, since the Rays
entered MLB as an expansion team in 1998,[32] they have
had some terrific regular season and post-season success.
Their success, however, is in spite of their venue and
lease issues, and is paced by the sheer will to win and
shrewd front office decisions that have resulted in great
on-the-field production.

The Rays have had some on-the-field success with
great draft picks in David Price, Evan Longoria, Carl
Crawford, and trades for the likes of Ben Zobrist and many
more. Essentially, their front office and on-the-field talent
have performed despite a bad venue, suspect lease, and
smaller market in terms of fans. As Kahrl argues in the
article mentioned above, the Rays would be wise to sign
a television deal for surplus cash to purchase better players,
a better home, and a better fan experience. The television
deal will not be a Dodger-sized one at $8 billion,[37] but
it would be close to what the Cincinnati Reds, San Diego
Padres, and St. Louis Cardinals received ($1 billion over
15-20 years).[38] The Rays would at least get $650 million
over 15 years, the same value of the franchise, which
unfortunately ranks thirtieth out of all thirty MLB teams.[39]
Even with the Rays securing an opt-out of their lease
agreement in 2016[40] with the city of St. Petersburg
(neighboring to Tampa Bay in case you were wondering),
the Rays are also having a tough time finding a new home
like the Athletics and the Raiders. In the Rays situation,
however, it is less clear based on the lack of fan attendance
whether fans are opposed to moving. Some have argued,
including this author that the Rays may be better off
moving to Montreal by staying in the American League
East and creating a Montreal-Toronto Blue Jays rivalry
in Canada.[41]
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with nearly all four essentials to a successful sports
franchise. Their venue is rated as one of the worst in the
United States. Despite being the eighth largest city in
America by population,[47] San Diego is the twenty-eighth
ranked media market.[48] The lease with the City of San
Diego is beneficial as the Chargers basically do not pay
rent,[49] but it is not a good deal for the city and that matters
when it comes to creating and maintaining good will with
public officials, the media, and the fans.[50/51] Lastly, the
personnel on the field have yielded some success, but the
franchise has never won a Super Bowl while in the NFL.
However, the Chargers did win the American Football
League Championship in 1963, prior to the merger with
the NFL, against the Boston Patriots.
With regard to the Chargers home field, Qualcomm
Stadium, per Korey Beckett via TheSportster.com in
“Top 15 Worst Sports Stadiums in America:”[52]

Then again, the Colorado Rockies with a new venue
at Coors Field have not played as well as the Rays in an
arguably weaker National League West Division, but have
far outpaced the Rays in attendance since their respective
entrances into MLB (Rockies entered the league in 1993
as an expansion team).[42] Maybe a new venue and
favorable lease will do the trick. They are needed. Per
Korey Beckett via TheSportster.com in “Top 15 Worst
Sports Stadiums in America:”[43]
“We now reach the top of the list to find the
worst stadium in sports, Tropicana Field. “The
Trop” was opened in 1990 and was basically
empty for years besides tennis and concerts
because they didn’t have a tenant. Finally, the
Rays moved into Tropicana Field and it was
immediately clear that the stadium was a God
awful design for baseball. The whole place
feels like a big warehouse with terrible sightlines
and the constant fear of a baseball hitting a
catwalk and plunking one of the 800 fans in
attendance right on the noggin. The turf is ugly
and terrible, and is truly the worst place to
watch a game. New stadiums are starting to get
proposed, so hopefully this stadium is only in
use for a few more years.”

“San Diego is one of the best cities in the
United States with some of the best weather,
but they have a huge garbage pile known as
Qualcomm Stadium that plays host to the
Chargers. At nearly 50 years old, the Chargers
rightfully want to move but fans (again,
rightfully) don’t want to pay for one and the
team is threatening a move to Los Angeles.
Qualcomm is falling apart, the video boards
are God awful, and the only thing that looks
good inside of the stadium is when the Chargers
are wearing their powder blue uniforms. One
fan said that calling it a dump is an insult to
dumps.”

Overall, the Rays lack three of the four essentials to
a successful sports franchise in having a bad venue, suspect
lease, and less than a committed market. They have had
some on-the-field success, but no sustained success and
that success can be credited to the players, coaches, and
front office personnel (the fourth prong of a successful
sports franchise) pursuing excellence despite the
circumstances. Much of this success is attributed to former
front office boss Andrew Friedman,[44] now gone and
since replaced.[45] Until the Rays can get a new or
renovated venue with a favorable lease, a television
contract to strengthen their market and team value, and
then utilize that increased value to purchase top talent
and other team personnel, they will continue to struggle
and be hard-pressed to win the World Series and become
a healthy and sustainable sports franchise. Nevertheless,
leave it to the Rays to break the mold by utilizing markettheory to bring together top-notch talent on the cheap
and surprise everyone.

The situation got worse with two competing measures
on the ballot in November 2016, such that the Chargers
are now expected to exercise their option to move to Los
Angeles and join the Rams in their new stadium in
Inglewood.
The smaller media market exasperates the problem
for the franchise because the fan base is passionate, but
smaller. By example, the Chargers are ranked thirty-first
out of thirty-two teams in the NFL for 2016 in attendance.[53]
It is also a frustrated fan base as it dealt with whether the
team will stay in San Diego or leave for Los Angeles.
Being the twenty-first ranked NFL team in terms of
franchise value[54] means that combined with low attendance
it struggles to keep finances strong.
Where the team lacks the private financing to build a
new stadium based on its franchise value and market, it
means that it would need to lean on the political class and
the citizenry for good will to gain stadium incentives,
which it was unsuccessful in doing. Fortunately for the
Chargers, they have a beneficial lease that allows them
to opt-out every year in February and they pay little to
no rent based on rent credits and a litigation settlement.

2. Qualcomm Stadium, San Diego, California[46]
(San Diego Chargers)
Sad as is it is, we end this article with our third and
final example in a beloved city and America’s finest city,
the author’s current home city, San Diego, California.
The San Diego Chargers have some unfortunate issues
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Cleveland Cavaliers, and the Golden State Warriors, among
others, are also teams that have won one or more
national championships in the last decade. Some teams
recently broke curses, others just cannot seem to get over
the hump of winning a championship.
New stadiums are not the answer to all sports franchise
problems. There are teams that have new venues, but no
new championships. There are teams that have new venues,
but terrible personnel. The same could be said for marketsize and favorable leases and how that plays with personnel
and venue. The four essentials play together and the more
they play together well, the more likely it is that the
franchise will win and win consistently.
It is certain that although venue, lease, and market
are important in a sports franchise’s success, it is personnel
that matters most. Looking through the lens of the Oakland
Athletics and Raiders, Tampa Bay Rays, and San Diego
Chargers, we can see superior talent on the field, on the
sidelines, and in the front office matters, often pushes,
and threads the needle of success. Human intuition,
invention, and integrity are really what drives a franchise
to be good or bad.
The 2015 Kansas City Royals were World Series
Champions with one of the lowest payrolls, an old, but
renovated and likeable stadium, a dedicated fan base, and a
smaller market. In the end, it is the talent that wins, but
having a secure home base with fans that care and fill the
seats helps tremendously. That being said, we raise the
question that was asked at the beginning of this article,
when was the last time a sports franchise with a terrible
home venue won a championship? The answer is never.

Despite the bad venue, small market, and politicallycharged lease agreement, the Chargers have had significant
regular season success. That success is because of
personnel on-the-field and the sidelines. The Chargers
have made the playoffs while playing in the AFL in 1960,
1961, 1963, 1964, and 1965. The Chargers have made
the playoffs since playing in the NFL in 1979, 1980, 1981,
1982, 1992, 1994, 1995, 2004, 2006, 2007, 2008, 2009,
and 2013. The Chargers have made the playoffs at least
once in every decade since 1960. If anything, the Chargers
may be the most successful regular season and playoffmaking sports franchise of the teams analyzed here, despite
playing under worse or at least similar circumstances.
As discussed previously, the NFL’s salary cap puts
parity first for the League so teams are equally-balanced
financially at least in terms of payroll. The talent on the
payroll has been seen through on-the-field personnel like
Quarterbacks Dan Fouts, Drew Brees, Phillip Rivers,
running back LaDainian Tomlinson, and the late-linebacker
Junior Seau being key cogs in the sports franchise’s success.
The Chargers also have a handful of head coaches who had
career winning records above the .500 mark.[55] Authors
more knowledgeable may even delve into some front
office personnel that have made a difference.
CLOSING ARGUMENT
Admittedly, there are always exceptions to the rules.
The four essentials (venue, lease, market, and personnel)
are a guide to successful sports franchises. The sports
franchises that demonstrate all four essentials, say the New
England Patriots, Chicago Cubs, Chicago Blackhawks,
Los Angeles Kings, Boston Red Sox, New York Yankees,
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Balancing the Right of Publicity and the First
Amendment:
The Impact of The Hurt Locker Case
BY KATHERINE IMP
The right of publicity is both a statutory and a
common law right, created under state law, to limit the
public use of an individual’s name and likeness, particularly
for commercial purposes.[1] The right is generally
invoked in the context of commercial speech, when a
celebrity’s name and/or likeness is used in connection
with a product, thereby creating a false and misleading
impression that the individual is endorsing the product.[2]
Even if an individual is able to prove all of the elements
of a right of publicity claim under the applicable state
statute or common law, his or her claim is still subject to
First Amendment limitations (i.e., the defendant’s right
to free speech).[3] The courts will therefore conduct a
balancing test to determine whether the plaintiff’s right
of publicity claim is outweighed by the defendant’s right
to free speech.[3] This article specifically addresses that
balancing test in light of the Ninth Circuit’s recent
decision in The Hurt Locker case, in which the court
dismissed Sgt. Jeffrey S. Sarver’s claim of misappropriation
in favor of First Amendment protections.[4]

On appeal, the Ninth Circuit affirmed the district court’s
verdict.[10] Using California law, the court determined
that: (i) the content of The Hurt Locker is an issue of
public concern and that both the war and the soldiers’
experience are subjects of longstanding public attention,
and (ii) the right of publicity is not applicable to Sgt.
Sarver’s life story rights because only “speech which
either appropriates the economic value of a performance
or persona or seeks to capitalize off of a celebrity’s
image in commercial advertisements is unprotected by
the First Amendment.”[11]
The Ninth Circuit Court of Appeal’s narrow
interpretation of the right of publicity suggests that the
right of publicity may only be successfully invoked in
limited situations where there is a compelling personal
interest that can overcome First Amendment protections.[12]
Because Sgt. Sarver had not previously developed a
“performance,” or an identity of “economic interest” to the
public, the state did not have an interest in recognizing his
publicity rights over free speech protections.[13] In other
words, a private person that has not previously made an
effort to monetize his persona does not have life story
rights to sell.[14]

The Hurt Locker Case
Sgt. Sarver was one of approximately 150 bomb
disposal technicians in the Iraq War.[5] In 2005, Mark
Boal interviewed Sgt. Sarver for a Playboy magazine
article entitled, “The Man in the Bomb Suit.”[6] Using
this interview, as well as other observations from his
own experiences as an Iraq War journalist, Boal wrote
the screenplay for The Hurt Locker: a film that, in 2010,
went on to win several awards, including the Academy
Award for Best Motion Picture of the Year.[7] That same
year, Sgt. Sarver filed a lawsuit against the producers of
The Hurt Locker, claiming, among other things, that the
film infringed on his right of publicity because the main
character of the film was based on his life story without
his consent.[8] After a quick dismissal on the district
court level (in which the court ruled that defendants’ use
of Sgt. Sarver’s life story was protected under the First
Amendment because (i) the content of the film was a
matter of public concern, and (ii) the writing of the
screenplay, and the production and direction of the film,
made the use “transformative”, Sgt. Sarver’s case was
brought before the Ninth Circuit Court of Appeals.[9]

The Trend
The core of the Ninth Circuit’s holding was that the
First Amendment “safeguards the storytellers and artists
who take the raw materials of life – including the stories of
real individuals, ordinary or extraordinary – and transform
them into art, be it articles, books, movies, or plays.”[15]
This decision reflects a trend in appeals courts in which
the freedom of speech is being used to defeat a person’s
claim to their image or life story.[16]
For example, in the Eleventh Circuit Court of Appeals
case, Rosa and Raymond Parks Institute for Self
Development v. Target Corp., the court ruled that the
estate of Rosa Parks could not prevent use of her image
in books, movies and commemorative plaques because
she and her life story are matters of public interest.[17]
The court analyzed the issue by balancing Rosa Parks’
state law right to the “exclusive use” of her own identity
against the general right to communicate on matters of
public interest, a right found under both state and federal
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law.[18] Applying this balance to Parks’ image and biography
yielded the conclusion that the general right to speak
about her career and life outweighed her estate’s interest
in controlling her image.[19]

including the director, writer, and producers – to then
have profited from the publicity associated with his life
story would therefore seem to be an instance of unjust
enrichment. Nevertheless, the Ninth Circuit in The Hurt
Locker case held that the Zacchini precedent did not
apply, reasoning that, unlike the human cannonball,
Sarver did not make an investment in a performance of
interest to the public.[25] Instead, the court argued that
“Sgt. Sarver is a private person who lived his life and
worked his job.”[26]

The Supreme Court
The Supreme Court precedent that is most relevant
to the Sgt. Sarver case is the 1977 decision in Zacchini v.
Scripps-Howard Broadcasting Co.[20] This case involved
Hugo Zacchini, a human cannonball whose act at a county
fair was broadcasted without his consent on a local news
channel.[21] The court ruled in favor of Zacchini,
emphasizing that Zacchini’s entire act was shown on
television, posing “a substantial threat to the economic
value of that performance.”[22] In support of its ruling,
the Supreme Court quoted a law review article by First
Amendment scholar, Harry Kalven, which stated in part
that the rationale for protecting an individual’s right of
publicity “is the straightforward one of preventing unjust
enrichment by the theft of good will.”[23] Kalven went
on to say that “no social purpose was served by having
the defendant get free some aspect of the plaintiff that
would have market value and for which he would
normally pay.”[24]
Applying this rationale to The Hurt Locker case,
Sgt. Sarver’s story would almost certainly have had
“market value” had he chosen to sell the right to his life
story to a movie producer. For The Hurt Locker –

Conclusion
The purpose of the right of publicity is to prevent
“unjust enrichment by the theft of good will”. The fact
that Sgt. Sarver did not invest money in creating a forprofit act does not by definition prove that he lacks a
right to his likeness or life story. If Sgt. Sarver were a socalled ‘public figure’ he would have a right of publicity
argument under California law, regardless of whether he
had invested money to develop that persona. Today it
seems that the First Amendment is being used to allow
Hollywood to profit from the lives of private individuals
without paying them for the rights. This trend may help
to decrease the number of lawsuits filed against Hollywood
studios on right of publicity claims, but it also prevents
hard-working individuals like Sgt. Sarver from sharing
in the profits of their own life stories, stories that
producers and studios around the country are, and will
continue to, exploit for financial gain.

Katherine Imp is an associate at Ramo Law PC, a boutique, entertainment law firm in Beverly Hills that specializes in
representing financiers, producers and production entities in film, television and digital content. Ms. Imp’s achievements
in entertainment have resulted in her being named to the 2014 Illinois Super Lawyers Rising Stars List (top 2.5% of IL
lawyers under 40) and to the 2015 and 2016 California Super Lawyers Rising Stars List (top 2.5% of CA lawyers under
40). Outside of her legal practice, Ms. Imp writes a monthly, entertainment law column for SCREEN Magazine entitled,
“Street Legal”
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Arts Law Toolbox Top Areas of Legal Concerns for Arts Non-Profit
Organizations
BY JOEY NOVICK
One of my many jobs when I was the Executive
Director of the New Jersey Volunteer Lawyers for
the Arts was to work as “crisis manager” for the
many arts non-profits that would call with issues on
a daily basis.
Since the main job of an arts organization
executive director is handling day-to-day matters and
putting out their own crisis ‘fires,’ I would often get
calls when all hell broke loose on a legal matter. I
would function as an Emergency Room doctor doing
triage on their legal matter first.
However, I would much rather have functioned
as their regular doctor—a general practitioner whose
job it is to prescribe a good diet, an exercise program,
stress-reducing activities, and healthy sleep habits.

Once I learned that it was better to be a good
medical doctor who keeps his patients in good health,
I developed a key list of areas of legal concern of
which all arts non-profits should be made aware. The
overall health of an arts non-profit is very much
reliant upon their overall legal health.
There are key legal areas for an arts non-profit
organization to keep in mind. Have your attorney
provide a periodic assessment of these areas, and save
your organization from legal crisis management.
Arts Law Toolbox
1. Board Bylaws
Your organization’s bylaws are a vital tool to
manage your organization. They outline the structure
of your governing body, detail the responsibilities of
your board of directors, and describe how board actions
and amendments take place.
Updated bylaws protect both your board members
and the organization as a whole. Organizational
bylaws should include details such as:
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the duties of your executive board (president, vicepresident, secretary, and treasurer)
what constitutes a quorum for a meeting
how often your board meetings take place
whether actions can be taken without a meeting
the number of members on the board of directors,
and the length of their terms
whether the organization will cover its directors’
legal costs in case of a lawsuit (“director liability”)
whether the bylaws can be amended by a simple
majority, or requires a two-thirds majority.

Once you have created your non-profit bylaws, you
will have a better understanding of your legal rights and
responsibilities, and can get down to business.
Your non-profit’s bylaws are both a legal document
and a roadmap for your organization’s actions. To be
incorporated, an organization must have a set of

Casey Summar
Chair, Forum Volunteer Lawyers for the Arts
Division (Nashville, TN)
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bylaws. If your non-profit decides to seek 501(c)(3)
tax exemption from the IRS, it is much easier if you
are incorporated—and incorporation requires you to
set up all the legal requirements that the IRS requires
when granting tax exemption, such as bylaws.
Bylaws vary according to the nature of the
organization, but consider them as the internal manual
for how your organization will operate. They should
address basic activities, such as:

classified as an employee, a new hire only needs to
meet a few of these many factors.
The IRS explains that these factors fall into three
categories that provide evidence about the degree of
control and independence the new hire will have. The
three categories are Behavioral, Financial, and Type
of Relationship. An executive director should be well
acquainted with these factors before bringing new
staff on and determining their employment status.



3. Intellectual Property (IP): Copyrights and
Trademarks.










governance, such as whether the organization is
controlled by a board or by its membership
when and how board meetings will be held, and
conducted
how board directors and officers will be appointed or
elected
voting procedures, such as what constitutes a
quorum so that your board can decide
how committees are created and discontinued
number of directors for your board, their required
qualifications, and their terms of service
language that affirms the requirements and
prohibitions for non-profit 501(c)(3) organizations
as outlined by the IRS
rules that govern conflict of interest
how bylaws can be changed or amended

Like any other legal entity, non-profits have the
right to own and profit from their intellectual property.
However, any arts non-profit should be aware of many
important IP issues that could impact its legal health.
Copyright protects original works of authorship
fixed in a tangible medium of expression, including
books; publications; software; website design; photos;
art (including pictorial, graphic, and sculptural works);
music; sound recordings; dramatic works; motion
pictures; architectural work; choreography; and, in
some cases, data.
A trademark is a name, word, phrase, symbol,
logo, design, or sound used in connection with a good
or service, and used to indicate the source of the
goods/services and to distinguish them from the
goods or services of others.
Your non-profit organization must be careful in
the manner in which this material is used and
maintained. There are such important issues as
inurement, private benefit, taxable expenditures (IRS
Section 4945), ownership, ‘Self-Dealing’, the
exploitation of IP owned by the non-profit, and the
hiring of a for-profit entity to create intellectual
property.

2. Independent Contractor vs Employee
For large non-profit arts organizations, the choice
to classify someone as an employee or an independent
contractor can be reasonably simple. However, for
smaller arts non-profits with few or no staff, this decision
can be confounding and perhaps a costly mistake.
While calling a new hire an “independent
contractor” can save an organization a fair amount of
money in taxes, benefits, and reimbursements at the
beginning, that decision could possibly cost the nonprofit organization enormous IRS fines—not to
mention tax burdens for the employee.
The most basic and easy-to-use criteria for
determining whether your newly hired staff member
is an independent contractor or an employee is the
IRS’s Factor Test, available at:

4. Advocacy vs Lobbying
This question comes up a great deal—exactly
what is the line of demarcation between advocating
for your organization with your local government, your
state arts council, and in Washington, and lobbying?
According to the Center for Non-Profits in New
Jersey: “non-profits are expressly prohibited from
intervening in a political campaign of any candidate
for public office, and from engaging in partisan activity
of any kind. In addition, non-profits may not use
government funds, such as government grants or
contracts, to lobby, including the use of federal funds
to lobby for federal grants or contracts.”
Non-profit organizations face many crucial
issues, and, therefore, it is more important than ever

https://www.irs.gov/businesses/small-businessesself-employed/independent-contractor-selfemployed-or-employee.
These factors include criteria such as what level
of instruction will the person have and will they have
a weekly, biweekly, or monthly pay schedule. To be
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profits that may want more flexibility for the short-term.
If your organization provides services for your client base
that is mostly done in cyberspace in the virtual world,
then your organization may not need as much space as a
regular “brick and mortar” non-profit.
Leasing also requires very little in the way of upfront costs. Depending on the landlord, concession
packages that include allowances and a period of free
rent may reduce out-of-pocket costs to virtually zero.
There are some alternatives to a conventional lease
that can help make leasing work for your non-profit:

that they become involved in the arts funding public
policy debate. In actuality, federal laws exist to
encourage non-profits to lobby within certain specified
limits. Knowing what constitutes lobbying under the
law and what the limits are is the key to being able to
lobby legally and safely.
Non-profits are permitted to lobby within limits.
According to the Center for Non-Profits, “federal law
clearly states that a 501(c)(3) publicly supported
charity may devote no more than an ‘insubstantial’
portion of its activities to lobbying.” Also, the IRS
does not view attempts to influence administrative
rules, regulations, or other executive branch actions
as lobbying. The best brief source to explain the
difference between lobbying and advocacy can be
seen at:



Seek out a sub-market lease. Some property
managers look for a tax write-off by offering space
to a non-profit at a steep discount. In these situations,
the landlord or property manager can often take a tax
deduction for what that space would have earned in
rent, allowing them to save on taxes. Municipalities
also work out such deals, offering non-profits space
in return for a token amount, such as $1 a year. Others
offer free space in exchange for the non-profit taking
care of building maintenance and utilities. When
entering such agreements, non-profits need to carefully
analyze their responsibilities as far as building
maintenance, damages, and other potential issues.



Consider co-location. Faced with tight budgets,
some non-profits are sharing space (and costs) with
other non-profits. While the benefits can be
considerable, these arrangements can result in complex
managerial and legal relationships. It is best to build
the necessary flexibility into the lease at the outset.



Look for grants. Some funders will specifically assist
non-profits in securing appropriate office space.
Grants may be available to partially or fully fund a
lease, while other funders may help with office
equipment, supplies and overhead (such as utilities,
phone service, and an Internet connection).

http://www.njnon-profits.org/NPsCanLobby.html.
ArtPride New Jersey, for example, annually attends
National Arts Advocacy Day in Washington D.C.,
joined by many non-profit arts organizations from
around the country to meet with members of their
state’s congressional delegation. New Jersey
Congressman Leonard Lance (NJ-7) is the co-chair
of the Congressional Arts Caucus, and he and other
members of Congress are very open to hearing updates
on arts-related issues from non-profit arts organizations.
ArtPride New Jersey also has training and
resources for the boards and staff of non-profit arts
organizations on this topic. This training helps arts
advocates better understand their role in the legislative
process. Check to see if your state’s arts advocacy
organization provides such training, too.
A great resource can be found from the National
Assembly of State Arts Agencies is:
http://www.nasaa-arts.org/Learning-Services/PastMeetings/mar06nasaa-advocate.pdf.
5. Leasing space for arts non-profits (tips from the
Center for Non-Profits and the accounting firm of
SquarMilner).

Many non-profits like the idea of owning a building.
However, leasing makes sense in a number of cases.
Regardless, make sure all tax, legal, and financial
considerations are evaluated by an attorney and tax
professional.
If your arts organization determines after much
analysis that the best option is to lease space, you are
much better off using a professional to help find the best
facility for your organization.

Every arts non-profit needs space to conduct their
work in providing services for their clients and
constituencies. They must answer the questions: “Should
we lease?” and “Should we buy space?” Indeed, these
are very tough questions based on the size of your
organization, whether you have the cash for the standard
30%+ down payment, where your client base is located,
and what type of services your organization provides.
Leasing may be a better option for many arts
organizations today, especially newly formed arts non-
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(from the Non-profit Centers Blog):
-Utilize the expertise of a tenant broker



Real estate brokers make calls to landlord
representatives to locate an array of spaces in the
marketplace that are available to fit your needs. Quite
often the best space for you has yet to appear on the
market, but is in the works. Find an expert broker to help
you negotiate the best terms possible so you can save
money and ensure your lease has the flexibility to
accommodate your growth and success as a business.
You may not want to spend the time it takes to
canvas the market for space or work with a broker to
negotiate terms, but you should. Real estate is one of the
greatest costs in a business budget, so it is worth spending
some time to see where savings can be realized. Your
business is unique, so you need a lease that is tailored to
how you plan to use your space now and in the future.
Typically, broker fees are part of market prices. If
you do not use one, the landlord will often pay their own
broker more, rather than allowing you to save these costs.





-Be informed
There are many factors to consider when budgeting
for space rental, some of which carry additional costs.
First and foremost is the type of lease you are in.
There are three types of leases available: Full Service
Gross, Triple Net, or Modified Gross.


-Plan ahead
The time it takes to locate space and complete
leasing arrangements largely depends on the specific
needs of your organization and the specific space, as
well as the current market conditions. Here are some
typical guidelines:





Will your board of advisors or directors need to
approve the property location and tour the spaces?
Will they need to review the lease?
Does your organization need to gain approval from a
national headquarters?
Do the employees need to be involved in the touring
process?
Do you have an attorney or fiscal sponsor that will
need to review and approve the lease?
Will there be a property search committee to help in
the process?



Property tours and space identification—1 to 3 months
Letter of intent negotiation—1 to 6 weeks
Lease negotiation—3 weeks to 3 months
Improvements to space—1 to 6 months

Full Service Gross means that your quoted rental rate
is inclusive of all taxes, common area maintenance
fees, and insurance costs associated with the property.
However, you must consider that most Full Service
leases will not include your internet and phone service
charges and some may or may not include janitorial
costs as well.
Triple Net means that your quoted rental rate is only
a portion of what your monthly cost for the space will
be. You will also pay “triple net” fees that will cover
the property taxes, common area maintenance fees,
and insurance for the property. This additional fee
generally ranges from $3 to $15 per square foot, in
addition to your base rent. You will also be responsible
for your janitorial costs, phone, and Internet charges.
Modified Gross has a base rent just like a Triple Net
lease, but you will only be responsible for paying your
own utility costs like water, electric, gas, etc. You
will also be responsible for phone, Internet, and
janitorial costs as well.

-Budget accordingly



Non-profits vary in size, budget, and location. As
far as space goes, it is best to budget about 200 square
feet per person.
Read below for more information about additional
costs you may want to consider.

-Other costs could include:

-Be strategic



Ask your broker to research and analyze all the
properties you are interested in. Your broker can easily
look up pricing, leasing term, amount of space available,
debt on the property, and other information that can help
you negotiate the best deal.
It is important to identify all key decision makers at
the outset. Answering the following questions will help
streamline the process:





Costs for building the space (known as “tenant
improvements”), which may include contractor fees,
labor, materials, architect fees, permitting costs, etc.
Employee and guest parking fees
Moving costs
New furniture

-Be mindful of common misconceptions
We are going to stay in our current space and renew our
lease, so we don’t need a broker.
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Here are legal issues that your organization needs to
be concerned with regarding social media policies:

Market conditions and rental rates are constantly
changing. What your organization negotiated five years
ago might not be the best deal for your organization
today. By working with a broker to review your current
lease and renewal options, you might be able to negotiate a
better lease rate, discover options to expand your current
space, or even get funds to improve the space with new
carpet and paint, for example.

1. Copyright and trademark infringement. There is a
possibility that your arts non-profit could be hauled into
court for copyright infringement due to an article, photo,
music, or video it posted on one of its sites without the
permission of the copyright holder. It is not necessarily
the case that attribution will offer protection against charges
of infringement. The Fair Use Doctrine is copying of
copyrighted material done for a limited and “transformative”
purpose, such as to comment upon, criticize, or parody a
copyrighted work or for educational purposes. Generally,
these types of uses can be done without permission from
the copyright owner. Fair use is a defense against a
claim of copyright infringement. If your organization’s
use qualifies as a fair use, then it would not be an illegal
infringement. See http://www.copyright.gov/fls/fl102.html
for the best site for what constitutes fair use.

Someone on my board of advisors/directors is a residential
and/or commercial real estate agent, so we will just have
them find/negotiate our new space.
Board members are great assets to organizations
and can provide excellent guidance and direction for a
myriad of issues. In many cases, however, organizations
need to be cognizant of conflicts of interest when using
the services of board members. Double check your bylaws
and bid protocols before requesting the volunteer services
of your board members. If you hire an outside broker to
work in conjunction with the board member, they will be
able to provide a more objective perspective and take
some of the burden away from the volunteer member
whose time may be limited.

2. Arts non-profits that make their home within a state
and use a website or online sources to ask for
contributions must register with that state. Also, nonprofits located outside of a state must register if they use
their website online sources to directly target people in
that state, or receive contributions from the state on a
repeated and ongoing basis or a substantial basis through
its website. Organizations should note that e-mail
solicitations automatically trigger registration
requirements, just as a letter or fax would. See
http://www.afpnet.org/ResourceCenter/ArticleDetail.cfm
?ItemNumber=3309 for information on the Charleston
Principles Guidelines at the Association of Fundraising
Professionals website as a good source of information.

We have a good relationship with our landlord, and he/she
is giving us a great deal so we do not need a broker.
If your landlord says he is giving you a good deal,
engage a broker to market-test that that it is true.
Remember, the landlord is in the business of making
money from real estate. Even if you are aware of what
another tenant is paying, you do not know enough about
their agreement to know how that price compares to one
you could obtain. Agreements take into account lots of
factors like financial strength, lease terms, improvements,
etc. Your broker can do the work to arrange what may be
a better deal for you.

3. Your organization’s volunteers or active independent
supporters could take actions that your non-profit might
be responsible for. Be aware if your organization did not
screen, prepare, or satisfactorily manage their work. Also
be aware when you are allowing volunteers to act in the
arts non-profit’s name or brand, and providing limited or
undefined limits to their actions.

6. Social media policy for arts non-profits
Issues to Address in Your Non-Profit’s Social
Media Policy
The world-wide web remains a crazy, unpredictable,
“wild west” world of information, entertainment, social
media, and inspiration. For the non-profit arts organization,
it is more than just inspirational memes, socializing on
Facebook, viral videos of cute babies or cats playing the
piano on YouTube. Your non-profit arts organization
should develop a social media policy to deal with possible
actions by your employees, protect your intellectual
property, serve the social media needs of your clients, and
meet standards and expectations from your stakeholders.

4. Make certain that your arts non-profit’s employees,
management and volunteers do not use social media sites
to distort what services the organization provides or divulge
private information of clients. Your organization should
provide a volunteer and employee handbook to guide all
actions. The handbook should make what is permissible
in your representatives’ utilization of social media
crystal clear. Be specific in your guidelines and do not
depend on common sense to avoid problems.
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5. If your organization collaborates with other non-profit
arts groups, be sure you understand all legal commitments
and liabilities that may arise. Be aware that you may be
creating a legal partnership, but not intend to.

personal interest, with your arts non-profit being held
responsible for harm caused by something published.
7. Be aware of policies set by the National Labor
Relations Board with regard to Social Media Policies
and employees (http://www.nlrb.gov/news-outreach/factsheets/nlrb-and-social-media).

6. Be very specific as to the organization’s ownership
and complete control of Facebook, LinkedIn, Twitter,
Instagram, YouTube, and other social media accounts
regarding the organizations name, brand, and mission.
New platforms of social media are being added almost
every day. Your organization’s employees need to be
directed as to which accounts are owned and controlled
by your arts non-profit. Such policies should be in writing
and acknowledged by your employees. Be aware that if
an employee was given no specific guidance, this could
result in the employee freely publishing anything of

I hope this article is of some benefit to you and
your arts non-profit. This is by no means a complete
list of all the areas of law an arts non-profit organization
might confront in its journey to provide services to
its stakeholders. If your organization has specific
questions, it is strongly advisable that you seek legal
counsel regarding any situation.

Joey Novick, Esq. is the former Executive Director of the New Jersey Volunteer Lawyers for the Arts. He is a member
of the Executive Board of the Entertainment & Sports Law Section of the New Jersey State Bar Association, and sits on
the Board of the National Volunteer Lawyers of the Arts organization. He is a performing comedy artist himself, having
appeared at comedy clubs nationally. His one-man show, “Comedian Elected to Town Council in New Jersey,” was
chosen to part of the United Solo Festival in New York City, the Philadelphia Fringe and the Capital Fringe Festival in
D.C. He may be contacted at joeynovick@gmail.com

Flying Down to Rio - The 2016 Summer Olympic Games
(CONTINUED FROM PAGE 1)

though the risk of infection from the Zika virus is
considered low, it is a risk nonetheless and a risk I am
unwilling to take.”[7] Graeme McDowell said, “The reason
for my decision is my concerns about the possible
transmission of the Zika virus and the potential risks that
it may present to my wife’s future pregnancies and to future
members of our family. While it has always been a major
goal to compete in the Olympics on behalf of my country,
playing golf cannot take precedent over the safety of our
family. I will not place them at risk”[8] While no Zika
infections were reported during the Games, the World
Health Organization stated that Zika still remains “an
emergency of international concern.”[9]
At every Olympics there is a rush to finish the venues
and accommodations, but in Rio these were magnified.
Rio’s waterways were long-known to be polluted, but
human body parts washed ashore at the site of the Beach
Volleyball,[10] and according to a health study commissioned
by the Associated Press, the aquatic Olympic and
Paralympic venues of Rio showed dangerously high
levels of viruses.[11] Rio officials had pledged in their
bid to host the Games that there would be a $4 billion
government expansion of basic sanitation infrastructure
that would “regenerate Rio’s magnificent waterways”
and that they would build eight new water treatment and

and removed from office amid economic decline and a
bribery scandal.[3] Brazil’s charismatic ex-president Luiz
Inácio Lula da Silva, who is credited with bringing the
Games to Brazil, is charged with corruption in an oil
kickback scandal.[4]
The World Health Organization (WHO) declared
the Zika virus, spread primarily through infected Aedes
mosquitoes, a global public health emergency. In April,
2016 the Centers for Disease Control (CDC) explicitly
discouraged women who are pregnant from traveling to
the Olympics. The CDC also advised that women who
showed symptoms should wait at least eight weeks before
trying to get pregnant. Men were advised to wait at least
six months before having unprotected sex.[5] While most
cases may be mild, health experts noted that a Zika virus
infection during pregnancy can cause a serious birth defect
called microcephaly, a rare neurological condition in
which an infant's head is significantly smaller than the
heads of other children, as well as other severe fetal brain
defects. Many experts even called for the Olympic and
Paralympic Games to be postponed or moved from Rio.[6]
Many of the world’s top male golfers including
Rory McIlroy, Jason Day, and Adam Scott, decided not
to attend because of Zika fears. McIlroy said, “My health
and my family’s health comes before anything else. Even
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filtration facilities. However, only one such facility has
been constructed.[12] Former two time swimming Olympic
gold medalist Mel Stewart was asked if he would tell his
daughter not to compete in the open water event due to
the pollution. Stewart said, “A gold medal is not worth
jeopardizing your health…Right now there are too many
questions. I don’t see safety. It doesn’t appear at this point
that the athletes are being thought of first.”[13]
On top of these problems Rio’s crime presented
major challenges. Shootouts between police and criminals
or between rival gangs are not uncommon in Rio,[14] and
just two weeks after winning the bid drug traffickers shot
down a police helicopter a mile from Maracana Stadium,
site of the Olympic opening and closing ceremonies.[15]
According to annual United Nation reports on murders,
Brazil has more homicides than any other nation[16] and
in the first six months of 2016 alone there were 1,715
homicides in Brazil.[17] There were a number of safety
and security incidents at the Games themselves. Members
of the Spanish sailing team were robbed at gunpoint
walking to breakfast in Rio’s Santa Teresa neighborhood.
There were bullets found near the media room, shots
fired at a media bus, and two Australian rowing coaches
were robbed at knifepoint near Ipanema Beach.

The Three Person Report recommended that WADA
immediately declare the Russian track and field federation
as out of compliance with the World Anti-Doping Code
and that the IOC deny entries from the federation until it
had been reviewed again and declared in compliance with
the Code. This recommendation effectively suspended
all Russian athletes from international competition.[24] It
was a tremendous blow not only to the Russian sport
system, but to Russia itself. Sport is a powerful means
of showcasing a nation’s achievements and can play a
prominent role in international relations.
Stepanova’s bombshell was followed by allegations
that Dr. Grigory Rodchenkov, former director of the Russian
Sochi laboratory had developed a “a three-drug cocktail
of banned substances that he provided to dozens of
Russian athletes” and a process to avoid doping detection
at the 2014 Sochi Winter Olympics. Dr. Rodchenkov
said, “We were fully equipped, knowledgeable, experienced
and perfectly prepared for Sochi like never before…It
was working like a Swiss watch.”[25] In May, 2016, 60
Minutes and the New York Times also reported stories
regarding state run doping during the Sochi Games.
WADA appointed Professor Richard McLaren, who
had been part of the original three person commission, to
further investigate the allegations against Russia. And on
July 18, 2016 McLaren published an official independent
report (the “McLaren Report”[26]) on the WADA website
that described “a fraudulent, government directed scheme
to protect Russian athletes from ADRVs, including with
respect to disqualification during the Sochi Winter
Games.”[27] WADA’s Executive Committee’s made a
key recommendation that the IOC and the International
Paralympic Committee (IPC) consider declining entries,
for Rio 2016, of all athletes submitted by the Russian
Olympic Committee (ROC) and the Russian Paralympic
Committee.”[28]
According to Thomas Bach, President of the IOC,
“[t]he findings of the report show a shocking and
unprecedented attack on the integrity of sports and on
the Olympic Games,”[29] and he promised to institute the
toughest sanctions. The IOC Executive Board issued a
decision (the “IOC Decision”) regarding the participation
of Russian athletes in the Rio Games.[30] The presumption
of innocence has always been a fundamental premise in
law. Under the World Anti-Doping Code, the burden of
proof on the tribunal making an anti-doping decision
regarding a possible violation is that it must be satisfied
to the “comfortable satisfaction” of the tribunal. However,
the IOC Executive Board decided to reverse that
presumption in regard to athletes from Russia and doping.
In essence, each Russian athlete had to prove to their
international governing body that they were clean.
Complicating the matter, instead of a blanket ban on all

“The Russians Are Coming!” – or not
In an old movie, “The Russians Are Coming! The
Russians Are Coming!” Carl Reiner and Alan Arkin deal
with a Russian submarine that runs aground off New
England during the Cold War. In the words of the Russian
captain, “What a mess! What a mess.”[18] The Russian
sport system was the center of a mess involving doping
at the 2014 Sochi Games that resulted in the entire Russian
track and field team being banned from the Games in Rio
and creating a crisis in the world of sport. It was the
biggest story of the Games.
In 2014 Yuliya Stepanova, one of Russia’s premier
middle-distance runners, turned informant and revealed
to the German broadcaster ARD secret video and audio
recordings showing Russian sports officials, coaches and
athletes discussing the use of banned performance-enhancing
drugs.[19] In response the World Anti-Doping Agency
(WADA) established a three-person Independent
Commission, chaired by former WADA President Richard
Pound, to investigate the Russian doping allegations.[20]
The report noted the existence of “a deeply rooted culture
of cheating” within the Russian system[21] and because of
this culture, “an open and accepted series of unethical
behaviours (sic) and practices has become the norm
resulting in the exploitation of athletes.[22] The report also
confirmed allegations that some coaches, “doctors and/or
laboratory personnel acted as enablers for systematic
cheating along with athletics coaches.”[23]

Published in Entertainment & Sports Lawyer, Volume 33, Number 2, Winter 2017. © 2017 by the American Bar Association. Reproduced with
permission. All rights reserved. This information or any portion thereof may not be copied or disseminated in any form or by any means or
stored in an electronic database or retrieval system without the express written consent of the American Bar Association.
Entertainment and Sports Lawyer

Page 58

Winter 2017 / Volume 33, Number 2

the Russian athletes, the IOC Executive Board left it to
each International Federation to determine the fate of
Russian athletes based on an individual analysis of his or
her international anti-doping record.”[31] As Bach said,
“Every human being is entitled to individual justice. There,
we have set the bar to the absolute limit for how Russian
athletes can achieve to compete in Rio. All of them have
to meet individually...” [32]
The international governing federation for track and
field is the International Association of Athletics Federations
(IAAF). The IAAF had already suspended the All-Russia
Athletic Federation (ARAF, now renamed Russian
Athletics Federation - hereinafter, “RusAF”) the Russian
track and field federation, but had given them the possibility
of reinstatement before the Rio Games.[33] Because RusAF
was suspended, Russian track and field athletes could not
compete in international competitions, including the
World Athletics Series and the Olympic Games. On
June 17, 2016, at a special council meeting with IAAF
President Sebastian Coe, the IAAF extended that
suspension stating, “Although good progress has been
made, the IAAF Council was unanimous that RusAF had
not met the reinstatement conditions and that Russian
athletes could not credibly return to international competition
without undermining the confidence of their competitors
and the public.”[34]
The IAAF then passed an amendment that if an
individual athlete could “clearly and convincingly show
that they are not tainted by the Russian system because
they have been outside the country, and subject to other,
effective anti-doping systems” they could apply for
permission to compete (emphasis added).[35] With the
Games starting in just about two months in August, that
was a bar that was nearly impossible to meet and
presumed that all members of the Russian team were
using performance enhancing substances and methods.
Outraged Russian President Vladimir Putin said,
“Responsibility must always be individual and those
who have no connection with these violations should not
suffer…We ourselves are outraged when we’re faced
with doping problems and we work to ensure that those
guilty are punished. But the clean athletes, as they say,
why should they suffer? I really don’t understand.”[36]
The Russian Olympic Committee and sixty-eight
Russian athletes appealed to the Court of Arbitration for
Sport (CAS) claiming that, despite not having failed
drugs tests, they were being punished by the ban. The
CAS panel confirmed the validity of the IAAF’s rules
and amendments which state that:

(A)thletes whose national federation is suspended by
the IAAF are ineligible for competitions held under
the IAAF Rules, in accordance with the Olympic
Charter, unless they satisfy specific criteria.
Accordingly, since the national federation governing
athletics in Russia (ARAF, now RUSAF) is currently
suspended from IAAF membership, its athletes who
do not satisfy the conditions set by Rule 22.1(A)
are ineligible for competitions held under the IAAF
Rules. These competitions include the athletics events
at the 2016 Olympic Games in Rio…As a
consequence, the CAS Panel confirmed that the ROC
is not entitled to nominate Russian track and field
athletes to compete at the Rio 2016 Olympic Games
considering that they are not eligible to participate
under the IAAF competition rules, in accordance with
the Olympic Charter.[37]
This closed the door to Rio for the Russian track
and field team.
Many including Russian Sports Minister Vitaly Mutko
said it established a precedent of collective responsibility
caused by the actions of individual sportspeople and that
the entire nation of Russia had been tainted.[38] Others,
including Former WADA President John Fahey, argued
that in order to protect the integrity of the Games, Russia
had to be banned—and as Fahey said, “This is widespread
corruption—not individual; not a group; not one sport.”[39]
Again, it is the issue of collective guilt versus individual
adjudication. Many Russian athletes have never been
accused of a doping offense, yet as noted columnist Alan
Abrahamson pointed out they were guilty by association.
As Abrahamson stated,
In theory and in practice, too, some number of
Russians may well be dirty. Some may be clean. But
proving that you are “clean” is itself problematic if
not impossible because, as the Americans Marion
Jones and Lance Armstrong made abundantly clear,
you can pass hundreds of tests and still be juicing
to the max…Still, without direct or circumstantial
proof that is tested by cross-examination and that
rises to the level of a preponderance of the evidence
if not more, in the instance of each and every
individual athlete, it is very difficult — for emphasis,
very difficult — to make the case that he or she, or
for that matter an entire team, ought to be banned.[40]
The doping controversy brought up memories of the
Cold War with the US and the Soviets and even the “Miracle
on Ice” the “good guys” versus the “bad guys.” Only now
instead of the Soviets, it was the Russians. Nowhere was
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and the athletes’ voices must be heard.”[48] Former Russian
Olympic Committee President Alexander Zhukov said,
“It is highly symbolic she was elected at a time when she
was banned from the Olympic Games. It is athletes’
response to injustice. It is her victory…I think it is a
rather serious lesson for the IAFF which needs to rethink
their future position addressing the approval for athletes
to participate in international competitions.”[49] Do you
not think Isinbayeva’s election to the IOC’s Athletes
Commission will have an impact on both the IAAF and
the IOC?
Looking back at the Games in Rio, was the Russian
track and field ban worth it? As with the King – Efimova
controversy, the Games are not a simple exercise of good
versus evil. As Abrahamson has said,

this more apparent than in swimming and the rivalry
between the American Lilly King and the Russian Yulia
Efimova. King is the defending NCAA Champion in the
100 and 200 yard breaststroke. Efimova is a four-time
breaststroke World Champion who now lives in South
California and trains at USC and has been subject to US
drug testing. However, she served a drug suspension for
inadvertent use of a supplement and the use of meldonium,
the controversial heart drug. Efimova was cleared by the
CAS to compete literally just before the start of the
Games.[41]
After the preliminaries, King said, “You know, you’re
shaking your finger No. 1 and you’ve been caught for drug
cheating. I’m just not, you know, a fan.”[42] King won the
100 Breast while Efimova was second, and King said,
with an obvious reference to Efimova, “It’s incredible,
just winning a gold medal and knowing I did it clean.”[43]
Efimova, who was booed at the Games and broke down
in tears, went on to say, “I understand the people who
didn’t congratulate me because the media was full of fake
stories about me…But on the other hand I don’t really
understand the foreign competitors. All athletes should
be above politics, but they just watch TV and believe
everything they read. I always thought the cold war was
long in the past. Why start it again, by using sport?”[44]
The media even played up the story in terms of good and
evil.[45] It was ironic that in the 200 meter breaststroke,
again Efimova won the silver medal, but King did not
advance to the Championship Finals.

Life is not binary. It is not black and white, yes or
no, a collection of 1s and 0s. Life is made up of
shades of grey, and nuance, and compromise —
especially in the pursuit of both a practical reality
and a noble ideal. Life is better when we — the
collective we — are not implementing blanket
action against a group of people. This is a basic of
history. And the Olympic movement is, at its
essence and at its best, not about being moralistic
or sanctimonious. It appeals to our better selves.[50]
No one disputes that doping is a serious problem that
goes to the heart of sport, or what the World Anti-Doping
Code calls the “spirit of sport” but was this the best way.
Looking back, did the 1980 Summer Games boycott of
the Games in Moscow work? And did the reprisal boycott at
the 1984 Summer Games in Los Angeles work?

Quo Vadimus? – Where are we going?
Russian pole-vaulter Yelena Isinbayeva is a three
time World Champion, two time Olympic Champion,
three time IAAF Female Athlete of the Year, and two time
Laureus World Sportswoman of the Year. She was the first
women ever to clear five meters and is considered the
greatest female pole-vaulter of all time. There has never
even been a hint of a doping suspicion. Yet, because of
the IAAF ban she was prevented from competing in Rio.
After losing her appeal to compete at the Games Isinbayeva
said, “Unfortunately, I was not granted exception. There
was no miracle and I am not allowed to go to the Olympics.
Thank you all for your support. I am not destined to compete
in Rio.”[46] Isinbayeva also said, “I want to win the gold
medal [at Rio 2016], but it’s impossible. Of course I am
upset, that I am not here as a competitor, but I need to be
here. I never will agree with the fact that they banned
me, I will never forgive that (emphasis added).”[47]
But, Isinbayeva did attend the Games in Rio, not as
an athlete, but to run for an eight year position on the IOC’s
Athletes Commission. After winning a seat on the
Commission Isinbayeva said, “First and foremost I will
protect the rights of the athletes. Today this is very important

Continued Anti-Doping Efforts
In October 2016 the IOC convened an Olympic
Summit to review the WADA Anti-Doping System. The
meeting came about amidst public concerns by several IOC
members that believed WADA was too slow in answering
initial concerns over Russia and then overreacted with
the push for a complete ban.[51] The opening line of the
Declaration issued by the Summit sets the tone when it
states, “Protecting clean athletes is an absolute priority
for the entire Olympic Movement.”[52] The Declaration
calls for greater powers for WADA and a more harmonized
fight in the worldwide fight against doping. To accomplish
this the Summit recommended that a new anti-doping
system independent from sports organizations be created, a
professional intelligence gathering unit to be established
within WADA, and that sanctions related to doping cases
be delegated to the Court of Arbitration for Sport.[53]
Notably, the IOC also called for increased funding
for WADA from the IOC, its partners and governments.
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WADA’s current budget is only $30 million a year.[54]
Compare that with the $50 million annual salary of Real
Madrid’s Cristiano Ronaldo who also makes another $30
million in endorsements.[55] Or compare it with Serena
Williams who has made $28.9 million this year already.[56]
As discussed previously the United States has been one
of the most vocal critics in the anti-doping war, always
asking for more from WADA.[57] Yet, in fiscal year
2016 the United States contributed only $2.05 million to
WADA out of a federal budget with expenditures of
roughly $3.54 trillion or approximately 0.000002
trillion.[58] Perhaps the United States should consider
increasing their monetary contribution in the war against
doping in sport.

the 100m, 200m and 4x100m relay in three consecutive
Games. American swimmer Katie Ledecky dominated
in the pool winning the 200m, 400m, 800m and 4x200m
freestyle relay—an incredible performance. US gymnast
Simone Biles won four gold medals, including the
women’s all-around Olympic gold medal, and a
bronze. American swimmer Michael Phelps earned his
twenty third Olympic title and twenty eighth medal.
And coming from Rio’s notorious Cidade de deus (City
of God) favela, one of Rio’s toughest neighborhood,
Rafaela Silva claimed Brazil’s gold medal in the 57kilogram division in women’s judo.
We also witnessed the true Olympic spirit during
the Women’s 5000m track event when Nikki Hamblin of
New Zealand and Abbey D’Agostino from the United
States collided and fell to the ground. D’Agostino,
injured, got up and then stopped to help Hamblin to her
feet. Hamblin said,

Conclusion - From the Ridiculous to the Sublime
The most bizarre story that came from Rio may be
American swimmer Ryan Lochte telling Brazilian
authorities, as well as NBC TV, that after a night of
celebration, he and teammates Gunnar Bentz, Jack
Conger and James Feigen had been robbed at gunpoint
at a Rio gas station. After inconsistencies in the story
showed up later, Lochte, a twelve-time Olympic
medalist, said, “I over-exaggerated that story…” and he
apologized.[59] Given the heightened and very public
concerns about crime in Rio before the Games, Rio
authorities were very sensitive to Lochte’s fabrications
and Lochte apologized to both the city of Rio and the
nation of Brazil.[60] While the three other swimmer were
suspended for four months, Lochte will forfeit the
$100,000 in bonus money and is suspended for 10
months. This includes being banned from the 2017
World Championships. He will also not receive monthly
funding from either the USOC or USA Swimming.
Lochte will also miss Team USA’s trip to the White
House.[61]
Finally, there were some amazing moments from
Rio, especially considering all the worries and concerns
going into the Games. Usain Bolt delivered an almost
super-human performance becoming the first man to win

I went down, and I was like, “What’s happening?
Why am I on the ground?...” Then suddenly, there’s
this hand on my shoulder [and D’Agostino saying],
“Get up, get up, we have to finish this.” And I’m
like, “Yup, yup, you’re right. This is the Olympic
Games. We have to finish this.”[62]
Hamblin told D’Agostino to go continue without her.
But, D’Agostino helped Hamblin get up and the two
finished the race before embracing at the finish line. For
their humanity and sacrifice the International Fair Play
Committee (CIFP), with the support of the IOC, presented
them both with Fair Play awards, the only award of its
kind. Presenting the awards, IOC Vice President Nawal
El Moutawakel reflected on the two award winners as well
as the Games themselves saying, “The Olympic Games
Rio 2016 have reminded all of us of the power and magic
of sport.” [63] Despite it all, Rio did manage to pull it off
and paved the way for the 2018 Winter Games in
Pyeongchang, Korea and 2020 Summer Games in
Tokyo, Japan.
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BOOK REVIEW
Art At Its Finest…A Review of Art, Artifact,
Architecture & Museum Law
BY PAMELA D. BASS
At first glance Alexandra Darraby’s Art, Artifact,
Architecture & Museum Law is intimidating: two volumes
totaling over 2500 pages. However, it soon becomes
very comforting and confidence building. The treatise is
a “must have” for attorneys, lawmakers, judges, agencies,
insurance companies, artists, appraisers, museum curators,
and art enthusiasts across the globe. It would also be a
great “hornbook” for law students looking to study or
research a large variety of topics in the legal and cultural
aspects of art.
The treatise rightfully considers the law of the arts
as its own discipline. The 15th Edition captures the key
legal issues of creation, ownership, distribution, culture,
access and display, preservation, and control. Each rule
and regulation is considered through the lens of policy
considerations, economics, and culture.
Although the focus of the treatise is on state and
federal law in the United States, it includes most of the
international conventions and treaties to which the United
States is a party. In addition, the treatise shares relevant
international perspectives and laws.
The amount of information, expertise, and authority
on the pages is tremendous. Delving into the work best
illustrates its value. Consider, for example, the issue of Art
Fraud. Art Fraud is important to nearly every participant
in the business of art and in the consumption of art.
Chapter 11 of volume I covers Art Fraud in great detail.
The Chapter begins with a table of contents of 60
major issues. The introduction (§11:1) outlines the major
issues involved with Art Fraud: Publications and Sales;
Value, Authenticity; Theft, Conversion; Forgery,
Counterfeiting; and Federal Sentencing Guidelines.
Section §11:2 details what the courts have determined to
Constitute art fraud, but also includes a hidden gem—a

checklist of nine typical features of the fraudulent art deal.
The checklists that Darraby adds throughout the treatise
can help practitioners develop best practices and preventative
habits in resolving problems after the fact.
Sections 11:3, 11:4, and 11:5 investigate authenticity,
forgery, and fakery respectively. Key to the discussion
is the vague, yet subtle differences of defining these terms.
This is a major point since legal definitions attach and
impact means of filing a claim and the remedy sought:
what should be filed under state law or federal law, and
what should be a civil or criminal claim? Helpful to the
reader are the various examples of what constitutes each
category. A discussion of fitting the definition of a statute
is key in determining if a remedy is available. This is
where Darraby’s work shines: her insight and experience
is invaluable and will save lawyers and other time and
money as they advocate for their clients.
The treatise continues by discussing the role of
attribution as a disclaimer about authenticity. It then goes
into detail on the Federal Trade Commission (FTC)
(§§11:7-11:14) and the Racketeer Influenced and Corruption
Organizations Act (RICO) (§§ 11:15-11:21). Two items
that assist comprehension throughout the treatise and
supply additional research avenues are the referenced
cases and the West Key Numbers. Although the
information supplied is more than sufficient, the two
additions allow those who need additional information
several quick resources.
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Any artist, lawyer, or entity looking to enter into a
work for hire situation will benefit greatly from this
resource. It reviews the display of art by the owner and
commissioned art. It adds an important discussion of the
display of art on the Internet and whether it infringes on
the display right of the owner. The detailed discussion
of 17 U.S.C.A. § 107 (Fair Use) is invaluable. The treatise
summarizes the statute, references key case law, and
supplies key insight into each of the four factors: purpose
and character of use; the nature of the work; the amount
and substantiality; and the effect on the market.
The discussion on architecture captures an aspect of
copyright law that is often neglected. It also shares the
perspective of the author in protecting artists and the value
of their work. Darraby states: “Copyright is a portfolio
investment and should be managed like other work
product and certificates of registration should be
maintained like other important business and legal records.
Copyright is an important part of architectural practice,
its recurrence as common as its expanding range is
broad….Best practices are for architects to manage
copyright as an economic asset with clients, partners,
employers and others, and to incorporate it as creative
asset in the architectural portfolio.” (§ 7:128).
Darraby’s work will not sit on a bookshelf. All of
those involved with the business of art and dealing with
the art world will want it at their fingertips as they make
daily and long-term decisions. Art, Artifact, Architecture,
& Museum Law will help each professional bring a
“value-added” componentto the field.

The chapter then distinguishes the separate statutory
and regulatory scheme that addresses “cultural property”
like the state tort of conversion. The discussion then
turns to the art trade and fraud claims that have been made
at several stages: authentication, valuation, delivery,
sales, appraisals, and agreements (§§11:25-11:31).
The next major topic centers on the art applications
of the National Stolen Property Act (§§ 11:35-11:45).
After a thorough analysis of the act and key cases, Darraby
analyzes the government’s burden of proof and how the
minimum value of $5,000 can be determined and proven.
The Chapter closes with a review of mail and wire fraud,
federal laws, state laws, rules of evidence, and fourth
amendment rights.
After studying the chapter several things became
clear. First, a large of amount of information was both
synthesized and simplified in an organized and easy to
understand manner. Second, a variety of sources of law
were brought together to show their relationship and
interplay. Third, the reader is reminded that in applying
the law each case is fact and circumstance specific and
that the value added to any analysis will be substantial
by understanding the background and particulars of the
issues addressed.
I would be remiss if I did not point out the detailed
attention given to Intellectual Property throughout the
book but particularly Copyright law in chapter 7. The
treatise goes beyond the history of visual art and copyright
law to detail art specific issues like the idea/expression
dichotomy and imagery. It covers registration for various
types of work and looks at originality for a variety of
types of art including functional objects.

About the Book Review Author
Pamela D. Bass is an associate at Thomas, Drohan, Waxman, Petigrow & Mayle, LLP in New York where she is
involved in collective bargaining in both the public and private sector, employee discipline matters, litigation matters,
and assisting clients with policy formulation and concerns, including polices on gender equity. Ms. Bass is also
involved in sports law as it relates to educational institutions. Ms. Bass, prior to receiving her J.D. degree, has nineteen
years of experience in higher education and intercollegiate athletics, serving as a NCAA Division I Head and Assistant
Women’s Basketball Coach. She has extensive experience in NCAA compliance, and served on university and athletic
conference committees on leadership, gender equity, and diversity.
Art, Artifact, Architecture, & Museum Law

Order Your
Copy Now!

Author: Alexandra Darraby
ISBN: 9780314800886
Pages: 2,868
Shelf Space: 5 in.
New Edition 2014
Available from: Thomson Reuters Westlaw
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An Interview with Janine Small
Chair of the ABA Forum on the Entertainment
and Sports Industry
BY AMANDA ALASAUSKAS

October 8, 2016, Forum Annual Meeting (Las Vegas, Nevada)

How did you get into the practice of law?

What is the quick and dirty about you? Where are you
from? What do you want people to know about you?

I always liked to converse—and as I earlier noted,
quickly at that—always something to say. When I still
couldn’t see above the furniture and my booming voice
could be heard, my parent’s close friend called me a walking
filibuster. He would tell me I was a born attorney. It
became a running joke when we saw him and I would
repeatedly say “never in a million, billion, quadrillion
years will I become an attorney.” I guess that was a
portent of sorts, because here I am today.
Lawyering became increasingly attractive to me.
Not because my father was eager to see the first in his
family become an attorney, although he was, but because
it was a profession with great opportunities and generally
steady employment. It was also important for me to support
myself independently in ways not available to my mother
and many other women of her generation. This became
even clearer when my mom passed away suddenly when
I was 19 years old.

First, although my friends and family would say
that I speak rather quickly, I’m not dirty (Ha!). In all
seriousness, music, law, and family are the important
tenets in my life. I have been an attorney practicing law
in the music industry for 25 years. I am from East Meadow,
New York; graduated with a major in International Studies
from American University in Washington D.C.; and
received my law degree from the University of California,
Hastings College of the Law in San Francisco. I’m licensed
to practice law in New York and California, and have
my own firm in New York City specializing in music,
entertainment, and media law called Janine Small, PLLC. I
have a loving family and am the proud mom of an 11year old boy who brings me joy daily.
I am a “people person”; gregarious, compassionate,
outgoing and friendly. I love to travel and attend live
events, musical or otherwise. I am also a dedicated
student and worker. During college, while on the Grateful
Dead tour, I spent my time diligently studying in the back
seat of cars and in hotels shared with dozens of friends.
So wonderful that years later, I negotiated the deals for the
record-breaking music pay per view event when they
performed, sans Jerry Garcia, at the biggest concert in
history—their “Fare Thee Well” tour.
I am a strong advocate for my clients. I worked long,
hard, and passionately for the better -part of two decades
honing my skills at the pre-eminent music firm, Carroll,
Guido & Groffman, where I was the first internal associate
to make partner. In my current practice in Midtown, New
York, I continue to represent top and emerging artists,
entrepreneurs, music festivals, and others in the media
and entertainment industries, including Bonnie Raitt,
Widespread Panic, O.A.R., Chris Thile and the Punch
Brothers, Martin Terefe, Bonnaroo, Outside Lands,
Hangout, Lock’n and Okeechobee Music Festivals.
Although I am busy with my clientele, I greatly enjoy
lecturing on a variety of topics at various industry
conferences and taught as an adjunct professor on music
industry contracts at the Benjamin N. Cardozo School of
Law.

What kind of sacrifices have you made to get to
where you are?
It took a lot of hard work and time commitment to
get to where I am, though I did sometimes find time for
extra-curricular activities. In fact, I selected Hastings not
only for their excellent entertainment program, but also
because it was in the Grateful Dead’s backyard. I worked
late into the night seven days a week for much of my
career—and still do. I missed many parties and hangouts.
As a mother, I sometimes have the difficult decision
of choosing business events over my son’s activities. Now
that I have my own practice, I am my own boss and am
able to adjust my schedule more easily. That said, to be a
great lawyer, one must always be reasonably available
and turn around their work quickly and efficiently.
Early on, there were financial sacrifices too. To get
my first position in the entertainment field, I agreed to a
tremendous pay-cut and was also responsible for moving
my household across the country. It took years before my
salary reached parity with my earlier earnings as an
associate out of law school. This isn’t necessarily the career
path to get rich, but it is one where you can enjoy what
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you do. And thankfully, I do, because I work all the
time— and I am grateful for that.

How long have you been involved with the Forum?
What does your position actually entail?

In another time and place, if you weren’t doing what
you are now, what would you want your job to be?

I’ve been involved in the Forum since I was in law
school. As a student, I wrote an article for the Entertainment
and Sports Lawyer called “Unban the Banned Band,”
which focused on the 2 Live Crew parody case. I also
helped write an extensive music bibliography published
by the Forum’s book division. Then, I moved to the editorial
board reviewing articles for the Entertainment and Sports
Lawyer, had two terms as Music Division Chair, two terms
on the Governing Committee and now—more than two
decades later—I am honored to be Chairperson of this
esteemed group. I have a great rapport with, and know,
many if not all, of the prior chairs and feel we have
benefited from my long term understanding of how the
organization is run.
Being the Chair has been an amazing experience, but
requires a lot of dedication and time commitment. Our
mission is primarily an educational one. My role, in its
broadest sense, is to foster programs that educate our
members on areas of interest. These programs include
our annual and mid-year meetings, webinars, book
publishing, our quarterly journal, and a variety of
networking events. I’m essentially running a business,
managing and supervising a staff of several dozen people
nationwide, working with our staff at the ABA, overseeing
the budget and all communications and activities.

Well, if we were living in Bizarro World, where as
you know everything is topsy turvy, I would be a triple
threat—singing, dancing and acting. Here on the Planet
Earth, I would likely still be doing what I am doing—I
love it and have no regrets. I also often think I would
enjoy being a lobbyist. They get to be social and
passionate, are paid well, and talk and debate all day long.
What’s the most difficult aspect of your job?
What’s the best?
Ultimately, my job is about protecting the client’s
assets, which means getting them the best deal possible
and protecting them against liabilities. At the extreme,
arguing these points can break the deal. The most difficult
part is knowing when to push and knowing when to fold,
balancing these somewhat divergent goals. Also, very little
is black and white, and even where things aren’t open to
interpretation, it is often impractical to meet all requirements
because of time and/or financial constraints. Most of the
time, “it depends.” It depends on the bargaining power of
the parties, it depends on the financial terms, it depends on
the type of music, etc.
The best part of my job is working in an industry that
excites me and assisting my clients in achieving their
dreams and goals. Although this is still often a taxing job, it
is so fantastic to not have to dread going into work each
day and enjoying what I do.

What does the Forum mean to you?
I have been involved with the Forum for so long, it
has become a big part of my identity.
I also enjoy the fraternity, networking, and mentoring
resources it has afforded me. When I was Symposium
Editor at the Comm/Ent (“Communications Entertainment”)
Law Journal at Hastings, I engaged then Forum Chair Ed
Pierson to produce a joint music symposium with the
school. Two years after I graduated, Ed was responsible
for introducing me to the partners at then Codikow and
Carroll, who gave me my first break in the business.
In addition to Ed, I have maintained close relationships
with many of the former and current board members and
others that regularly attend our meetings. We’re a fun
group, we like to have live jams at our events, as many
in our group are professional or social musicians. Lawyers
mingling with lawyers is also more important than many
realize. Our organization has experts in so many varied
disciplines, which has provided great access and a referral
network. You can’t get that by sitting in a program without
real networking opportunities, or listening and doing
your CLEs from your desk at work or at home.

Because the industry is constantly changing, what’s
one of the biggest issues that people need to be on the
lookout for and how will that affect your practice?
The internet and explosion of digital distribution has
in many ways changed the entire business. With this
change, making distribution more efficient, there is not
as much money to go around. The rights grants have also
become more complicated and expansive. There is now
more work for the attorney and less money to pay for that
work. There is also less money to go around for the artist,
which makes it even more difficult to agree upon and
close deals. At the same time, performers are bombarded
with promotional opportunities which often don’t involve
money, but involve overly broad contract rights. Left unnegotiated, the agreements could result in the artist
giving up rights to their music without royalties, fees, or
approvals. It is more important than ever to make sure
that our clients are properly educated in certain business
terms, so they know when they need to seek our counsel.
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legal and non-legal. Law students applying for jobs should
not only seek firms in this niche, but apply broadly. What is
important is to become the best lawyer you can be. By
staying involved in networking opportunities, you can
later achieve your goals. Volunteer Lawyers for the Arts—
you can learn and meet people through that. Take more
CLE classes on topics you don’t know about. It’s making
sure that you have those people who have the resources
to help you do the best work possible.

If someone is looking to be involved in the Forum,
how should do they do so?
The division chairs and board are always looking for
people to get more involved. If someone is interested,
they should contact a division chair in their area of interest.
Everyone’s information is listed on our website and we
need help finding people to write articles, authoring blog
posts, division communications and/or updates, reaching
out to potential sponsors and panelists for programming
or webinars, building membership, and the like. One can
get as active as they want. As with most things, the more
you put in, the more you get out, and great work is
generally rewarded and respected.

Any last great thoughts?
I am grateful to have made my love of music into
my vocation. As you probably expect, many of those
who end up practicing in the legal entertainment field
were first musicians, fine artists or athletes, which lends
to an extremely fun and collegial environment. I don’t
know that you’ll find that in a lot of other businesses. Most of
my colleagues stayed true to themselves, did not back
down to “no,” and were kind to those around them. Lastly,
being passionate about what you do, doing your job with
integrity, and believing in the causes we take on behalf
of our clients makes every day worth it.

What advice do you have for law students and
practicing attorneys that are looking to break into
the industry?
First, become familiar with the practices of the
industry. There is a unique terminology and course of
dealings. Not only should one research and read books,
but they should network in the industry. Find groups that
you like that you can join in your area of interest—both

About the Author
Amanda Alasauskas is a third year law student at DePaul University College of Law in Chicago, Illinois, where she is
working to obtain a certificate in general Intellectual Property. She is expected to graduate in May 2017. Amanda is an
Editor of Articles, Notes, and Comments for Volume 66 of the DePaul Law Review and the Law Student Assistant Editor
of the Entertainment and Sports Lawyer. She may be reached at aalasaus@mail.depaul.edu.

SAVE THE DATE
2017 Annual Meeting
October 5-7, 2017
The Cosmopolitan
of Las Vegas
Preliminary details scheduled for
release in February

2016 Annual Meeting Materials Are Still Available at http://ambar.org/es-am16
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Forum Chair, Janine Small, Receives The
Brooklyn ESLS Lifetime Achievement Award
continued cultivation of this positive culture within the
industry merits the highest level of recognition that
BESLS could offer.
Founded in 1901, Brooklyn Law School (BLS) is a
vibrant intellectual community emphasizing teaching
excellence, cutting-edge scholarship, and an innovative
academic program designed to prepare students
for public service and private practice. The star
power of BLS and its powerhouse entertainment
law graduates has consistently won praise in
The Hollywood Reporter, regularly ranking the
Law School among its Top 10 Entertainment
Law Schools. “[Brooklyn Law School’s]
Entertainment Law Workshop is among the
finest in the nation,” wrote The Reporter. The
Law School was also recently named one of
the “top ten schools that teach real-life music
issues” by Billboard Magazine.
These impressive rankings reflect the high number
of BLS graduates included on The Reporter’s coveted
Power 100 List, including Michael Elkin ’84, Winston &
Strawn (#18), Allen Grubman ’67, Grubman Shire &
Meiselas (#36), Charles Ortner ’71, Proskauer Rose LLP
(#68), and Martin Singer ’77, Lavely & Singer (#83).

The ABA Forum on The Entertainment and Sports
Industries, and The Entertainment and Sports Lawyer, are
thrilled to share that our colleague, Forum Chair, and very
dear friend, was awarded this most prestigious accolade
this year.
On November 15, 2016, the Brooklyn Entertainment
& Sports Law Society (BESLS) of Brooklyn Law
School held its annual event dedicated to Honoring Women
in Entertainment & Sports at the Subotnick Center
at Brooklyn Law School. The BESLS honors
prominent women attorneys and other figures at
the top of their field who serve as role models for
the next generation of legal and industry
professionals to follow in their footsteps.
The BESLS honored ABA's Chair for the
Forum on Entertainment and Sports, Janine Small,
with the Lifetime Achievement Award. This award
celebrates an unstoppable woman who has devoted
her entire career to entertainment and who has made
noteworthy and considerable contributions to her field.
The selection committee was especially intrigued and
impressed by her nominator's characterization of Ms.
Small's "artists-first" approach to her work in the music
industry. The selection committee decided that her

Janine joins an impressive list of 2016 Honorees that include:
• In-House Counsel of the Year: Kelly Wick, Esq., Barbara Pereda, Esq., Polina Katsnelson - Film & Television
(Viacom Media Networks)
• Innovator of the Year: Meredith Wolff, Esq. - Sports (Formerly NHL; Seek To Be LLC)
• Mentor of the Year: Bea Koramblyum - Music (Downtown Music Publishing)
• Law Student of the Year: Courtney Hargrove - Music (Sony Music Entertainment)
• Law Professor of the Year: Jodi Balsam, Esq. - Sports (Formerly NFL, New York Law School; BLS)
• Rising Star Award: Catherine Addo - Music (Reservoir Media)
• Distinguished Achievement Award: Nneka Norville - Film & Television (BET Networks)
• Distinguished Achievement Award: Faith Newman - Music (Reservoir Media)
About Janine Small
Janine Small recently formed her own boutique law firm after a long career as partner of the prestigious law firm of
Carroll Guido and Groffman, PLLC. Janine Small, PLLC specializes in counseling artists, executives and
entrepreneurs in the music, media and entertainment law industries. During the last 25 years, Janine has worked with
some of the industry's most notable artists including Patti Smith, Iggy Pop, Dave Matthews Band, The Strokes, Regina
Spektor, Bonnie Raitt, Bassnectar, Widespread Panic, Blues Traveler and O.A.R. Ms. Small also represents composers,
record labels, publishers, writers, producers, industry professionals, promoters, venue owners and music festivals,
including the Bonnaroo Music and Arts Festival, Outside Lands Music and Arts Festival, the Hangout Music Festival,
Lockn’ and Okeechobee Music and Arts Festival. Ms. Small earned her J.D. from University of California, Hastings
College of the Law and is admitted in both New York and California. Also see the interview with Janine on page 66 of
this month’s issue of ELS.
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A Law Student’s Perspective
A Review of the 2016 ABA Forum on the Entertainment
and Sports Industries Annual Meeting
Las Vegas, Nevada
With the assistance of some very talented law students, ELS takes a look back at the Forum’s October 2016
Annual Meeting with a series of articles offering their perspectives and summaries of the following panels:





Panel on “Breaking Into The Industry” by D’Bria Bradshaw
Workshop on “Sports Team General Counsels” by D’Bria Bradshaw
Program on “Digital Get Down—Music Licensing in the Digital Age” by Amanda Alasauskas
“One Attorney, Two Teammates: How Should Sports Attorneys Interpret Rule 1.7 Under the MRPC?” by Ashley Mapp

Breaking Into the Industry
BY D’BRIA BRADSHAW
she wanted. She went back the following year and got
the internship, which ultimately turned into the position
she has now with the Diamondbacks. Scott advised that
interviews should be conversations not question-answer,
question-answer, not to overdo your research, and most
importantly be yourself in the interview.

The sports and entertainment industry is one of the
most sought after fields in the legal profession due to the
presumed glitz and glamor that comes with representing
athletes and entertainers. Many law students, young
lawyers, and even seasoned professionals that want to
switch industries all have the same question: How do I
break into this industry? The 2016 ABA Forum on
Entertainment and Sports Industries Annual Meeting
ended with a panel dedicated to answering this question.
The goal of the panel was to give law students and young
lawyers a better idea of how to prepare themselves for
opportunities in sports and entertainment law and how to
sell themselves (i.e. networking).
The panel consisted of Wesley Freidman, Maacah
Scott, and Anant Tamirisa. Friedman is Counsel for the
Arena Football League in Las Vegas, Nevada; Scott is
Staff Counsel for the Arizona Diamondbacks in Phoenix,
Arizona; and Tamirisa is Director of Business & Legal
Affairs for Pantelion Films/Lionsgate in Los Angeles,
California.

2.

All of the panelists emphasized the importance of
going to conferences and events held by organizations—
such as the ABA Forum on Entertainment and Sports
Industries and the Sports Lawyers Association—
especially as law students. Attending these events will
set you up with mentors and possible internship and job
opportunities in the long run.
3.

Don’t take yourself and your degrees too serious!

Tamirisa has a JD/MBA and recalled instances where
some law and/or MBA graduates do not want to take
assistant positions upon completing professional school
because of the degrees they have attained; he emphasized
the importance of getting your foot in the door and
ultimately climbing the corporate ladder within your
company.

Top 10 Tips/Takeaways from the panel:
1.

Attend conferences and events!

If at first you don’t succeed, try and try again!

Scott gave a personal anecdote of her experience
interviewing with the Arizona Diamondbacks—completely
bombing her first interview, not receiving the internship
the first year she applied for it, and not allowing that to
deter her, especially since she knew that sports was the
industry she wanted to be in and that was the internship

4.

Don’t be afraid to move!

Friedman told students that during one of his final
semesters in law school he moved to another city to take
on an internship and took night classes as a visiting student
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at another university. He was not afraid to go after what
he wanted, gain the experience, and build the relationships
needed to succeed in the industry.

8. Whenever you are being exposed to other
professionals, network and build relationships with
those people!

5. It’s not what you know; it’s who you know and
who knows you!

Many sports and entertainment companies that offer
internships develop a program for interns to take part in.
It opens up the door for interns to interact with not only
the professionals they will be working with day to day,
but other professionals in the company and industry.
Always take advantage of networking opportunities that
your company hosts or encourages you to attend, because
you never know who you are going to meet.

Industry professionals receive tons of emails daily
from law students who want to work in the industry,
young lawyers looking to land their dream job, and
seasoned professionals who are looking for an industry
swap. Find ways to stand out in the crowd and understand
the difference between being persistent and being
annoying.
6.

9.

Be a sponge!

Do your research!

Whenever you are attending a conference,
informational interview, or actual internship/job interview,
research the company and/or person you are interviewing
with. It is important to do this so that you are more
comfortable with your decision to pursue this specific
company or industry and to ensure that your interview is
an actual conversation between yourself and the employer/
professional. When it comes to conferences, know who
will be in the room, research their current business deals
so you have a reason to introduce yourself and have a
conversation starter. Networking is awkward for some,
so having a reason to approach an individual besides
wanting a job or mentor is a plus.

Whether it be an informational interview, an
internship, or a phone call, learn as much information as
you can. Soak up everything you can during your
encounters with industry professionals and do not forget
to follow up.
7. Develop relationships with people you are
working with!
It is important to leave every job and every person
you meet better than when you first encountered them.
Always leave a pleasant lasting impact, because you never
know when you will need to rely on a former coworker
or when they may be a resource for you getting that next
job or project.

10. Be You!
At the end of the day, people are attracted to
authenticity; never pretend to be someone you are not.

D’Bria Bradshaw is a class of 2018, J.D./MBA in Sports Administration Candidate at St. Thomas University School of
Law in Miami, FL. She may be reached at dbriabrad@gmail.com.

Sports Team General Counsels
BY D’BRIA BRADSHAW
Threat Management, Anti-Corruption and Corporate
Intelligence Practice Groups at PricewaterhouseCooper
in Washington, DC; Cohen is General Counsel for the
Arizona Coyotes Hockey Club in Phoenix, AZ; Duckett
Fricke is General Counsel and Vice President for the Los
Angeles Clippers in Los Angeles, CA; Hillman is Vice
President and General Counsel of the Cleveland Cavaliers
in Cleveland, OH; and Jay is Senior Director of Legal
Affairs and Associate General Counsel for the Arizona
Diamondbacks in Phoenix, AZ. The learning objective
of the panel was to explain what a General Counsel is in
terms of business versus traditional legal skills and roles.
The consensus among most General Counsels is that

Sports law is a fascinating area to explore. When
some think of the industry and the individuals that make
up the industry, the first jobs that they think of are Agents
and Sports Team General Counsels. There is a general
misconception of the roles that Sports Teams General
Counsels play in the industry and within their team.
This article will explore the duties of General Counsels
and some of the hot topic issues surrounding sports law.
The Sports Team General Counsels panel at the 2016
ABA Forum on Entertainment and Sports Industries
Annual Meeting consisted of Moderator Glenn Ware and
panelists Ahron Cohen, Nicole Duckett Fricke, Jason
Hillman, and Caleb Jay. Ware is Principal and Leader of
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Panelists also discussed the importance of investigating
players that they go after, putting a ton of resources into
targeting high character players and realizing that you can
have a high-character player experience a setback. In some
situations, the General Counsel is approached by a General
Manager to help with analyzing specific players that the
team will go after in the draft or in a trade.
National Football League teams are now using socio
metric data of a player, which analyzes the integrity of a
player and the possibility of social problems going forward,
and evaluating influencers of a player’s social circle by
data aggregation. Hillman feels that there is no substitute
for human interaction. Some teams use an alternative
method of analyzing a player’s social skills by having a
team of psychologists at the league’s combine that ask
questions that are designed to push buttons. One of the
best strategies when it comes to evaluating a player’s
character is getting as much information on that player
as possible from a close relative, friend, or former coach.
One of the many misconceptions that come with being
the General Counsel of a sports team is the attorney’s
actual role; their duty is to manage deals in the best interest
of the team. The players have their own agents, attorneys,
business managers, etc. The team General Counsel
employees are not allowed to represent players in legal
disputes or conduct issues.
Hillman discussed that the National Basketball
Association has experienced two domestic violence
scenarios in the last three years and the league was
transparent about their investigation and made sure the
public was well informed. The way that teams and leagues
handle situations of this altitude goes along with the brand
that they are representing to their fans and spectators.

they are business people with a legal background. In
professional sports, business skills are especially relevant to
a General Counsel’s success. This panel of legal sports
professionals provided attendees with a better understanding
of the scope of sports law and uncovered the specific
unique traits that set a sports General Counsel apart from
traditional corporate lawyers.
Player Misconduct
Player misconduct associated with teams, and legal
issues arising from this misconduct, was the first issue
discussed and panelists delved into disciplinary matters,
including domestic violence. When player infractions arise,
General Counsels are faced with coordinating crisis
management plans with the team’s public relations
personnel. General Counsels are also faced with assisting
with media strategies and looking at their league’s
respective collective bargaining agreements, and deferring
to the league to handle a disciplinary issue, because the
league wants to set the precedent on how to deal with
players in similar situations. The panelists discussed how
it is not ideal for a team to give a harsh disciplinary action
if they want the specific player involved in the disciplinary
matter to return to the team and have a good relationship
with the team once the player has completed their
punishment. Some team’s General Counsel works hand
in hand with their respective league to arrive at a discipline
that is fair, stern, and incorporates some accountability
into the player. When dealing with a disciplinary matter
with a star player of her team, Duckett Fricke led the
investigation with the league and had to adapt to the fast
paced media coverage of the investigation, since it was a
highly publicized disciplinary matter. The rapid pace of
technological change[1]has made it difficult to anticipate
the direction or components of digital evolution. Fastpaced information technology innovation and shortened
product life cycles have presented management, data
security, and operational challenges for corporations of
all sizes. Combatting the media in this digital media era
and spinning a story to make sure the team is viewed in
the best light possible is one of the challenges that a General
Counsel is faced with when it comes to player misconduct
leading to a legal dispute and/or disciplinary action.
Teams do not want the league to add additional
punishment, they want to arrive at a discipline that would
appease the league, please the player and his agent, and
prevent the player’s association from filing a grievance
against the team. The National Basketball Association
collective bargaining agreement does not provide for dual
punishment; this is one of the main reasons why some
teams lean on the league to pass down disciplinary
punishment for player misconduct.

Social Media Impacting Legal Issues
Corporate General Counsels are necessarily devoting
substantial time and resources in reacting to the varied
and complex legal and regulatory issues resulting from a
fast-moving digital marketplace.[2]
There are many instances in which teams have to
use or address content on social media. One of the main
goals of a team’s public relations and marketing department
is to make sure content is coming from the team first, so
the content will come off as positive and the team can
spin a story in a positive light if need be. Many digital
media departments have internal protocols for what is
posted and what content they can react to. Leagues
across the board have social media policies, as well as
trainings for their players.
The General Counsel can play a meaningful role in
this process by emphasizing the importance of dealing
with issues (when they arise) on an internal basis and on
terms acceptable to management, rather than having
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makes it illegal for employers to address an employee’s
angry message about them, because it does not allow
employers to curve speech. The National Labor Relations
Board has passed down reports that protect employee’s
activities, including conduct that goes beyond the scope
of a complaint.
General Counsels are also faced with questions about
a team’s social media policy regarding corporate sponsors
and have to reiterate to employees that what is posted is
pertinent, & worldwide. The panel stressed the importance
of confidentiality when it comes to the health of a player
or any other information involving the team, and how
content coming from an employee’s personal social media
account can still be deemed a representation of the team,
despite the employee stating that it is a personal view.

regulators or other third parties involved in a dispute
context.[3] Here’s a list of questions that can help General
Counsels get started on being better prepared to rapidly
respond to an incident:
1. Is there an understanding of the technical debt and
its consequences in the company, particularly at the
senior management level?
2. What is your company’s threat surface and what are
its vulnerabilities?
3. Has the company otherwise identified and prepared
for various possible digital crises that could impact
the company and its operations, and have those plans
been formalized and tested?
4. What duties may exist to which parties in the event
of a digital breach or event at the company, and what
is the possible range of costs involved?
5. Has the company decentralized IT governance or
simply decentralized IT spending?
6. Who is the single company officer responsible for
the company’s management of its digital rights and
responsibilities?[4]

Americans with Disabilities Act of 1990 Compliance
The Americans with Disabilities Act of 1990 (ADA)
is a United States labor law that prohibits unjustified
discrimination based on disability. The panel addressed
the challenges with older and newer facilities following
the guidelines set forth by the ADA. Cohen explained
that the Arizona Coyotes are no longer the arena manager
and only a tenant in the building, and how the majority
of the burden of insuring ADA compliance has shifted to
the new arena manager. The arena manager is faced with
not only the responsibility of protecting its own brand, but
the teams that play in the arena or stadium brands as well.
Jay discussed the importance of closed-captioning in
the Arizona Diamondbacks ballpark, and all stadiums and
arenas, due to the Redskins suit.[5] The National Association
of the Deaf filed a lawsuit against the Washington
Redskins to get team officials to offer closed-captioning
for the deaf and hearing-impaired at FedEx Field. Senior
attorney with the National Association for the Deaf Law
and Advocacy Center, Marc Charmatz, said, "From the
referees calling the game on the field to the great number
of TV monitors posted through the stadium, there are no
captions and equal access to deaf and hard-of-hearing fans.”
Teams always have to look at reasonable
accommodations—tickets sold on the secondary market
have to have different price points and lines of sight. The
Arizona Diamondbacks is one of a few teams that have
an ADA coordinator. The 2010 standards of the ADA
gave some concrete substantive teeth to the law that was
passed in 1990.

A player can be in violation of the league and their
team’s social media policies, but the rules that the team
sets cannot exceed the scope of the collective bargaining
agreement. As far as a team employee violating social
media policies, the team deals directly with that employee,
because the employee has contracted with that specific
team, not with the league.
When it comes to dealing with team employees and
their use of social media, it becomes difficult for a team
to discipline an employee for their social media content
posted about the team. The National Labor Relations Act

Join the Forum’s
Law Student Caucus
At a time when many law students face challenges
in forging their way to their first legal job, the
Forum strives to provide pathways to a successful
legal career. Law student members of the Forum
gain access to numerous programs and
opportunities that can open doors to those
entering the legal workforce.

Sponsorships

Daniel Shapiro

When it comes to sponsorships, the General Counsel’s
real lawyering skills come into practice. There are three
main revenue streams that a team has which are
sponsorships: media, rights, and ticket sales. Duckett

Chair, Law Student Caucus
Cardozo School of Law
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Fricke spoke about possible jersey patches as a new
stream of revenue for the Clippers and the B2B sale of
suites that are not being used during games.
The General Counsels deal with exclusivity issues—
what they can and cannot do with players. Morality issues
are becoming a key issue. Sponsors want an option for
an out with their discretion and care about the brands
they are aligning with. Sponsors also want right of first
refusal, right of first option, and/or right of first negotiation.
General Counsels work to carefully craft agreements so
they can leverage two sponsors into a better deal. General
Counsels also deal with non-circumvention provisions—
not being able to get money for their team for players
making event appearances—because the team cannot act
as a middle man and is not authorized to put a sponsor
directly in touch with a player.
Under the uniform player contract, a team can use
players’ names and likenesses in relation with the promotion
of the team. Players need the permission of their team
during their in season endorsement activations, especially
if the brand they are representing is a competitor of a
team sponsor.
Hillman added that it is important for General
Counsels to focus on the art of negotiation and not to be
a deal killer. This is when the lawyering and business
hats of General Counsels come on to ensure the team
gets the best result.

illegal lottery is by using an alternative method of entry,
enabling the team to say “no purchase necessary.”
A contest is skill based, has consideration, and a
prize of value. Skill versus chance is a major issue in
sports law now with daily fantasy sports. There is no
uniform law on the ruling of the legality of daily fantasy
sports. It is a state by state determination and the federal
government has not stepped in to address this issue yet.
The main issue that Attorney Generals face when analyzing
daily fantasy sports is the skill versus chance argument.
Besides the skill versus chance issue with
sweepstakes and contests, in California, the Clippers face a
Telephone Consumer Protection Act of 1991 (TCPA)
issue. The TCPA restricts telephone solicitations (i.e.,
telemarketing) and the use of automated telephone
equipment. The TCPA limits the use of automatic dialing
systems, artificial or prerecorded voice messages, SMS
text messages, and fax. California has also finally legalized
50/50 raffles (raffles where a lucky winner takes home
50% of all the proceeds from raffle ticket sales), but the
proper paper work has to be in place and done by the
team’s foundation, with kiosks placed in the proper
locations, and can only be done during certain times of
the year. California Governor Jerry Brown signed Senate
Bill 549 into law, which allows certain eligible organizations
(foundations affiliated with professional sports franchises)
to conduct 50/50 raffles.[6]

Sweepstakes/ Raffles

Conclusion

The legal issues that stem from sweepstakes, contests,
and raffles vary state by state and there are legal distinctions
between the terms. A sweepstakes has consideration,
chance, and has a prize of value. This constitutes an illegal
lottery; one way around having it be categorized as an

In conclusion, the panelists gave an in depth look at their
actual job description and the daily responsibilities they
are faced with involving team logistics as well as making
sure their teams are abiding by league regulations.

D’Bria Bradshaw is a class of 2018, J.D./MBA in Sports Administration Candidate at St. Thomas University School of
Law in Miami, FL. She may be reached at dbriabrad@gmail.com.
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Digital Get DownMusic Licensing in the Digital Age
BY AMANDA ALASAUSKAS
Music has always been an important part of my life.
I remember my dad sitting me down on the couch late on
a school night and forcing me to watch the entirety of The
Beatles Anthology. It was 2001, I was in fourth grade, and
the Internet was as young as I was—ten years old.[1] From
then on out, I dabbled in the arts throughout my life. I
played the violin, sang in the choir (including, but not
limited to, the show choir at my high school, complete with
red sequin dress), and participated in musical theatre. Well,
you know what they say about those who can’t do. . .they
go to law school. After four years and a bachelor’s degree
in criminal justice, I decided that my time in law school
and my career would be better spent doing something
that I was passionate about—music and entertainment.
Entertainment law has been the perfect way for me
to marry my passion for the arts with my passion for the
law. In October of 2016, I was afforded the opportunity
to attend the Annual Meeting for the ABA’s Forum on
the Entertainment and Sports Industries in Las Vegas,
Nevada as a student reporter. Many of the panels focused
on the digital era, whether it be streaming or dealing with
new technologies. It is very apparent that the time of The
Beatles is gone and the Internet plays a larger role in the
media and our lives than it did in 2001. One particular
panel that I found myself attending was The Digital Life
of Songs and Recordings: The Anatomy of Digital
Licenses, which is the focus of this article.
The esteemed panel consisted of Casey M. Chisick,
Partner at Cassels Brock & Blackwell LLC in Toronto,
Ontario; Timothy A. Cohan, Senior Vice President of
Legal and Business Affairs at Peermusic in Burbank,
California; David Ring, Attorney and Digital Media
Consultant, and Former Executive Vice President of
Global Digital Business at Universal Music Group in
Los Angeles, California; and Charmaine D. Smith,
Shareholder in the Entertainment and Media Practice
Group at Greenberg Traurig, LLC in Atlanta Georgia.
The panel was moderated by Zeina H. Grenier, Vice
President of Business and Legal Affairs at Universal
Music Publishing Group in Santa Monica, California.

Progress of Science and useful Arts, by securing for
limited Times to Authors and Inventors the exclusive
right to their respective Writings and Discoveries.”[2]
Section 106 of the Copyright Act states that an owner of
a copyright has the exclusive right to authorize the public
performance of their work and, in the case of sound
recordings, the performance of their work through a
digital audio transmission.[3] With regard to traditional
media, mainly radio and television, music licensing is a
simplified process. There are two copyrights in music:
the sound recording and the musical composition.
Songwriters, composers, and music publishers are able
to affiliate with performing rights organizations (PROs),
which, in return, will negotiate agreements, collect fees,
and distribute the fees back to the writers and publishers
for the performance of the music composition of those
works.[4] In the United States, there are four PROs in
which artists can affiliate: American Society of Composers,
Authors and Publishers (ASCAP)[5], Broadcast Music,
Inc. (BMI)[6], Society of European Stage Authors and
Composers (SESAC)[7], and Global Music Rights (GMR).[8]
In order to obtain the rights for a musical composition,
the potential licensee may negotiate a license agreement
with the PRO for the use of the music. If the PRO and
the user are unable to agree on a fee, a court intervention
will determine what the “reasonable fee” for the use of
the music will be.[9] Regarding sound recordings, before
the digital era, a record company’s main source of
income were record sales and the licensing of master
recordings for use in television, films, and commercials.[10]
Technology and the Internet are blessings, as well
as curses. Musicians and creators are able to develop and
distribute their works in a way that was never before
possible. Music can be created at home instead of in the
studio, musicians can collaborate with artists from across
the globe and market themselves online, and venues, such
as satellite radio, offer a wide array of music options to
new audiences on a grand scale.[11] However, as was
stated in the opening statements of the panel, there is a
saying that “digital is the future,” but digital is here, it is
the current.[12] Digital streaming has outpaced the physical
world, causing confusion and concern to consumers,
musicians, publishers, and record labels alike.[13] When it
comes to starting a new digital music service, there are a
number of licenses that need to be obtained, all requiring
individual fees and contracts.[14] For instance, if a service

A Balancing Act of Interests:
The Licensor vs. The Licensee
Through Article 1, Section 8 of the United States
Constitution, Congress is empowered to “promote the
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wants to use recorded masters—not every service does—it
needs to get rights from the record company. Eventually
what has to happen is a balancing of the interests of the
content owner licensor and the interests of the licensee.
From the perspective of the licensors and content
owners, the main focus is maximizing the value for the
artists and writers, so that they are adequately compensated
for their work.[15] Making a great sound recording is not
cheap and is very time intensive. A priority of content
owners is to make sure that artists are able to make a
living off of their craft. However, when making these
deals, content owners still want to empower up and
coming digital services and help them get off of the
ground floor, allowing them to have a thriving business
in the market place and make money.[16]
On the other hand, licensees presumably want to cut
a fair deal with content owners in order to ensure that
artists are being fairly compensated. However, while
artist compensation is important, it’s even more important
to licensees that they have enough capital and leeway to
build and scale a viable business.[17] Two of the most
important factors that go in to a service being able to
accomplish this are the term of the contract and the rate
they are paying for the license.

and downloads, record labels would ship CDs to stores
and the stores would take what they wanted. If the CD
didn’t sell, the store would ship back the CD and would
not have to pay. A policy rationale for short term deals
at this time was a wariness of how the digital field would
affect the CD wholesale unit. However, this rationale no
longer makes sense, as CDs are more or less obsolete.
Ring gave the example of an app—such as musically,
which allows users to create short videos to their favorite
songs—created by four guys who did not have a lot of
money.[24] It is important for record labels and publishers
to be able to get out of deals early if need be, but it is even
more important that you enable services to become new
and healthy customers.[25] Licensors should allow services
to run, get an audience, and grow by getting them a good
deal so that they can become a viable customer in the
future.[26] As opposed to the late 90s, it is now against the
industry’s interests to have short term deals. It is now
normal to invest in companies and services in this way.
If the term is only one year, it is unlikely that anyone is
willing to invest in the service when the core of the
business is rights in music.[27] However, as Zeina H.
Grenier pointed out, short term deals are still desirable
for the licensor because rates change quickly.[28]

How Long is Too Short?

“Information wants to be free. Information also
wants to be expensive. . .That tension will not go
away.”-Stewart Brand

The duration of how long a digital license will last
for a service is important for both the content owner and
the service itself. The term determines how long the
service has to exploit the music that it is licensing. The
typical duration of a license is one to two years.[18] Services
who are looking to license music prefer a longer term.[19]
It takes a lot of time and money to negotiate these deals.
If you have a short one-year term, there is barely any time
that passes before a renewal needs to be negotiated. On
the business side, longer terms allow services to have
more ramp up time and focus on the business itself.[20]
This is best when services are still trying to raise money
from investors. When there’s more stability, there’s more
likely to be investments.
Meanwhile, licensors may want to have a shorter
term, depending on the type of service and company they
are licensing too. This is especially true when the service is
new or experimental. The licensor may not want to lock
in to a rate for a long period of time because it may not
be certain where the service is going.[21] Licensors also
do not want to have an indefinite amount of time before
a launch happens when deciding the start of the term.
Licensors may put an end date in the contract, allowing
the term to start no later than a specified date, even if the
service has not launched.[22]
David Ring argued that there is no reason for a short
term in today’s industry.[23] In the early days of music

In this instance, music is information. While there
may be a tendency to lay the blame at the feet of the
licensors for the rates they put in front of the rate setting
tribunals, Casey M. Chisick notes that many services
may approach licensors with no money and an unwillingness
to pay for content, or a willingness to pay a percentage of
their revenue when there currently is no revenue or no
plan to generate revenue.[29]
As Timothy A. Cohan pointed out, the main reason
for short terms in the United States is rate proceedings.[30]
The United States has a lower rate than the rest of the
world. It’s possible that if licensors are looking at a term
that may extend into the new rate period, licensors may
end up with the short end of the stick and get a lower rate,
when everyone else may be getting an improved rate.[31]
Licensors do not want to enter into a contract for the
indefinite future with a rate that has the possibility to
increase in the rate courts.
The situation gets even more interesting in Canada,
where reproduction rights societies are able to file tariffs
with the copyright board for rate increases.[32] As in the
United States, these societies are reluctant to enter into a
licensing deal when the rate that is entered into could
change and be lower than what the Copyright Board
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certifies.[33] However, the biggest issue is the backlog of
the Copyright Board. The current tariff in place is for
the 2008-2010 term.[34] When certified, the tariff which
is currently in front of the Board will be for the 2011-2013
term.[35] This tariff is not expected to be certified before
2017.[36] To make things more interesting, the rates are
retroactively applicable once the Board certifies them.[37]
This creates even more uncertainty because the rate for
the year in which a digital service may be launching is
actually years in the future.
Once again, a balancing of interests is necessary to
overcome this hurdle. Licensors should not want to punish
the start-up company which is trying to become a longterm customer.[38] Ring suggested that both parties should
acknowledge the potential rate change coming up, agree
on the rate now, and then devise a formula to increase
the rate which takes into account the potential rate change.[39]
There are almost no music services that have been able
to ever return money to their shareholders and there are
no new entrants into the industry.[40] This is something
that should worry the slowly dying music industry. A
business is unable to grow and run when its cost of goods is
70% or more of every dollar that come in. In the case of
Spotify, more than 80% of every dollar goes to content
providers, societies, publishers, and record companies.[41]

Licensors should look to these services, their
customers, as the most important component and find a
way to allow them to grow and earn a living so that they
may actually return money to the shareholders.[42]
Conclusion
Balance is important. The rights and interests of
both the content owners, as well as those looking to
license the content need to be considered. The creative
people who give the world art forms, such as music, should
be able to earn a living from the uses of the work by
sharing in the profits that their work generates.[43]
Meanwhile, services looking to enter into the industry
should be given the opportunity to grow and earn money. If
the music industry wants to grow and have more services
than the “big names” such as Google, Amazon, and
Apple, a private solution needs to be figured out between
the parties. This, as Ring stated, “…takes creative deal
making, a little boldness, and a little risk.”[44] Leniency
on both the term and the rate of digital licensing deals
will allow both the music industry and the services
trying to enter it to grow at the rate that technology is
and physical life is.

Amanda Alasauskas is a third year law student at DePaul University College of Law in Chicago, Illinois, where she is
working to obtain a certificate in general Intellectual Property. She is expected to graduate in May 2017. Amanda is an
Editor of Articles, Notes, and Comments for Volume 66 of the DePaul Law Review and the Law Student Assistant Editor
of the Entertainment and Sports Lawyer. She may be reached at aalasaus@mail.depaul.edu.
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Despite the vast changes that have transpired in the music
Ring, supra note 23.

industry in recent years ‐‐ technologically, commercially, and
legally ‐‐ music is more popular and more accessible than ever,
and there are diverse opportunities and challenges for current and
aspiring music attorneys. This Division provides an opportunity for
private practitioners, in‐house counsel, public sector attorneys,
law students, and other music professionals to learn, network, and
evolve.

Judy Tint
Chair, Forum Music and Personal Appearances Division York, NY
Click here for details
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One Attorney, Two Teammates:
How Should Sports Attorneys
Interpret Rule 1.7 Under the
Model Rules of Professional Conduct?
BY ASHLEY MAPP
1) Except as provided in paragraph (b), a lawyer shall not
represent a client if the representation involves a
concurrent conflict of interest. A concurrent conflict
of interest exists if:
a) the representation of one client will be directly
adverse to another client; or
b) there is a significant risk that the representation
of one or more clients will be materially limited
by the lawyer’s responsibility to another client, a
former client or a third person or by a personal
interest of the lawyer.

Should Sports Attorneys Represent Two or Bid One
or Both Adieu?
While it is not unusual for sports attorneys to represent
more than one client on the same team, should they under
the Model Rules of Professional Conduct?[1] This question
was posed at the recent ABA Forums on Entertainment
& Sports Industries Annual Meeting in Las Vegas, Nevada.
The Model Rules of Professional Conduct govern the
standard of conduct for attorneys across the United
States.[2] According to Melissa Neiman, more than fifty
percent of attorneys comprise all agents representing
professional athletes.[3] Moderator Robert J. Caldwell gave
the scenario of an attorney representing two players on the
same professional soccer team with both contracts ending
at the close of the season.
When questions about client-lawyer relationships
are raised, attorneys are encouraged to look at Model
Rule 1.7.[4] Rule 1.7 advises attorneys on dealing with
current clients and conflicts of interest. Section (a) and
(b) of the rule provides:[5]

2) Notwithstanding the existence of a concurrent conflict
of interest under paragraph (a), a lawyer may represent
a client if:
a) the lawyer reasonably believes that the lawyer
will be able to provide competent and diligent
representation to each affected client;
b) the representation is not prohibited by law;
c) the representation does not involve the assertion
of a claim by the lawyer in the same litigation or
other proceeding before a tribunal; and
d) each affected client gives informed consent,
confirmed in writing.

American Bar Association

ETHICSearch

Sports attorneys are often faced with unexpected
conflicts in their representation of athletes. Model Rule 1.7
directs attorneys on how to handle these issues as they arise
in the practice of law. Part II of this article explores
proponents of Rule 1.7, while Part III examines the
inadequately in the Rule. Ultimately, the Rule provides the
best protection for sports attorneys and athletes.

ETHICSearch is a free legal ethics research service for
American Bar Association members provided through the
ABA Center for Professional Responsibility.
The Center’s experienced lawyers will research ABA, state
and local bar association ethics opinions and other current
research publications to assist you in understanding and
resolving ethics questions that confront you in your day‐to‐
day law practice. We have assembled a database of
materials that enable us to respond quickly to many
commonly asked questions.

Represent Two: Proponents of Rule 1.7
Under Rule 1.7, the professional athlete has the power
to avoid the conflict by not giving written consent for the
concurrent representation. However, it is critical that the
professional athlete understand the material risks associated
with the waiver of his or her consent.[6] Although sports
attorney-agents are held to a more rigorous standard than
non-lawyer sports agents, “general agency law imposes
similar restrictions on his non-lawyer peers.”[7]

For more information, visit
http//ambar.org/ethicsearch
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for the continued growth and maintenance of his client
list.”[18]
Even after the attorney obtains informed consent
from the professional athlete, the attorney should only
proceed if she “reasonably believes” that none of the
clients’ interests is likely to be compromised or adversely
affected by the representation.[19] The “reasonable belief”
requirement has both subjective and objective aspects.[20]
Not only must the attorney have an actual belief that
concurrent representation would not be adversely affected
by the representation, but a reasonably prudent and
competent attorney should think so as well.[21]
However, if the risk of actual harm to either player
is substantial, then the attorney must respond appropriately,
i.e. withdrawing from representation of both players.[22]
For instance, in the fact pattern discussed at the ABA
Forum’s Annual Meeting, if the General Manager tries
to persuade the sports attorney that he is only interested
in keeping the superstar player on the team and reluctant
to extend an offer to the attorney’s other player, the attorney
should only continue representing both players if the risk
of actual harm is not substantial. The attorney must juggle
securing the best deal for both clients and avoiding adverse
effects to either client. In this particular situation, panelist
David Mincavage discussed the importance of showing
concern for the athletes and explaining to the General
Manager the rules that govern attorneys.[23]
In contrast, NFL agent and attorney Joe Fortenbaugh
questioned in a USA Today article written in March 2012,
“how can [an agent] possibly do what’s right for both
players [if] they are competing for the same position on
the same team?”[24] While Rule 1.7 provides a specific
solution to this conflict with respect to attorneys, agents
are asked to consider the moral obligation to both players,
but do not necessarily have a concrete rule.[25]

Non-lawyer sports agents are also governed by the
Sports Agent Responsibility and Trust Act (“SPARTA”),
signed into law in September 2004.[8] While the Act does
not expressly discuss conflicts with current clients, it
outlines the required disclosures for representation.[9]
Specifically, the Act instructs a sports agent to have in
his or her disclosure document: (1) the signature of the
student athlete or the parent’s signature if under eighteen
years of age and (2) a warning to the student athlete.[10]
In the warning that must be a “conspicuous notice in
boldface type,” the agent must include:
Warning to Student Athlete: If you agree orally
or in writing to be represented by an agent now
or in the future you may lose your eligibility to
compete as a student athlete, in your sport.
Within 72 hours after entering into this contract
or before the next athletic event in which you are
eligible to participate, whichever occurs first,
both you and the agent by whom you are
agreeing to be represented must notify the
athletic director of the educational institution at
which you are enrolled, or other individual
responsible for athletic programs at such
educational institution, that you have entered
into an agency contract.[11]
In addition, the National Basketball Players
Association (“NBPA”) has weighed in on agents and
concurrent representation.[12] In February 2016, NBPA’s
executive committee voted unanimously to enforce “a
long-ignored rule forbidding player agents from
simultaneously representing coaches and management.”
[13]
Sports agents who violate the rule not only risk
suspension and decertification, but will also face fines up
to $100,000.[14] NBPA General Counsel Gary Kohlman
affirmed, “The union takes very seriously the principle
that a player is entitled to undivided loyalty of his agent
and therefore intends to strictly enforce the conflict of
interest provision in the Agent Regulations.”[15]
Unlike the NBPA’s conflict of interest rule, sports
attorneys are likely better equipped to deal with concurrent
representation. The NBA rule only addresses sports agents
that represent “both players and either coaches or
management executives who have direct say over personal
matters,” while attorneys are required to think about
conflicts across the board.[16] Moreover, Rule 1.7 guides
attorneys in determining whether concurrent representation
is appropriate, as well as whether the attorney should
terminate the concurrent representation.[17] Jeffrey C.
Meehan asserts that “the most advantageous vehicle of
compliance for the lawyer-agent under this rule remains
written consent upon full disclosure to the client, allowing

Bid Adieu: Opponents of Rule 1.7 Claim it Does Not
Take Sports into Account
Despite Rule 1.7’s purpose in helping attorneys
navigate concurrent representation, it has been criticized
for providing little practical advice to attorneys facing
conflicts.[26] A simple waiver may not be enough for a
sports attorney to avoid a malpractice claim.[27] Not only
can issues arise with respect to representing two athletes
on the same team who are seeking new contracts as
mentioned in the ABA Forum Annual Meeting panel, but
also a conflict can arise between the professional athlete’s
interest and the sports attorney’s interest in receiving a
percentage of the athlete’s income.[28] In fact, Owen J.
Sloane proposed in his 1996 article titled Serving Two
Masters May Jeopardize Client Interests that different
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rookie talent.[35] Thus, it is important for attorneys to be
open and honest when leveraging clients on the same
team, especially at the end of their contracts.[36]

model rules should apply for entertainment and sports
attorneys.[29]
Sloane reasoned “that there should be a distinction
between direct and indirect conflicts of interest.”[30] Sloane
defines a direct conflict of interest as “when a lawyer is
engaged to represent clients in the same transaction in
which their interests are adverse.”[31] Conversely, “an
indirect conflict of interest occurs when a lawyer does
not represent another party in the same transaction but
has or had a legal, business, financial, professional or
personal relationship with that party or a party who would
be affected substantially by that matter or has some other
interest in the subject matter of the representation.”[32] For
example, Sloane notes that “when a lawyer hopes to
receive significant and lucrative referrals from the party
on the other side of a negotiation, an indirect conflict of
interest arises in that the lawyer may not be willing to
explore all options or go to the mat for the current client.”[33]
Another conflict that Rule 1.7 does not expressly
address is the changing status of athletes. In the world of
sports, a professional athlete can be the number one draft
pick today and be on the bench tomorrow.[34] Like the fact
pattern mentioned in the introduction, this could raise
substantial issues for sports attorneys who represent more
than one player on the team because the change in status
may sway these attorneys to advocate more for the other
teammate. Many times, professional athletes are competing
for their position on the roster every year due to the limited
openings on a professional sports team and the influx of

Conclusion: Sports Attorneys Can Represent Two
Although critics of Rule 1.7 have shed some light as
to the issues that seem to be more unique to sports
attorney’s representation of professional athletes, overall
the Rule serves as a protection to attorneys and
professional athletes alike.[37]
First, players have access to the courts if they feel
like the representation is directly adverse to another
current client. Attorneys are held accountable if their
conduct does not align with the Model Rules. Secondly,
attorney must be highly trained and educated.[38] Thirdly,
an attorney’s obligations to his clients do not change due
to the nature of the sports industry. A lawyer cannot take
his proverbial lawyer hat off and act in a different capacity.
Rather, a lawyer is a lawyer twenty-four hours a day, seven
days a week.[39] Fourthly, attorneys are more cognizant
of the possibility of conflicts of interest as lawyers are
tested on the legal ethics of the practice along with taking
their state bar exam.[40] Lastly, one of four professional
sports unions in beginning to recognize the importance
of combating conflicts while the practice of law has done
it since 1977.[41]
Sports attorneys have all the necessary skills in their
gym bag. So, instead of bidding adieu, attorneys can
represent two.

Ashley Mapp is a third-year law student at Florida International University in Miami, Florida. She serves as the President
of the FIU Intellectual Property Student Association and as a Legal Intern at 40 Sports & Entertainment Group. She can
be reached at ashleyamapp@gmail.com.
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A Young Lawyer’s Perspective
A Review of the 2016 ABA Forum on the Entertainment
and Sports Industries Annual Meeting
Las Vegas, Nevada

Virtual Reality and the Role of Sports Content
BY KIRSTEN HOUSEL
America televised its first sporting event nearly
seventy-eight years ago—Columbia University versus
Princeton University for fourth place in Ivy League
baseball.[1] If it were not such a first, the game would be
lost in history, in part due to the exceptionally poor quality
of the telecast, at least by today’s standards.[2] Bill Stern,
who announced the telecast on NBC, reportedly “prayed
for all the batters to strike out” because that “was the one
thing [he] knew the camera could record.”[3] In the nearly
seventy-eight years since that initial broadcast, because of
technology advancements and the broadcasting industry’s
remarkable business acumen, sports broadcasting has
permeated American households, turned certain sports
into national pastimes, and created a hysteria over its
players that was once reserved for film stars, and later
rock stars. This decade, mostly these last few years, sports
broadcasting is once again in the process of changing the
way that sports games are delivered to fans. Virtual reality,
in particular, is the hot topic on everyone’s lips these days,
because it is bringing fans closer to the action than ever
before.

are still operating in the real world despite being in a
virtual one.[8]
How Virtual Reality is Changing the Sports Fan
Experience
In recent years, we have seen more in terms of
augmented reality than virtual reality, particularly in
sports. Easy examples of augmented reality in sports
include the projected first down line in football or puck
tracking in hockey. However, this is changing very
quickly, as technology companies are realizing they can
do more than simply assist the fan experience. Now,
technology companies are building virtual reality
experiences that transport fans to the game, including its
sidelines, providing an overall much more immersive
experience.[9] The professional sports leagues have also
identified the potential value of using virtual reality to
amplify the fan experience and have invested in the
technology and the companies bringing these immersive
experiences to fans.
With that said, it is important to note that at this
time, virtual reality broadcasting of sports events is still
rather limited. A 360-degree camera creates the virtual
world by capturing its surroundings. On its face, this is a
novel approach to delivering an immersive experience to
fans. However, because the camera is fixed in one position,
this translates to the fan’s perspective being fixed in one
position, similar to the experience of sitting in a stadium
seat or standing on a field, court, or diamond’s sidelines.
This has actually invited some commentators to challenge
whether this is true virtual reality.[10] In fact, experts
concur that we are still some ten years away before we
can see true virtual reality with proper video.[11]

The Impact of Virtual Reality (VR) on Sports
Broadcasting
Introduction to Augmented Reality (AR) and Virtual
Reality (VR)
Augmented reality is the blending of virtual reality
and real life.[4] Consider video games, such as Pokémon
Go, and hardware device, such as the Google Glass.[5] In
augmented reality situations, the applications use
developed images that blend with the real world; that is,
users are still in the real world, but are interacting with
virtual objects.[6] Objects that are real are generally
distinguishable from objects that are virtual.[7]
In comparison, virtual reality is supposed to make
the virtual world indistinguishable from the real world;
that is, virtual reality users are supposed to feel as if they

Like Being at the Stadium or on the Sidelines
Virtual reality start-up NextVR is currently one of
the most active companies broadcasting sports events in
virtual reality and has already partnered with multiple
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professional sports leagues to deliver virtual reality content
to fans, ultimately amplifying the fan experience. The
Laguna Beach, California-based company’s content takes
fans to the aforementioned stadiums and sidelines, giving
fans a new perspective on watching their favorite teams.
In a first broadcast of its kind, NextVR provided virtual
reality coverage to the NBA’s 2015 opening season game
between the Golden State Warriors and the New Orleans
Pelicans.[12] (Warriors co-owner Peter Gruber, an investor
in NextVR and a chair of its advisory board, likely had a
hand in this deal.[13]) In October 2016, the NBA and
NextVR announced their partnership to broadcast one
NBA game a week in virtual reality, viewable on
Samsung’s Gear VR and the NextVR app, with other
virtual reality headsets to be supported later in the
season.[14]
While the NBA has been the quickest professional
sports league to adopt virtual reality programming to its
broadcasting deals, the other professional sports leagues
are not far behind. NextVR has already broadcast a couple
of NHL games[15] and multiple NFL games. Last year,
NextVR also broadcasted the International Champions
Cup (ICC) soccer matches, a NASCAR race, and the
Kentucky Derby.[16]

the subject. For example, football quarterbacks are able
to visualize the options and opportunities missed by
repetitively reviewing a play and each of their teammates’
positions.[21] Further, such virtual reality immersion is
safer practice for players than being on the field, because
it removes them from needing to take repeated, physicallydemanding practice hits on the field, which subjects them
to injury, and from the summer heat.[22] This also enables
teams to have increased practice times without breaking
the NFL and NCAA’s strict rules on outdoor practice.[23]
EON Sports is offering similar virtual reality immersion
for professional baseball players with its “Project OPS”
software, which creates virtual reality scouting reports of
opposing pitchers.[24] In total, EON Sports makes available
50,000 different pitches from thousands of MLB players.[25]
This translates to practice in staring down an opposing
pitcher, as well as learning his pitching tendencies, including
his pitch repertoire, the speeds involved in his repertoire,
and which area of the strike zone he often favors.[26]
It is easy to see how this technology that has already
been incorporated into professional teams’ training regimes
could be a hit on the consumer market. To watch a game
as if you were participating in it—that is, to get into the
shoes of your favorite athletes—would be the ultimate
immersive experience. Some lucky fans attending games
have already had the chance to step into the shoes—or
skates—of their favorite players. For example, in 2015,
STRIVR, who also has a contract with New York City
venue Madison Square Garden, home of the NHL’s New
York Rangers, created and displayed a simulator that
allowed fans to step into the shoes of goalie Henrik
Lundqvist to block 100 mile per hour slapshots at the
goal.[27] This, and other quick-try immersive experiences
hosted by professional sports teams and leagues, has been a
hit with fans, attributable to the fact that it is something
they would never be able to do in real life.[28] So, perhaps
this will be the next step in virtual reality for the consumer
market.

The Next Step: Getting into the Shoes of Your Favorite
Athletes?
Professional teams have a long history of studying
films of past play to examine their performance and assess
opponents’ level of play. However, the vantage point of
a camera filming from somewhere out of the way of the
action does not provide a lifelike vantage point for the
players. In fact, it provides a very different vantage point
from what a player actually experiences while involved
in the action, so what transpires on the screen is not
necessarily a great learning tool.[17] With the application
of virtual reality, coaches and players are now able to
train better—specifically, more rigorously and in less
grueling ways—by re-watching and experiencing plays.
This technology is also enabling athletes to stay mentally
sharp on off days and during other downtime.
It was this idea, plus a $50,000 investment, which
birthed the Palo Alto, California-based STRIVR Labs in
2015.[18] STRIVR creates virtual reality training software
for twenty-five professional teams across the NFL, NCAA,
NHL, NBA, and MLS, as well as the PGA TOUR.[19]
STRIVR’s technology captures the action of plays from
the player’s point of view and puts it into a virtual reality
world in which players, through use of a virtual reality
headset, can train realistically and repetitively through
visualization.[20] This value of this visualization practice
can perhaps most easily be understood when football is

Legal Implications of Virtual Reality Sports
Broadcasting
Bringing virtual reality to the consumer market carries
many legal implications. This holds true for its current
form, as well as where we can see it going. In fact, in the
past, technology has been adapting at a faster rate than
the law, so what is identifiable now is likely only a portion
of the types of issues we will see years from now.
Contract Law
Contract law is at the heart of the aforementioned
business relationships between the technology companies,
media networks, and professional sports leagues.
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have a front facing camera to assist in preventing injury,
do those which do not have a front facing camera have a
design defect? Another question presented is whether such
a defect would be considered a hardware issue or a software
issue. Stated differently, would the creators of the virtual
reality headsets or the creators of the virtual reality worlds
be of blame? One virtual reality headset-creator has already
publicly suggested that this is a software issue, rather than a
hardware issue.[33] Whether either company could claim
assumption of the risk by a user wearing a virtual reality
headset should also be considered.
Some users have complained of dizzying effects
while wearing virtual reality headsets. Most sports fans
are likely not used to being so close to the action. This
especially should be of concern if player-perspective
virtual reality makes it to the consumer market. It may
be a fun concept, but in real life, having baseballs flying
past you at upwards of 100 miles per hour, or NASCAR
racecars at 200 miles per hour, might simply be too
much for many sports fans.
Years ago, consumer safety warnings insulated
Nintendo from liability in connection with its Wii remotes.
Thus, it is likely that consumer safety warnings could
also insulate virtual reality headset companies.[34] The
health and safety warnings that accompany virtual reality
headsets already on the market warn consumers of virtual
reality’s immersive nature, the risk of potential injury when
the headsets are used in unsafe areas, and of many side
effects, including nausea, headaches, seizures and posttraumatic stress disorder. Only future claims will be able
to attest to the adequacy of such warnings and their limits.
Additionally, since virtual reality itself is still new to
the consumer market, there may be risks involved that have
not yet been felt or assessed. This includes long-terms risks
of virtual reality use. Many physicians believe that longterm virtual reality use may impact eyesight, cognition, and
behavioral function, especially in children. Concerns also
exist as to whether the wholly-immersive nature of virtual
reality could lead to serious addictions that could result
in death from exhaustion, dehydration, or starvation.[35]
Such severe addiction has already plagued players of
massively multiplayer online games (MMOGs).[36]
Ultimately, fans using virtual reality sports platforms
hold a good deal of the responsibility with regard to how
far virtual reality, and particularly player-perspective virtual
reality, will go. Fans excited for this virtual immersion may
not have ever played sports themselves, or might not have
been near such action in a very long time. Football is a
violent sport. Sacks are hard, grunts sound painful, and
players get hurt. The same is true for boxing, mixed martial
arts, and the like. Audiences may not be prepared for the
blood that comes from a well-landed punch. In NASCAR,
cars also crash forcefully, ignite into balls of fire, and

Additionally, it is the key means for administering
broadcast rights. Contract law enables companies, such
as NextVR, to work with a myriad of teams, leagues,
and media networks. For example, contract law granted
the following television broadcast rights, each independent
of NextVR’s broadcasts in virtual reality: Turner Sports
to broadcast the NBA game, NBC Sports to broadcast the
Kentucky Derby and Fox Sports to broadcast the Daytona
500. Contract law is also what allows the teams and
leagues to work with multiple virtual reality companies.
For example, the NBA is not exclusively partnered with
NextVR. In fact, the NBA also partnered with the Menlo
Park, California-based Oculus VR on an extremely well
received twenty-five minute virtual documentary titled
Follow My Lead: The Story of the 2016 NBA Finals.[29]
Tort Liability
Consumer Safety
Virtual reality is taking us out of the scope of legal
issues that arise when a fan is on-site viewing a game—
consider, the “Baseball Rule” that limits landowners’ legal
duty owed to spectators at baseball games to provide
reasonable protection from potential injuries—and taking
us into a world of legal issues that arise in a fan’s own
home. The Internet is full of videos of users wearing virtual
reality headsets (or, head-mounted displays, or HMDs),
fully immersed in a virtual world, and running into walls,
furniture and other people. It is foreseeable that sports
fans using virtual reality headsets would also find physical
injury hazards around the house, including furniture, pets,
and cords, as virtual reality use becomes more commonplace
in the home, where many sports are watched. It is also
foreseeable that sports fans using virtual reality headsets
will find virtual objects as sources of potential harm.
Forgetting that objects in their virtual world are not also
within the real world, virtual reality users have attempted
to sit or lean on virtual furniture, only to very quickly be
jolted back into the real world when they hit the nonvirtual floor. Product liability lawsuits are foreseeable if
users take the opinion that these virtual reality headsets
carry a design defect and assert liability on strict liability
and negligence theories.[30] Product liability lawsuits are
also foreseeable if users take the opinion these virtual
reality headsets fail to sufficiently warn of their risks.[31]
A number of questions have been raised by these
injuries that we have already seen documented. Some
virtual reality headset creators have included front-facing
cameras to detect a physical objects nearby presence.
Other virtual reality headset creators have settings that
allow a user to define an area of the room to be used and
notify the user when he is in close proximity of the
boundaries.[32] However, this raises the question: if some
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sometimes lead to inferno-y deaths on the track. The
understanding of and ability to stomach the convergence
of these sports and virtual reality will dictate the numbers
and types of lawsuits brought, as well as the successes
and failures of the technology.

Copyright
Copyright law states that in order for a work of
authorship to be copyrighted, it must be fixed in a tangible
medium of expression.[39] A sports event itself cannot be
copyrighted because the action that plays out on the field,
court, or diamond does not satisfy this fixation
requirement.[40] However, the broadcast of a sports event
can be copyrighted because it involves a simultaneous
recording of the game that does satisfy this fixation
requirement. Further, copyright law states that a copyright
owner has the exclusive right to reproduce, distribute,
perform, or display the copyrighted work, or to prepare
derivative works based on that work.[41]
“But who owns the copyright?,” you may be asking.
The early years of sports broadcasting presented little
interest in who owned the copyright to the broadcast of
the game. However, once the value of the copyright was
discovered, the question of who owned the copyright went
to the courts. In the 1987 case Baltimore Orioles, Inc. v.
Major League Baseball Players Association, it was
established that the teams themselves, and more specifically
the home teams, hold the copyrights to the broadcasts of
the games and are responsible for granting the rights to
televise.[42] Today, the various professional sports leagues
manage and assign the copyright of the broadcast in
different ways. For example, the NFL as a league grants
telecast rights as the result of an antitrust exemption
granted by statute.[43] In contract, the MLB, grants rights
on a team-by-team basis.
Thus, it follows that any virtual reality creator must
secure a right to broadcast the sports content from the
copyright owner if it wishes to incorporate it into a virtual
reality experience. Only a fair use defense may assist a
virtual reality creator who does not secure the broadcast
right from the copyright owner.

Defamation
Defamation is a civil wrong and a catch-all term for
any statement that hurts someone’s reputation. Libel is
written defamation and slander is spoken defamation.
Currently, leagues, officials, and players’ unions
negotiate for the specific camera angles to be used to
determine calls. With the introduction of 360 cameras
and the integration of sports with virtual reality, many
more angles from which these umpires, referees, and
other officials can call will exist. Therefore, it is likely
coaches and teams will make an increased amount of
appeals to utilize these vantage points in order to most
accurately determine questionable calls.[37] This could
create greater animosity between coaches or players and
the umpires, referees, and other officials, and could lead
to unrestrained, slanderous, and/or libelous statements
made about them. In 1991, MLB umpire Gary Darling
sued Cincinnati Reds manager Lou Piniella for allegedly
defamatory remarks made in a post-game interview
following the Reds ultimate loss to the San Francisco
Giants. Piniella settled out of court for an undisclosed
amount.[38]
Even if no legal action is ever taken, future games
with virtual reality broadcast might see umpires, referees,
and other officials haggling over calls with multiple
additional replay views, prolonging the time in between
plays and perhaps even calling into question the umpires,
referees, and other officials’ split-second views and
decision making when what is deemed that too many calls
get reversed. Video replay changed sports broadcasting and
the integration of virtual reality may do just the same.

Trademark
A trademark is a word, name, symbol, design, or logo
that identifies the source of goods or services. Trademark
protection is principally found in the Lanham Act.[44] In
sports, recognizable trademarks include the names and logos
of the individual teams, the professional sports leagues,
and any recurring competition (i.e. “World Series”). In
collegiate sports, the descriptive and recognizable colors
of teams (for example, Ohio State University’s scarlet
and grey) also have been the subject of trademark litigation.
Trademarks are seen everywhere in sports broadcasting
and best practice includes addressing their use in contracts.
However, using a trademark without the trademark holder’s
permission is not trademark infringement per se. Rather,
in order to state a claim of trademark infringement, the
trademark holder must establish that the opposing party

Intellectual Property - Copyright / Trademark /
Right of Publicity
Today’s sports industry is consumed by the
administration of intellectual property rights and the largest
part of its revenue comes from this administration of its
intellectual property rights. Sports broadcasting in virtual
reality also carries intellectual property implications,
particularly with regard to copyright, trademark and right
of publicity. Additionally, these rights converge with
contract law to enable the aforementioned administration
of rights.
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market today, particularly the virtual reality headsets,
collect data about their users. This includes unique personal
information that consumers are generally not accustomed
to sharing, namely physical movement.[49] Advertisers,
hackers, and potentially government agencies covet this
information. Thus, it is imperative that virtual reality
content creators and hardware creators who collect this
data be forthcoming to users regarding their use, disclosure,
and safeguarding of personal information (for example,
in a privacy policy or other public-facing materials).[50]
Failure to take such disclosure precautions may subject
them to Federal Trade Commission enforcement actions
or consumer-initiated litigation for invasion of privacy.[51]

is using the trademark in commerce. This means that
ultimately a BMW or Coca-Cola logo may be used
within the virtual world, but its use is not trademark
infringement unless it incorporates a virtual sale.[45]
Right of Publicity
The right of publicity is the right of an individual to
control the commercial exploitation of his name, image,
likeness, or other unequivocal aspects of his identity.[46]
It provides an individual the exclusive right to license the
commercial use of his identity. Right of publicity laws
vary from state to state and, therefore, virtual reality
content creators must ensure any use stays within the
boundaries of the law in any jurisdiction in which the
content is distributed.[47]

Conclusion: Further Implications of Virtual Reality
Sports Broadcasting

First Amendment

Virtual reality sports broadcasting is, rightfully so, a
hot topic on everyone’s lips. It is poised to bring sports
fans closer to the action than technology has ever
brought them before. It is a really exciting step forward!
However, it also important to take a step back from this
point to see what fans will be giving up in lieu of the full
immersion. Sports have always been about community.
Enjoying sports is tied to going to the games, waiting in
the lines, eating stadium food, and overpaying for beer—
or, sitting around the television, yelling when someone is
talking over the announcer, and arguing whether a call is
correct. Both are done with family and friends. The
notion of wearing a headset to separate oneself from
other persons and outside elements, so that one is
completely immersed in the virtual world, presents a
rather isolated future. So maybe sports broadcasting is
changing in that way too—it is no longer about the
community, but rather about the self. We can only wait
and see.

The United States Supreme Court has held that video
games should receive First Amendment protection, and
thus it is likely that if ever called into contention, virtual
reality content would also receive First Amendment
protection—even though the virtual world is supposed to
be separate from the real world. However, with certain
types of adult-leaning virtual reality content pushing the
boundaries of First Amendment protection, such
protection could change in years to come.[48]
Privacy
Privacy law concerns the laws that regulate the
dissemination and storage of personal information about
individuals by governments and other private and public
organizations. Privacy is an issue with virtual reality
sports broadcasting because many of the products on the
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