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QUESTION PRESENTED 

The Patent Act provides that “[a] patent shall be 
presumed valid” and that “[t]he burden of 
establishing invalidity of a patent or any claim 
thereof shall rest on the party asserting such 
invalidity.” 35 U.S.C. §282.  The Federal Circuit held 
below that Microsoft was required to prove its 
defense of invalidity under 35 U.S.C. §l02(b) by clear 
and convincing evidence, even though Microsoft 
claimed that the prior art on which the invalidity 
defense rested was not considered by the Patent and 
Trademark Office prior to the issuance of the 
asserted patent.  

The question presented is:  Whether the court of 
appeals correctly held that Microsoft’s invalidity 
defense must be proved by clear and convincing 
evidence.
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International Business Machines Corporation 
(“IBM”) respectfully submits this brief pursuant to 
Supreme Court Rule 37.3 in support of neither 
party.1  IBM urges the Court to apply its 
longstanding precedents and hold that (i) the Court 
of Appeals for the Federal Circuit properly required 
Microsoft to prove its patent invalidity defense by 
clear and convincing evidence; and (ii) trial courts 
should use appropriate jury instructions to enable a 
more complete and precise evaluation of evidence 
pertinent to invalidity.  IBM takes no position on the 
proper application of that standard of proof to the 
facts of this case.   

INTEREST OF AMICUS CURIAE 
IBM has a strong interest in an evenhanded and 

fair interpretation of patent law, as it is both a 
patentee and a manufacturer.  IBM is well known as 
a strong proponent of the U.S. patent system.  It has 
received tens of thousands of patents and has been 
awarded more U.S. patents than any other assignee 
for eighteen consecutive years.2  IBM effectively 
                                            
1 Pursuant to Supreme Court Rule 37.6, IBM states that no 
counsel for a party authored this brief in whole or in part, and 
no counsel or party made a monetary contribution intended to 
fund the preparation or submission of this brief.  No person 
other than amicus curiae or its counsel made a monetary 
contribution to its preparation or submission.  In addition, all 
parties have consented to the filing of this amicus brief, and 
their consent letters are on file with the Clerk’s Office. 
2 For example, the United States Patent and Trademark Office 
(“PTO”) reported that in 2009, IBM received 4,887 patents, 
which is 1,295 more U.S. patents than any other company.  See 
PTO, PATENTING BY ORGANIZATIONS 2009 (Apr. 15, 2010), 
available at http://www.uspto.gov/web/offices/ac/ido/ 
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relies upon its intellectual property rights as an 
integral part of its business, generating about $1 
billion every year from licensing its intellectual 
property portfolio and supporting about $100 billion 
in revenue from providing information technology 
equipment and services annually.   

As one of the most successful licensors of 
technology in the world, IBM relies on its ability to 
enforce its patents to advance its business interests.  
IBM is also a large corporation offering innovative 
products and services in a broad range of fields; and, 
like many of the information technology company 
amici, IBM is frequently forced to defend against 
charges of infringement.  Accordingly, IBM is 
unusually well-positioned to provide a balanced 
perspective on the appropriate burden of proof that 
should be applied to validity challenges to promote 
innovation and protect the public interest.  IBM has 
no direct stake in this dispute and is not inclined to 
favor licensees and purchasers over patent owners, or 
vice versa.   

IBM is also uniquely situated because its business 
spans a broad spectrum of different industries, all of 
which would be affected by changes to the burden for 
proving patent invalidity.  IBM’s business interests 
encompass a diverse range of industries and fields 
that enable, and are enabled by, information 
 
 
 

oeip/taf/topo_09.pdf (last visited Jan. 12, 2011).  IBM was 
awarded 5,896 U.S. patents in 2010, marking the 18th 
consecutive year it has topped the list of companies earning U.S. 
patents.  See Press Release, IBM Shatters U.S. Patent Record; 
Tops Patent List for 18th Consecutive Year (Jan. 10, 2011) 
available at http://www-03.ibm.com/press/us/en/presskit/ 
33325.wss (last visited Jan. 11, 2011).   
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technology, including software and computer 
technology, electrical engineering, life sciences, 
physical and organic chemistry, business consulting, 
computer services, engineering services, fundamental 
physics, microelectronics, and the mechanical arts. 

Because IBM is an innovation company, it 
appreciates the critical significance of maintaining a 
fair and robust patent system and the importance of 
clear and evenhanded standards for evaluating 
patent validity.   

STATEMENT 
1. Respondent, i4i Limited Partnership (“i4i”), is 

the owner of U.S. Patent 5,787,449 (“the ‘449 
patent”).  The ‘449 patent claims an invention for 
editing custom XML, a computer language.  i4i Ltd. 
Partnership v. Microsoft Corp., 598 F.3d 831, 839 
(Fed. Cir. 2010).  i4i sued Petitioner, Microsoft 
Corporation (“Microsoft”), alleging that certain 
versions of Microsoft Word infringe the ‘449 patent.  
Id. 

2. After a jury trial, Microsoft was found liable 
for infringement, and the ‘449 patent was found to be 
not invalid.  Id.  The Federal Circuit affirmed the 
lower court’s decisions on infringement and validity.  
Id.   

Before the Federal Circuit, Microsoft argued that it 
had established anticipation by the sale of the prior 
art S4 software, which had not been considered by 
the PTO during examination of the ‘449 patent.  Id. 
at 846.  The Federal Circuit recognized that there 
was no dispute that the S4 software was prior art 
under 35 U.S.C. §102(b).  Instead, the dispute 
centered upon whether Microsoft had proved that S4 
practiced the “metacode map” limitation of the ‘449 
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patent.  Id.  Because the S4 source code had been 
destroyed years before the litigation began, the 
dispute turned largely on the credibility of S4’s 
creators.  Id. at 847.   

At the close of the evidence, the trial court 
instructed the jury that it was Microsoft’s burden to 
prove that the ‘449 patent was invalid by clear and 
convincing evidence.    

3. Microsoft contends that by imposing a clear 
and convincing evidence standard of proof when the 
PTO had not considered the S4 prior art during 
prosecution, the trial court erected an overly-high 
hurdle that was not warranted.  Cert. Pet. at 12-13.  
Microsoft contends that the proper burden should be 
the preponderance of the evidence standard.  Id.; Pet. 
Br. at 15-18. 

SUMMARY OF THE ARGUMENT 
The strength of the U.S. patent system is critical to 

the continued vitality of the U.S. economy.  Since at 
least this Court’s ruling in Radio Corp. of America v. 
Radio Engineering Laboratories, Inc., 293 U.S. 1, 2 
(1934), defendants challenging the validity of a U.S. 
patent in infringement litigation have borne a high 
evidentiary burden for proving invalidity.  This 
standard ensures that U.S. patents continue to 
provide strong protection and encouragement to 
create, disclose, and commercialize innovative 
discoveries.   

The clear and convincing evidence standard is 
appropriate because it promotes the certainty needed 
to enable innovations that can best be protected by 
patents.  The standard recognizes the PTO’s 
expertise and extensive examination processes by 
according appropriate deference to PTO decisions and 
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by striking the proper balance between the role of the 
PTO and that of the courts in addressing patent 
validity.  The standard protects patent rights, and 
ensures stability and predictability in the creation 
and enforcement of those rights, as well as a 
workable patent system. 

Lowering the burden of proof to a preponderance 
standard would eviscerate the deference owed to the 
PTO’s decision-making process, according it the same 
level of deference as registration systems and 
creating substantial uncertainty in the validity of 
patent rights.    

Further, adopting a dual standard would elevate 
one factor—whether the examiner previously 
“considered” the prior art—above all others.  It would 
divert attention from substantive aspects of review 
and would create uncertainty in the validity of patent 
rights.  It would increase the complexity of patent 
litigation as parties dispute exactly which prior art 
was “considered” by the PTO, and force 
categorization of the prior art as considered/not 
considered before the jury evaluates validity.  Such 
collateral disputes serve no constructive purpose, but 
instead disrupt meaningful judicial inquiry into the 
validity determination.  Dual standards for proving 
invalidity would confuse jurors and create incentives 
for patent applicants to overwhelm the PTO with 
large quantities of prior art in anticipation of future 
litigation.  Finally, changing the standard would 
reduce the predictability of the current system and 
inject uncertainty into patent-related business 
decisions.  

A balanced patent system provides reasonable, 
comprehensive means to ensure that issued patents 
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are valid and challenges to validity are encouraged 
where appropriate.  Just as strengthening and 
supporting the PTO is critical for ensuring issuance 
of high quality patents, providing fact-finders with 
the opportunity to consider all relevant evidence of 
invalidity is critical for ensuring that what is in the 
public domain properly remains there.  Bonito Boats, 
Inc. v. Thunder Craft Boats, Inc., 489 U.S. 141, 146 
(1989) (“The Patent Clause itself reflects a balance 
between the need to encourage innovation and the 
avoidance of monopolies which stifle competition 
without any concomitant advance in the ‘Progress of 
Science and useful Arts.’”). 

Changing the standard of proof is too blunt an 
instrument.  An examiner’s “consideration” of a 
particular piece of prior art is relevant to the weight 
that evidence should be given, but should not, as a 
threshold matter, dictate the evidentiary burden that 
must be met for proving invalidity.  Validity 
challenges encompass a wide range of facts and 
circumstances.  Relying on the standard of proof to 
address any such variations forces the court to make 
a stark and binary choice.  A better and more 
nuanced approach preserves the current burden of 
proof, but requires trial courts to use tailored jury 
instructions to ensure that juries properly assess all 
the evidence presented in validity challenges, 
including evidence, if any, of the examiner’s 
consideration of the prior art at issue.  This approach 
would maintain the strength of patent rights by 
allowing meritorious challenges to be heard while 
empowering trial courts to tailor review of each 
patent’s validity in light of the specific facts 
presented by each case. 
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ARGUMENT 

Strong and enforceable patent rights are essential 
to promoting innovation and technological 
advancement.  Indeed, in his recent State of the 
Union address, President Obama linked this 
country’s prosperous economy to innovation and 
emphasized that:  “[n]o country has more successful 
companies, or grants more patents to inventors and 
entrepreneurs.”  See President Barack Obama, 
Remarks in State of the Union Address (Jan. 25, 
2011), http://www.whitehouse.gov/the-press-office/ 
2011/01/25/remarks-president-state-union-address.  

Others have similarly commented on the link 
between innovation and patent protection:   

[H]ow do we incentivize increased private 
investment in innovation?  The answer is simple:  
strengthen the intellectual property systems . . . 
especially patents. . . . [N]o one can be expected 
to invest without confidence in a return.  
Patents, and the protection of investment they 
afford, provide the only incentives strong enough 
to cause a big enough increase in private 
investment in innovation. 

Paul R. Michel, Former Chief Judge, United States 
Court of Appeals for the Federal Circuit, Address 
Prepared for the Global Intellectual Property Center 
of the U.S. Chamber of Commerce (July 21, 2010), 
http://www.theglobalipcenter.com/sites/default/files/d
ocuments/CJ_Michel_Remarks_7.21.2010.pdf; see 
also Dawson Chem. Co. v. Rohm & Haas Co., 448 
U.S. 176, 221 (1980) (recognizing “the policy of 
stimulating invention that underlies the entire 
patent system”); Marla Page Grossman, Diversion of 
USPTO User Fees:  A Tax on Innovation, Issue Brief 
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(Institute for Policy Innovation, Tex.), Apr. 27, 2009, 
at 1-2 (“Patents are absolutely crucial to fostering 
invention, innovation, and investments, all of which 
are essential to the core strength of our nation’s 
competitiveness in the global economy. … Our 
nation’s economy depends on enforceable patents as 
effective mechanisms that protect new ideas and 
investments in innovation and creativity.”). 

Studies show that intellectual assets account for a 
significant portion of the U.S. economy.  Robert J. 
Shapiro & Kevin A. Hassett, The Economic Value of 
Intellectual Property 3 (Oct. 2005), available at 
http://www.sonecon.com/docs/studies/IntellectualProp
ertyReport-October2005.pdf.  Weakening the patent 
system would undermine the significant investment 
in innovation that is fostered by intellectual property 
protection and reflected in these extensive 
intellectual property holdings.   

To ensure the country’s continued economic 
strength, it is critical that the patent system issues, 
and the courts enforce, patents consistently and 
predictably.  Grossman, supra, at 1-2; see also Robert 
Hunt, Patent Reform:  A Mixed Blessing for the U.S. 
Economy?, Business Review (Federal Reserve Bank 
of Philadelphia), Nov./Dec. 1999, at 21. Given the 
unquestioned importance of patents to our economy, 
any proposal that would undermine the predictability 
of patent rights in general raises serious concerns.  
Accordingly, this Court should adopt a measured 
approach for addressing patent validity challenges 
that is consistent with the purposes of the patent 
system.   
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I. THE CLEAR AND CONVINCING EVIDENCE 
STANDARD IS ESSENTIAL TO A 
WORKABLE PATENT SYSTEM AND 
SHOULD BE MAINTAINED.   
A. The Clear And Convincing Evidence 

Standard Accords Appropriate 
Deference To The PTO’s Expertise And 
Procedures. 

This Court has long-applied a heightened 
evidentiary burden of proof in patent invalidity cases.  
Radio Corp., 293 U.S. at 2 (“[T]here is a presumption 
of validity, a presumption not to be overthrown 
except by clear and cogent evidence.”); see also 
Cantrell v. Wallick, 117 U.S. 689, 696 (1886) (holding 
the burden of proving invalidity is “upon the party 
setting it up” and that “every reasonable doubt 
should be resolved against him”);  Smith v. Hall, 301 
U.S. 216, 233 (1937) (concluding that evidence 
regarding two prior art methods “support the heavy 
burden of persuasion which rests upon one who seeks 
to negative novelty in a patent by showing prior 
use”).   

The Federal Circuit has consistently supported the 
clear and convincing standard since the court was 
created over twenty-five years ago.  See, e.g., Connell 
v. Sears, Roebuck & Co., 722 F.2d 1542, 1549 (Fed. 
Cir. 1983) (concluding that evidence must defeat 
patent validity “clearly and convincingly,” even if 
such evidence was not considered by the PTO).   

Applying the clear and convincing standard to 
patent validity challenges properly takes into account 
the special expertise and procedures employed by the 
PTO.  United States v. Morgan, 313 U.S. 409, 422 
(1941) (noting that “the integrity of the 
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administrative process must be [as] equally 
respected” as the judicial process); W. Elec. Co. v. 
Piezo Tech., Inc., 860 F.2d 428, 433 (Fed. Cir. 1988) 
(“[I]t is not the particular examiner’s expertise that 
gives the decisions presumptive correctness but the 
authority duly vested in him by his appointment as a 
patent examiner.”).  To the extent that prior art was 
not before the patent examiner during prosecution, 
trial courts can assure appropriate deference to the 
PTO’s expertise and process by applying the clear 
and convincing standard coupled with giving the jury 
carefully tailored limiting instructions.  See Section 
III, infra. 

The deference owed to the PTO stems from both 
the statutory presumption of validity and the 
presumption of correctness normally afforded agency 
decision making.  Lannom Mfg. Co. v. U.S. Int’l 
Trade Comm’n, 799 F.2d 1572, 1575 (Fed. Cir. 1986) 
(“[The presumption of validity in 35 U.S.C.] Section 
282 is based on the presumption of administrative 
correctness, a presumption derived from both public 
policy and pragmatic efficiency.”).   

The PTO is responsible for applying its particular 
expertise to achieve a goal designed by Congress.  
The PTO’s purpose is to issue valid patents, and its 
practices and procedures are designed to do exactly 
that.  Indeed, examiners are very effective in finding 
prior art and evaluating patent applications against 
that art.   

Patent examiners with relevant technical expertise 
review every patent application.  The examiner 
studies the application, searches internal and 
external databases for pertinent prior art, and 
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compares the subject matter claimed in the 
application with that taught in and by the prior art.3   

During the examination process, the examiner and 
the applicant engage in a dialogue about the scope of 
the claims compared to the prior art.  The examiner 
rejects claims that do not recite patentable subject 
matter, and the applicant proposes narrowing and 
clarifying amendments to overcome those rejections.  
As the following graph shows, claims in the vast 
majority of patent applications issued as patents 
between 2000 and 2006 were initially rejected by the 
PTO: 

                                            
3 Patent examiners have extensive tools at their disposal to 
assist their searches.  See generally Manual of Patent 
Examining Procedure (“MPEP”) at §902.01 et seq.  The PTO 
utilizes a unique classification system for organizing prior art.  
MPEP §§902.01-902.02.  The PTO has custom search tools for 
searching its prior art repositories and extensive, worldwide 
technology databases and information sources.  MPEP §902.03.  
Using these specialized tools and his/her own knowledge and 
expertise, the patent examiner searches for the most pertinent 
prior art.  MPEP §904.02.  

The patent applicant has a duty to disclose all material prior art 
of which the applicant is aware.  37 C.F.R. §1.56 (imposing a 
duty of candor upon patent applicants and those associated with 
the application to be fully forthcoming about material prior art).  
If the duty is breached, the resulting patent, Kingsdown 
Medical Consultants, Ltd. v. Hollister Inc., 863 F.2d 867, 877 
(Fed Cir. 1988) (en banc), and related patents as well, Agfa 
Corp. v. Creo Products, Inc., 451 F.3d 1366, 1379 (Fed. Cir. 
2006), may be held unenforceable.   
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Patently-O (Apr. 3, 2009, 3:49 PM), available at 
http://www.patentlyo.com/patent/2009/04/percentage-
of-patents-that-were-initially-rejected.html (last 
visited Jan. 15, 2011).4   

The PTO will grant the patent if, and only if, all of 
the examiner’s objections have been satisfactorily 
addressed.   

An issued patent is the product of the PTO 
performing its duty.  The deference applied to 

                                            
4 The categories along the y-axis identify groups of patents 
classified by their respective art units.  The bars represent the 
number of patents in each art unit that issued between 2000 
and 2006 and that received at least one rejection before the 
patent was issued.  These numbers are expressed in terms of 
percentage of the total number of patents issued, as reflected in 
the numbers along the x-axis. 
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validity challenges recognizes the expert process 
employed by the Agency, not the expertise applied in 
any particular instance. W. Elec., 860 F.2d at 433.  
Indeed, while every patent application is different, 
the examination process is the same, designed to 
produce a substantively reliable intellectual property 
right.   

It is useful to compare the level of deference 
accorded to issued patents and registered copyrights.   
Copyrights are subject to minimal examination upon 
registration, and while presumed valid, are accorded 
less deference if challenged in litigation.  Medforms, 
Inc. v. Healthcare Mgmt. Solutions, Inc., 290 F.3d 98, 
114 (2d Cir. 2002) (holding that the district court did 
not err when instructing the jury that defendants 
could rebut the presumption of copyright validity by 
a preponderance of the evidence).  In contrast, 
patents are rigorously examined by the PTO.  The 
clear and convincing standard for validity challenges 
reflects this more rigorous process of agency review.  
Lowering the burden of proof would treat the patent 
examination system as if it were a registration 
system, similar to that in place for copyrights, and 
undercut the validity presumption that attaches to 
issued patents. 

Some amici defend their position for changing the 
burden of proof, by arguing that the PTO issues a 
significant quantity of “bad” patents each year.  But 
declaring the patent examination process a failure by 
lowering the burden of proof for all issued patents 
will do nothing to promote patent quality.   

In its recent decisions, this Court has provided 
clear guidance to both the PTO and the lower courts 
for evaluating patentability through proper 



14 

 

examination standards.  Indeed, the standards 
developed in the wake of this Court’s decisions in 
KSR International Co. v. Teleflex Inc., 550 U.S. 398 
(2007), and Bilski v. Kappos, 130 S. Ct. 3218 (2010), 
are reflected in the PTO’s examiner guidelines for 
reviewing applications for non-obviousness and 
patentable subject matter.   

In that same vein, innovation leaders have teamed 
with the PTO to address patent quality issues with 
efforts to improve patent review processes, such as 
making more and varied types of prior art readily 
available to patent examiners.  For example, IBM, in 
cooperation with the PTO and other companies and 
academia, initiated the Open Source as Prior Art 
(“OSAPA”) and Peer to Patent (“P2P”)5 projects.  See 
Sara-Jayne Adams, Quality Is The Key To A Bright 
Patent Future, INTELLECTUAL ASSET MANAGEMENT, 
Apr./May 2008, at 65.  The OSAPA project makes 
open source software more available to patent 
examiners as prior art, while the P2P project allows 
the public to submit prior art and commentary to the 
PTO that is directly pertinent to specific pending, 
published applications.  Id. 

B. The Clear And Convincing Evidence 
Standard Promotes Invention Creation, 
Disclosure, And Commercialization. 

The deference afforded the patent examination 
process promotes the strength and vitality of the U.S. 
patent system, which in turn encourages the 
                                            
5 The P2P Steering Committee includes representatives from 
General Electric, Red Hat, Open Innovation Network, Article 
One Partners, Hewlett Packard, IBM, and Microsoft.  See 
http://peertopatent.tumblr.com/steeringcommittee. 
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disclosure and commercialization of innovation.  
“Absent the guarantees of exclusive product 
marketing that flow from patent ownership, parties 
who are considering the commercialization of new 
products will hesitate to invest substantial 
engineering and marketing resources in producing 
and promoting products that other providers might 
then produce and market with lower costs.”  Richard 
S. Gruner, Better Living Through Software:  
Promoting Information Processing Advances Through 
Patent Incentives, 74 St. John’s L. Rev. 977, 1012-13 
(2000).  In addition, if the strength of patent rights is 
diminished, some companies might try to keep 
valuable technological advancements hidden as trade 
secrets, rather than disclosing innovations to the 
public in issued patents and published patent 
applications.  This practice would undermine the 
patent system’s central purpose of promoting 
innovation by withholding information from follow-on 
innovators, discouraging collaboration, and impeding 
interoperability.  See id. at 1009 (discussing 
disadvantages of secret commercialization, including 
inefficient use of technology and duplicative efforts to 
develop the same invention).   

Courts have applied the clear and convincing 
evidence standard to prove invalidity for decades.  
Relying upon that standard and the resulting 
strength of patents issued by the PTO, companies 
have made strategic business decisions.  They have 
negotiated patent licensing rates, and decided 
whether to bring, defer, pursue, or settle 
infringement lawsuits.  Venture capitalists have 
invested in start-up companies. Patent attorneys 
issued legal opinions, which their clients relied upon 
in determining whether to launch new products.  A 
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change in the standard of proof risks undermining 
the very foundation upon which each of these 
important decisions rest and would likely cause 
significant disruption to a large sector of the U.S. 
economy.  See, e.g., Am. Intellectual Prop. Law Ass’n, 
AIPLA Response to the October 2003 Federal Trade 
Commission Report, at 6 (2004); Biotechnology 
Industry Organization, BIO Response to the Federal 
Trade Commission’s Patent System Reform 
Recommendations, at 4-5 (2004). 
II. A PREPONDERANCE OF THE EVIDENCE 

STANDARD  OR DUAL STANDARD WOULD 
BE UNWORKABLE AND WOULD THWART 
INNOVATION. 

A preponderance of the evidence standard for 
proving invalidity would severely damage the patent 
system.  Microsoft (as well as many amici who 
supported Microsoft’s petition for certiorari)6, 
advocates a change in the burden of proof to correct 
what it characterizes as flaws in the patent system.  
Microsoft’s proposed solution, however, is too blunt 
an instrument to address such problems.  Instead, 
this Court should craft a solution that takes into 
account the aspects of the patent system that are 
working well, maintains established standards to 
ensure consistency and reliability of the patent 
system, and focuses directly on the problem to be 
solved.   

                                            
6 See Amicus Br. of CTIA at 21; Amicus Br. of Yahoo at 10; 
Amicus Br. of Electronic Frontier Foundation et al. at 18; 
Amicus Br. of Google et al. at 2; Amicus Br. of Facebook et al. at 
20. 
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A. Lowering The Burden For All Validity 
Challenges Would Eviscerate The 
Deference Owed To The PTO. 

Lowering the burden of proof to preponderance of 
the evidence for all validity challenges, as Microsoft 
and some amici have advocated,7 is an overly-broad 
solution.  Indeed, such a change is completely 
contrary to this Court’s precedent and Federal 
Circuit precedent; it essentially vitiates the current 
standard; and it fails to recognize the presumption of 
validity codified in 35 U.S.C. §282.  The 
preponderance of the evidence standard applies by 
default in most civil cases. It acknowledges no 
deference for PTO regularity and expertise, and, if 
adopted, would eviscerate the deference that the PTO 
process should receive. 

A preponderance burden is appropriate for a 
registration system, such as currently in place for 
copyrights, Medforms, 290 F.3d at 114, not a system 
characterized by highly expert, substantive agency 
review.  If patent validity were routinely overturned 
in the courts, there would be little incentive to 
improve the patent examination process, which 
would inevitably reduce overall patent quality, 
resulting in increased uncertainty in patent rights 
and increased litigation.  See Etan S. Chatlynne, 
Note, The Burden of Establishing Patent Invalidity: 
Maintaining a Heightened Evidentiary Standard 
Despite Increasing “Verbal Variances,” 31 Cardozo L. 
Rev. 297, 320 (2009) (stating that lowering the 
burden of proof for patent invalidity would weaken 

                                            
7 See footnote 6, supra. See also Pet. Br. at 15-18. 
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all patents and increase the number and cost of 
lawsuits).   

In order for the PTO to properly serve the public 
interest, it must undertake rigorous patent 
examination.  Applying a preponderance burden does 
nothing to support the PTO’s efforts but instead 
undermines those efforts for all patents, regardless of 
the quality of the patent or its examination.  And, if 
the burden of proof were lowered to preponderance of 
the evidence, the task of evaluating patentability 
would effectively shift totally to the courts, which 
would be a more expensive, time consuming, and less 
predictable evaluation, because the initial 
determination of the PTO would carry no weight.  
BIO Response, supra, at 4; Michael J. Shuster, 
Altering Patent Suit Proof Burden Would Chill 
Innovation, Legal Backgrounder (Washington Legal 
Foundation, Washington, D.C.), Apr. 16, 2004, at 4.  

Given the significant and increasing economic 
importance of intellectual property rights as a driver 
for innovation, undermining the value of the entire 
corpus of issued patents is inconsistent with any 
reasonable economic policy. 

B. Creating A Dual Standard Is Not The 
Answer. 

Creating a dual standard—clear and convincing for 
prior art that was considered by the examiner during 
prosecution, and preponderance for prior art that was 
not—is also dangerous and problematic.   

First, establishing what art was actually 
“considered” by the examiner during prosecution 
would be extremely difficult.  Prior art references 
appear throughout the prosecution record.  Some 
references appear on an applicant’s Information 
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Disclosure Statement (PTO-1449).  These disclosure 
statements may contain many more references than 
the examiner may arguably be able to realistically 
review and “consider.”  See generally FISCAL YEAR 
2010 USPTO WORKLOAD TABLES, available at 
http://www.uspto.gov/about/stratplan/ar/2010/oai_06_
wlt_00.html (last visited Jan. 26, 2011) (providing 
statistics about examiner’s workload).  The examiner 
also creates his own list of references for the record 
(Form 892).  References may be discussed at length 
in an Office Action and the applicant’s Response to it, 
or they may be cited as the basis for a rejection with 
little commentary.  And, undoubtedly, aspects of the 
art are familiar to the examiner and play a role in the 
examination process or are dismissed as being not as 
pertinent as other prior art.  These teachings are 
“considered,” but never cited or listed as prior art on 
any form.   

Trying to establish the references “considered” by 
the examiner, and the extent to which they were 
considered, would create secondary litigation replete 
with difficult factual issues for a jury to resolve.  Just 
defining what is meant by “consider” is complicated.  
Does it mean that the prior art was presented to the 
PTO, even if not cited for any purpose by the 
examiner?  Would a reference be “considered” if it is 
in a class or subclass searched by the examiner, but 
is not the basis for a rejection?  Would it be enough if 
it is listed on a Form 1449 along with 100 other 
references, but there is no evidence that the 
examiner actually focused on the reference?  Could 
one assume the examiner “considered” the reference 
if it is listed by the examiner on a Form 892?  There 
is no way to know from the public record how 
carefully an examiner read, digested, and evaluated a 
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reference that is of record, and no way to rule out 
whether an examiner “considered” a reference that is 
not of record.  Plainly, there are no easy answers to 
these questions.  

Not only is it problematic to define what it means 
to “consider” a particular reference, it is equally 
difficult to establish whether the examiner 
subjectively “considered” the substantive invalidity 
arguments raised by that reference.  Some prior art 
identified in litigation may be cumulative or less 
relevant than the art the examiner cited or reviewed.  
The file history often does not tell the complete story.  
To fill gaps and clarify ambiguities in the written 
record, infringement defendants would routinely seek 
to depose examiners to determine what art he/she 
“considered” during prosecution.  The effectiveness 
and completeness of such testimony is suspect.  
Rarely do patent challenges reach trial soon after the 
patent issues.  More likely, by the time a patent 
comes to trial, years have passed since the 
application was prosecuted.  Examiners may not be 
available or able to recall precisely which of the many 
references reviewed in connection with numerous 
applications on the examiner’s docket were truly 
“considered” in connection with any one particular 
patent.   

The practice of deposing patent examiners would 
be highly disruptive to the administration of the 
PTO.  But, more troubling, it would allow 
investigation, through litigation, into areas that have 
long been off limits:  “[A] patent examiner cannot be 
compelled to testify regarding his ‘mental processes’ 
in reaching a decision on a patent application.”  W. 
Elec., 860 F.2d at 431. 
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Second, juries will likely be confused by the 
blurring and blending of the dual standards of proof.  
Patent cases are typically complex and difficult for 
juries.  See, e.g., Comaper Corp. v. Antec, Inc., 596 
F.3d 1343, 1354-55 (Fed. Cir. 2010) (reversing lower 
court because jury verdict finding dependent claim 
invalid and independent claim not invalid was an 
irreconcilable inconsistency).  While it can be 
somewhat confusing for juries to separate the 
preponderance standard for infringement issues and 
the clear and convincing standard for validity and 
enforceability issues, that distinction can be 
understood because there is a clear separation 
between infringement and validity that juries are 
able to grasp and apply.  Indeed, it makes logical 
sense that infringement is subjected to a lower 
standard of proof because infringement issues are 
never considered by the PTO; whereas, the higher 
clear and convincing standard is applicable to 
validity issues because the PTO has reviewed the 
application and exercised its expertise and judgment 
in issuing the patent.  

If dual standards are adopted on the 
validity/enforceability side of the equation, it will be 
much more difficult for juries to keep the standards 
straight and apply them properly.   If the jury is told 
to apply two standards to the validity issue, one of 
which is the preponderance standard, they may 
believe that no deference is due to the PTO’s process.  
Indeed, the likely result is that the clear and 
convincing standard will become watered down or 
nullified, and a lower standard of proof would be 
applied to all prior art, whether “considered” or not, 
effectively eviscerating the presumption of validity. 
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Third, a dual standard would create new incentives 
for the patent applicant to “launder” as much prior 
art as possible by flooding the examiner during 
prosecution.  While the current system requires 
patent applicants to disclose material prior art to the 
PTO, it does not encourage flooding the PTO with 
prior art because the duty of candor does not create 
an affirmative duty to search for prior art; applicants 
are obligated to disclose only relevant prior art of 
which they are aware.  Bruno Indep. Living Aids, Inc. 
v. Acorn Mobility Servs., Ltd., 394 F.3d 1348, 1351 
n.4 (Fed. Cir. 2005) (“Because there is no general 
duty to conduct a prior art search, there is no duty to 
disclose art of which an applicant is unaware.”).  If a 
dual standard were implemented, however, 
applicants would be motivated to search for and 
incorporate into the record as much prior art as 
possible.  The PTO’s resources would be overwhelmed 
trying to manage this flood of additional, and mostly 
superfluous, material, and the careful balance the 
PTO and the courts seek for ensuring applicant’s 
compliance with the duty of disclosure would be 
upset.   

Finally, limiting application of the preponderance 
standard to instances where prior art was not 
“considered” by the PTO will be illusory, as there will 
likely always be an invalidity argument that a 
defendant can assert based on prior art of at least 
marginal relevance that was not “considered” by the 
examiner.  AIPLA Response, supra, at 6.  While 
creating a dual standard may seem like a good 
compromise solution, it is not.  For all or nearly all 
cases, the standard actually applied would be  
preponderance of the evidence.   



23 

 

C. Changing The Evidentiary Standard For 
Proving Patent Invalidity Would Inject 
Uncertainty And Upset The Balance In 
The Patent System. 

Changing the evidentiary standard for proving 
invalidity would not simply weaken the patent 
system in an absolute sense, but would upset settled 
and reasonable expectations created by decades of 
application of the current standard and cause 
imbalance in the patent system.   

The expense of this uncertainty would be far 
reaching.  Companies who have relied on attorney 
opinions in making business decisions may have to 
revisit opinions to ensure that the conclusions 
remained valid.  Licensees might balk at paying 
current licensing rates and seek to renegotiate 
agreements or sue to have the patents declared 
invalid.   

Changing the standard for proving invalidity 
would have an impact different in kind from 
reforming substantive standards of patentability, 
such as nonobviousness (KSR) and patentable subject 
matter (Bilski).  In those cases, the standard applies 
to the merits of the invention, and the changes 
effected by this Court apply to patents on a case-by-
case basis.  In contrast, a change to the burden for 
proving invalidity would apply to all inventions 
equally regardless of their merit or characteristics. 

More importantly, if the standard of review were 
lowered, it would undermine the balance between 
patentees, licensees, and the public.  Patentees and 
licensees alike would be less able (if not unable) to 
reach agreement on the value or need for a patent 
license.  Uncertainty with respect to the validity of 
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patent rights would also make it difficult for 
competitors to weigh the merits of designing around 
an issued patent against challenging the patent’s 
validity in court.  And innovators facing uncertain 
and diminished patent protection would be 
disproportionately harmed, because they must bear 
the additional fixed costs of research and 
development.  In contrast, patent speculators could 
adjust to this change because they would be able to 
pay less for patent assets they did not create in the 
first instance.   

Further, while companies might be motivated to 
consider alternate vehicles for protecting innovations, 
such as trade secret protection, such options may be 
ineffective to protect the intellectual property.  
Gruner, supra, at 1009 (discussing disadvantages of 
secret commercialization, including inefficient use of 
technology and duplicative efforts of others to develop 
the same invention).  For example, in the case of 
technology such as software that can be reverse 
engineered, trade secret protection is substantially 
ineffective.  Once the technology is made public, the 
innovator cannot exclude others from practicing the 
invention if they have legitimately reverse 
engineered the technology—and this, in turn, may 
inhibit the innovation in the first place.   
III. TRIAL COURTS CAN USE APPROPRIATE 

JURY INSTRUCTIONS TO ENABLE A 
MORE COMPLETE AND PRECISE 
EVALUATION OF EVIDENCE PERTINENT 
TO INVALIDITY. 

Whether prior art was not before the PTO or was 
not “considered” by the examiner may be relevant to 
the fact-finder’s validity determination.  But rather 
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than throw out the clear and convincing evidence 
standard, the better solution is to use appropriate 
jury instructions to precisely calibrate the weight to 
be given such evidence while giving appropriate 
deference to the PTO’s initial judgment in light of the 
specific facts of a given case. 

A. Jury Instructions Are Effective Tools 
For Managing The Jury’s Use Of The 
Evidence Presented. 

“[T]he crucial assumption underlying our 
constitutional system of trial by jury [is] that jurors 
carefully follow instructions.”  Francis v. Franklin, 
471 U.S. 307, 324 n.9 (1985); accord, e.g., Marshall v. 
Lonberger, 459 U.S. 422, 438 n.6 (1983).  Indeed, “we 
must assume that juries for the most part 
understand and faithfully follow instructions.”  
Francis, 471 U.S. at 324 n.9 (alteration and internal 
quotation marks omitted).  This bedrock principle is 
“almost invariable,” even though “it may not always 
be simple for the members of a jury to obey [an] 
instruction.”  Richardson v. Marsh, 481 U.S. 200, 206, 
208 (1987).  Only when there is an “overwhelming 
probability” of the jury’s “inability” to follow specific 
instructions, id. at 208, has this Court found “the 
instructions of the trial judge” inadequate to ensure 
“the proper evaluation of [the] evidence,” Watkins v. 
Sowders, 449 U.S. 341, 347 (1981).  See also Greer v. 
Miller, 483 U.S. 756, 766 n.8 (1987). 

This Court’s strong confidence in a jury’s ability to 
follow instructions is evident across “many varying 
contexts.”  Richardson, 481 U.S. at 206.  In criminal 
cases, for example, this Court has allowed statements 
elicited from a defendant in violation of Miranda v. 
Arizona, 384 U.S. 436 (1966), to be used to impeach 
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the defendant’s credibility, and evidence of a 
defendant’s prior criminal convictions to be used to 
enhance the defendant’s sentence—as long as the 
jury is instructed to use the evidence only for that 
limited purpose, not to establish the defendant’s 
guilt.  See Richardson, 481 U.S. at 206-07 (collecting 
cases); see also Wong Sun v. United States, 371 U.S. 
471, 490 (1963) (conspirator’s statements not made in 
furtherance of the conspiracy admissible only against 
declarant); Lutwak v. United States, 344 U.S. 604, 
618-19 (1953) (same).8 

Similarly, in the civil context, this Court has found 
it “constitutionally important for a court to provide 
assurance that the jury will ask the right question, 
not the wrong one” when instructing a jury on the 
assessment of punitive damages; a careful instruction 
should be given so that the jury can consider 
nonparties’ injuries in order “to determine 
reprehensibility,” but not “to punish for harm caused 
strangers.”  Philip Morris USA v. Williams, 549 U.S. 
346, 355 (2007). 

Indeed, trial judges are very good at crafting 
appropriate instructions to ensure that juries 
properly evaluate the evidence.  Many examples of 

                                            
8 Justice Sotomayor recognized the effectiveness of issuing 
limiting jury instructions when serving as a trial judge.  For 
example, in United States v. The Spy Factory, Inc., 960 F. Supp. 
684, 688-89 (S.D.N.Y. 1997), and United States v. Heatley, No. 
S2 96 Cr. 515 (SS), 1997 WL 12961, at *3 (S.D.N.Y. Jan. 14, 
1997), then-Judge Sotomayor declined to sever the criminal 
trials of co-defendants, following the preferred practice in the 
federal system of trying defendants together who were indicted 
together, and using proper limiting jury instructions to avoid 
the risk of prejudice from the joint trial.   
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effective limiting instructions can be found in a 
variety of contexts. 

For example, the D.C. Circuit commended the 
district court’s use of jury instructions in Desmond v. 
Mukasey, 530 F.3d 944, 966 (D.C. Cir. 2008), an 
employment discrimination case.  Desmond claimed 
that he was the victim of unlawful discrimination 
when he was dismissed from the FBI Academy, while 
the FBI contended that his dismissal was 
performance-related.  At trial, the district court 
admitted a lengthy report “chronicling Desmond’s 
alleged failures, infractions, and indiscretions at the 
Academy.”  Id. at 965.  The district court, however, 
recognized the risk of unfair prejudice that was 
“inherent in presenting the jury with a wide-ranging 
compilation of Desmond’s foibles at the Academy,” 
and instructed the jury accordingly:  “You’re not to 
speculate about whether the report is true or not.  
You should consider the report … only for the fact 
that [Desmond’s supervisor] received it and relied on 
it in drafting his own report which he sent forward to 
headquarters.”  Id. at 965-66.   

The D.C. Circuit affirmed the report’s admission, 
and commended the district court for “carefully 
structur[ing] the report’s admission to minimize any 
risks” of unfair prejudice.  In praising “the district 
court’s attentiveness to the context in which it 
admitted the [report],” the D.C. Circuit noted that 
the district court “repeatedly admonished the jury to 
consider the report solely for the limited purpose of 
showing [the supervisor’s] reliance” on it.  Id. 
(internal quotation marks omitted).  The court 
indicated that “a proper limiting instruction” was 
important to the report’s admissibility.  Id. at 966.    
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In Faulkner v. Super Valu Stores, Inc., 3 F.3d 
1419, 1434-35 (10th Cir. 1993), the Tenth Circuit 
similarly endorsed the use of limiting instructions.  
There, Super Valu purchased a warehouse from 
Associated Grocers (“AG”) but, when staffing the 
facility, declined to consider hiring AG’s ex-
warehousemen.  Some former AG employees sued for 
age discrimination.  In response, Super Valu 
explained that it feared that AG’s ex-employees 
might have disrupted or sabotaged its business.  The 
district court admitted evidence of the ex-employees’ 
participation in “union picket lines,” which “focused 
on statements shouted by participants at Super Valu 
and picket signs blaming Super Value for lost jobs.”  
Id. at 1433 & n.15.  On appeal, the plaintiffs 
challenged the relevancy of “lawful union activity” to 
Super Valu’s alleged discrimination.  But the Tenth 
Circuit affirmed the district court’s handling of the 
evidence, emphasizing that “[t]he trial court 
instructed the jury that picket line activity was 
acceptable and further stated that any evidence 
pertaining merely to legitimate, legal union activities 
was irrelevant.”  Id. at 1433; see also id. at 1435.  

In numerous examples, federal appellate courts 
have endorsed using limiting instructions to manage 
the evidence presented, rather than taking a more 
drastic step such as exclusion.  See, e.g., McGrath v. 
Consol. Rail Corp., 136 F.3d 838, 841 (1st Cir. 1998) 
(finding that a per se bar excluding evidence of 
collateral sources of income in personal injury suit 
was too broad when evidence was probative of the 
issue of malingering and when a limiting instruction 
directing the proper use of the evidence—“any 
references in there to [collateral] sources of income 
are not to reduce any compensation he may receive 
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here or to increase it, but only on the issue of his 
motivation to go back to work”—could be used 
instead); Wipf v. Kowalski, 519 F.3d 380, 387 (7th 
Cir. 2008) (finding that demonstrative video in 
medical malpractice suit was probative of multiple 
issues and that the district court properly admitted 
the evidence with a cautionary instruction “clarifying 
the limited purpose of the video and dispelling any 
potential impression that the video showed or 
simulated the actual events of Wipf’s procedure”); 
Merrick v. Paul Revere Life Ins. Co., 500 F.3d 1007, 
1017 (9th Cir. 2007) (finding that the district court 
erred in refusing to issue a limiting instruction that 
would have clarified for the jury the proper and 
improper uses of the plaintiff’s evidence for awarding 
punitive damages); Burke v. Spartanics, Ltd., 252 
F.3d 131, 135 (2d Cir. 2001) (when plaintiff’s expert 
opened the door to evidence of plaintiff’s drug use in 
product liability suit, the district court properly 
permitted additional testimony on the subject 
because it gave appropriate limiting instructions 
after the testimony and before deliberations “that 
[the jury] could consider the testimony on alcohol and 
drug use only with respect to its evaluation of 
damages”); Am. Eagle Ins. Co. v. Thompson, 85 F.3d 
327, 332 n.5 (8th Cir. 1996) (concluding that district 
court properly admitted hearsay as evidence of 
witness’s understanding because it also instructed 
the jury that the witness’s statements “could only be 
considered for the limited purpose of showing his 
state of mind” ). 

Unsurprisingly, limiting instructions have long 
been used in patent cases to allow juries to consider 
evidence for specific purposes.  For example, in 
Chiron Corp. v. Genentech, Inc., 363 F.3d 1247, 1260 
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(Fed. Cir. 2004), the patentee argued that the trial 
court erred by allowing evidence to be introduced 
regarding the patentee’s failure to make a 
commercial embodiment of the accused drug 
Herceptin.  The Federal Circuit rejected this 
argument because the evidence related to the accused 
infringer’s defenses and because the district court 
issued an instruction that the evidence could be 
considered only for the limited purpose of “deciding 
whether the [patent] application meets the 
enablement and written description requirements.”  
Id. at 1261.   

In ATD Corp. v. Lydall, Inc., 159 F.3d 534, 550 
(Fed. Cir. 1998), the patentee argued that the district 
court erred when it admitted evidence of the accused 
infringer’s own patent because the jury could have 
thought that defendant’s patent gave the defendant 
rights to sell the accused product.  The district court 
allowed the evidence to show that the defendant’s 
products were substantially different from and 
superior to the products covered by the patentee’s 
patents.  Because of the potential for jury confusion, 
however, the district court issued a limiting 
instruction that gave the jury clear direction on the 
proper use of the Lydall patent evidence: 

Where there is an issued patent, the later 
issuance of a patent for a device or method raises 
no presumption of noninfringement of the 
previously issued patent.  You may consider the 
later issued Lydall patent in your decision and 
give it the appropriate weight, but you must 
keep in mind that even where improvements and 
modifications are separately patentable, the 
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improved device or method may still infringe the 
previously issued ATD patents. 

Id.  Given the district court’s limiting instruction, the 
Federal Circuit concluded that the district court had 
not erred by admitting evidence of the Lydall patent.  
Id. 

B. Appropriate Jury Instructions Are The 
Best Tools For Addressing Questions 
Regarding Consideration Of Prior Art. 

Tailored jury instructions (and a clear verdict 
form) can maintain a vibrant patent system and the 
presumption of validity while permitting trial judges 
the flexibility to address particular, case-specific 
circumstances.  This approach is consistent with trial 
court practice and, if properly and consistently 
applied, would enable juries to give appropriate 
consideration to the broad and diverse range of 
evidence of invalidity.  Appropriate instructions 
shield juries from the confusion and inaccuracy that a 
dual standard for invalidity would necessarily 
impose, and they avoid creating incentives to flood 
the PTO with prior art regardless of its relevance.  
Further, because jury instructions are subject to 
meaningful review on appeal, litigants have recourse 
if the clear and convincing standard were improperly 
applied.  See, e.g., Merrick, 500 F.3d at 1017 (finding 
error when “the instructions given did not provide 
the jury with clear direction” regarding the relevant 
law).   

Indeed, using jury instructions in these 
circumstances would continue along a well-
established path in patent cases addressing validity.  
The Federal Circuit has indicated that jury 
instructions can be used to give proper weight to 
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prior art evidence that was not considered by the 
PTO without changing the burden of proof.  See, e.g., 
Am. Hoist & Derrick Co. v. Sowa & Sons, Inc., 725 
F.2d 1350, 1358 (Fed. Cir. 1984) (finding jury 
instruction that offered a dual standard of proof 
erroneous).  The Federal Circuit explained the effect 
upon the defendant’s case when the prior art offered 
was not considered by the PTO: 

Neither does the standard of proof change; it 
must be by clear and convincing evidence or its 
equivalent[.] … What the production of new 
prior art or other invalidating evidence not 
before the PTO does is to eliminate, or at least 
reduce, the element of deference due the PTO, 
thereby partially, if not wholly, discharging the 
attacker’s burden, but neither shifting nor 
lightening it or changing the standard of proof.  
When an attacker simply goes over the same 
ground traveled by the PTO, part of the burden 
is to show that the PTO was wrong in its 
decision to grant the patent.  When new evidence 
touching validity of the patent not considered by 
the PTO is relied on, the tribunal considering it 
is not faced with having to disagree with the 
PTO or with deferring to its judgment or with 
taking its expertise into account.  The evidence 
may, therefore, carry more weight and go further 
toward sustaining the attacker’s unchanging 
burden. 

Id. at 1360.   
Several examples illustrate how well-calibrated 

limiting instructions can be used in this context.   
With respect to this case, Microsoft sought to rely 

on prior art for which evidence establishing the 
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salient details (the source code) had disappeared with 
the passage of time.  In this situation, there is no 
need to change the standard of proof.   

Instead, the trial court can give general jury 
instructions explaining the presumption of validity, 
the clear and convincing standard of proof, and the 
prior art offered by the defendant.  Then, the trial 
court can give a tailored, limiting instruction to guide 
the jury in evaluating the prior art evidence offered 
in the context of the specific facts and circumstances 
presented in that case.  For example, in the Microsoft 
situation, the court could give the following limiting 
instruction: 

In your deliberations, you are instructed to keep 
in mind that the evidence presented here about 
the prior art S4 software was never presented to 
the PTO during patent examination.  Generally, 
the PTO applies its expertise to evaluate prior 
art during prosecution in order to decide 
whether to grant a patent, but it cannot do that 
if the prior art was never presented by the 
applicant or located by the examiner’s own 
searches.  In determining if the defendant has 
carried its burden of proving the patent invalid 
by clear and convincing evidence, you should 
consider that the PTO did not evaluate the S4 
prior art when deciding to grant the patent.  
Like the instruction given in Desmond, this 

limiting instruction strikes a balance between, on the 
one hand, recognizing the statutory presumption of 
validity, and on the other, providing a full and fair 
opportunity to present evidence of invalidity by 
protecting the accused infringer from the risk of 
unfair prejudice that could result if the jury is 
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instructed about the clear and convincing evidence 
burden without any additional guidance as to how to 
apply it in that particular situation.  530 F.3d at 966.  
In contrast, Microsoft’s proposed solution of lowering 
the burden to a preponderance of the evidence 
standard risks finding a patent invalid 
notwithstanding the existence of significant evidence 
to the contrary, such as the consideration by the PTO 
of art more relevant to patentability than that not 
considered.   

Another situation arises when the record shows 
that the examiner was aware generally of the prior 
art at issue, but did not document consideration of 
that art.  For example, the examiner might find a 
website containing a general description of the prior 
art technology and put a printout of the webpage into 
the file history.  During litigation, however, the 
accused infringer is able to obtain additional 
information about the prior art technology and offers 
detailed specifications, source code, documents, 
and/or testimony about other web pages, linked to the 
page considered by the examiner, but undocumented 
in the prosecution history.   

Again, changing the burden of proof is not the 
answer; using an appropriate limiting instruction 
avoids the risk of undue prejudice: 

In your deliberations, you are instructed to keep 
in mind that some, but not all, of the evidence 
presented here about the prior art was presented 
to the PTO.  Generally, the PTO applies its 
expertise to evaluate prior art during 
prosecution in order to decide whether to grant a 
patent, but it cannot do that if the prior art was 
never presented by the applicant or located by 
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the examiner’s own searches.  In determining if 
the defendant has carried its burden of proving 
the patent invalid by clear and convincing 
evidence, you should consider, that in deciding to 
grant the patent the PTO did not have the 
additional prior art evidence that was presented 
in court.  
Just as the First Circuit concluded in McGrath, it 

is better to give a carefully tailored instruction that 
informs the jury how to use the evidence in its 
deliberations, rather than to apply a per se rule that 
ignores the realities presented in a specific case.  136 
F.3d at 841.  

Also, sometimes the proffered invalidating prior 
art is not explicitly recited in the file history of the 
patent-in-suit, but there is evidence in another file 
history that indicates the examiner was 
contemporaneously aware of the prior art being 
offered.  In this situation, the trial court could issue a 
limiting instruction such as:  

In your deliberations, you are instructed to keep 
in mind that some of the evidence presented 
here about the prior art may not have been 
noted in the PTO file, but may have been noted 
in other PTO files of which the examiner of the 
patent-in-suit was contemporaneously aware.  
Generally, the examiner evaluates prior art 
known to him/her during prosecution in order to 
decide whether to grant a patent.  In 
determining if the defendant has carried its 
burden of proving the patent invalid by clear and 
convincing evidence, you should consider 
whether the examiner of the patent-in-suit was 
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aware of and evaluated this prior art when 
deciding to grant the patent.  
Just like the Tenth Circuit found in Faulkner, a 

limiting instruction that instructs the jury on the 
proper way to analyze the evidence is how to handle 
complicated issues.  3 F.3d at 1434-35.  Just as the 
Faulkner court did not impose a blanket exclusion of 
evidence when the issues became complicated, this 
Court should not impose a blanket change to the 
burden of proof when complicated validity issues can 
be handled more effectively and precisely with 
tailored jury instructions.   

Finally, another common situation arises when 
PTO reexamination proceedings and federal court 
infringement litigation are pending simultaneously.  
Even though the patent-in-suit was previously issued 
by the PTO, the examiner in reexamination may 
reject some or all of the issued claims.  When the 
reexamination proceedings have not yet concluded, 
the pending rejections raise the specter that the 
original patent grant is suspect, but the findings are 
not yet conclusive. In these circumstances, an 
appropriate limiting instruction might be: 

In your deliberations, you are instructed to keep 
in mind that the patent-in-suit is currently 
undergoing reexamination at the PTO.  Because 
those proceedings are not yet complete, you may 
take into account the examiner’s rejections in 
your analysis, but you should not feel bound to 
them in any way.  Instead, you should evaluate 
the prior art evidence for yourself in determining 
if the defendant has carried its burden of 
proving, by clear and convincing evidence, that 
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the prior art contained all of the limitations 
recited in the claims of the patent-in-suit.  
As in Desmond, a specific limiting instruction can 

balance the need to provide the jury with evidence 
from the pending reexamination proceedings without 
allowing the jury to be unduly swayed by the 
examiner’s interim observations.   530 F.3d at 966.    

CONCLUSION 

This Court should reaffirm the clear and 
convincing burden of proof as the proper standard for 
proving patent invalidity and instruct trial courts to 
use appropriate instructions to avoid any undue 
prejudice to those who would challenge a patent’s 
validity. 
  Respectfully submitted, 
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